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Court of Appeals of the District of Columbia 


No. 3829. 

No-Leak-0 Piston Ring Co., &c., Appellant, 

vs. 

George H. Chandlee. 


a Supreme Court of the District of Columbia. 

In Equity. 

No. 38692. 

No-Leak-0 Piston Ring Company, a Corporation, Plaintiff, 

vs. 

George H. Chandlee, Defendant. 

United States of America, 

District of Columbia, ss: 

Be it remembered, That in the Supreme Court of the District of 
Columbia, at the City of Washington, in said District, at the times 

fnTSfn ' m ,£ m T ed ’ th « [blowing papers were filed’and proZb 
ings had, in the above-entitled cause, to wit: 

1 Bill of Complaint. 

Filed February 4,1921. 

In the Supreme Court of the District of Columbia. 

In Equity. 

No. 38692. 

No-Leak-0 Piston Ring Company 

vs. 

George H. Chandlee. 

^ui^a 0 ^^ 16 ^ UC * geS Supreme Court of the District of Co. 

No-Leak-0 Piston Ring Company, a corporation of Mary¬ 
land, having its principal place of business at Baltimore, in the State 

1—3829a 



2 NO-LEAK-O PISTON RING CO. VS. GEORGE H. CHANDLEE. 

of Maryland, formerly known as Automobile Accessories Company 
its name having been changed from the Automobile Accessories 
Company to the No-Leak-0 Piston Ring Company by amendment 
to its charter on or about January 8, 1919, presents this its bill of 

Cob.mh nt ’ aga r G ? r ^ H - Chan <llee, a citizen of the District of 

fni ^ bla ’ reSlding at Chey y Chase . in the District of Columbia- 
and thereupon your orator complains and says- 

1. That on the 18th day of March, 1914, John E. Norwood who 

dent of a the a L tha V Ime W8S tha Principal stockholder in and presi- 
pgL? C T pa "-’ filed an application for United States 

at -!J 1 ^v.T t0 i"j° n rin S’ tpe application being Serial No. 
ozo,b5d, said Norwood was represented by Chandlee & Chandlee 

patent attorneys, of which firm the defendant, George H Chandlee 
is a member, and that the said George H. Chandlee had personal 
charge of the preparation and conduct of the application; that 
1 said application became involved in an interference with the 

oo oo 4 ap £ u ne Rltte " ha use, the interference being No. 

.’.i ■ ?? e -Rfftenhause a Pphcation No. 808,526; that there was 
J* * h if P® ndl “g 111 dle Un,ted States Patent Office an applica- 
vm? o e m la ci t ’j ( ^ 0rg ^ i 1 ; Chandlee relating to piston ring 
i ’. - filed May 10, 1913, which application contained 

subject matter m common with the aforesaid applications of Nor- 
wood and Rittenhause involved in said interference but the dis¬ 
closure was not considered sufficient to serve as a basis for the claims 
or counts which defined the issue of the interference; that the 
Chandlee application Serial No. 766,801 was the subject of a rovaltv 
agreement in favor of the Auto & Accessories Manufacturing Com¬ 
pany which agreement has since been abandoned, copy of the 
royalty agreement is annexed hereto and marked Exhibit 4 the 
original being ready in court to be produced. While the agreement 
is not dated the date of execution was about August 1913. AddL- 
cation 766,801 stands abandoned. ’ 

xt 2 * T *2* durin g the pendency of said interference the defendant as 
Norwood s attorney, advised Norwood that the issue was sufficiently 
broad to be supported by certain experimental work done in connec¬ 
ts 0 ? with piston rings by Nomood and Chandlee, which defendant 
claimed to be his invention and that the facts should be made to so ap¬ 
pear in the interference record in order that Norwood might more cer- 
? in ^ j interference and obtain the desired patent ; where¬ 

fore the defendant filed in his own name an application for patent 
disclosing the subject matter of Chandlee’s earlier application Serial 
o j.°• ‘ t>o,8Ul and containing additional disclosure making the 

6 disclosure of this application include the claims comprising 

Tnlv 1 ai cnT q ? h i e xT nter [ aoiT’ i he lat . er a PPlication was filed 
July 16, 1915, Serial No. 40318; that this application was filed 

pursuant to a verbal agreement or understanding between John E. 

Norwood for and on behalf of the plaintiff, the No-Leak-0 Piston 

King Company, and the defendant herein; that this application 

should be prosecuted by the defendant Chandlee on behalf of the 

plaintiff herein and that plaintiff was to pay for defendant’s services 

m the interference and that the patent if any should be the property 
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°f the plaintiff when issued upon payment of $1,000; that under date 
of July 20 1915 said agreement was embodied in a written instru¬ 
ment signed by the parties hereto, copy of said agreement is annexed 
eroto and marked plaintiff s Exhibit B, the original being in court 
ready to be produced. 

3 The agreement Exhibit B, recites that it is between the de- 
endant herein and Automobile Accessories Company, and the Auto- 

mobiie Accessories Company is identical with the plaintiff, the No- 
Eeak-0 Piston Ring Company, the change of name having been 
made by amendment to the charter without change of organization 

Exhlbh^ ^ Sh ° Wn by a certlfied C °P.Y annexed hereto as plaintiff’s 

4 That said interference No. 38,384 was prosecuted by the de- 
fendant as attorney; that said John E. Norwood testified onbehalf of 
the Chandlee application; that judgment was entered in the inter- 
ference against the Norwood application on account of Norwood’s 
failure to take testimony on behalf of his application; that the inter- 
erence between Chandlee and Rittenhause was dissolved; that the 

Norwood application was permitted by Chandlee as Norwood’s 
attorney to abandon on account of failure to prosecute* that 
. r i P ro ^ ec ution of the Chandlee application was carried on by 
the defendant after the interference; that Chandlee’s claims were 
rejected from time to time bv the Examiner but that on appeal by 
Chandlee to the Board of Examiners in Chief of the Patent Office 

R‘ s ^l al " ls ' vere ? llowed > ‘hat during the pendency of the appeal the 
B ff ^i °f .Examiners in Chief on Chandlee’s representation to this 

W, Irl d he N ^i 0 ’ 318 t0 he a continuation of Chand- 

ilafntfff- r irT •? t ! 0n ?°- 76& ’ 801 to which the royalty agreement, 
1920*5 8 f X ( ’ IJlt A ’ rel , ates and that under date of November 30, 

Nn 40 %f« ?i, W8S 1S t ued t0 G T se , H ‘ ^andlee on his application 
No 40,318 the sam ® being numbered 1,360,498 and that said patent 

ecites on its face that it is and it was accepted by the defendant as 
issued on application No. 40,318, the same being a continuation of 
application No. 766,801 of May 10, 1913; that the plaintiff has ten- 

f a |T co ri si derat iorf agreed upon' Willi " g ‘° ^ him “* tim6 the 

, Th , at j!' e plaintiff made payment to the defendant from time 
for ‘ he Prosecution of this interference in reasonable response 

payment for defendants services in the prosecution of the inter¬ 
ference or otherwise and that since the issue of the patent on 
November 30th as aforesaid plaintiff has stood upon its claim to said 
patent and tendered payment of the $1,000 consideration named in 
the contract, plaintiffs Exhibit B, permitting the defendant to 
deduct and return plaintiff’s balance due on account of payments 
made for the prosecution of the interference. 

5 , 6 : Tha . t y 0 } 11- orator has developed a large and profitable 

,, . . business based on the manufacture and sale of piston rings' 
that plaintiff s rings are of an improved type as compared to the dis- 
closure of the Chandlee patent and are patented in Norwood’s reissue 
patent rso. 14,969; that these rings are manufactured for plaintiff 
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b { the Pi f ston Ring Company of Muskegon, Mich.; that 
5 i as be f lnfo ™ed that defendant was late in November, 

li mlTlf 10 ? f wltl ? the sa ! d manufacturer and that reference 
t , a f mad- e by the defendant to his foresaid application No. 40,318, 
the defendant s statement to the Piston Ring Company being that 

ahomTn K V “ h bl '? a . d C ( ' aln ! s . cov ; erm g y° ur orator’s piston rin| was 
fhrlZ ^ lssued , to ‘he defendant and that he would then control 
, to manufacture the plaintiff’s, i. e. No-Leak-0 Piston Ring 
Company s product; that he did suggest that the Piston Ring Com- 

fnSLnn^lf k ri° n ’ M. lc h -manufacture piston rings for the defendant 
substantially like plaintiff s product and that the Piston Ring Com¬ 
pany should discontinue business with the No-Leak-0 Piston Ring 
Company whereby the new Chandlee enterprise would secure the 

good will built up by Norwood in favor of the No-Leak-0 Piston 
King Company. 

. 7 ,l. ^ no ‘ withsta nding the fact that the plaintiff has laid claim 
o the Chandlee patent No. 1,360,498 and made demand for its 
£ a P s , fe f <?> the plaintiff pursuant to the aforesaid contract, plaintiff¬ 
s' 11 ,” 11 B, defendant has refused to transfer the patent to the plain¬ 
tiff, has denied plaintiff s nght and the existence and effect of the 
foresaid contract and has further offered to convey an interest in 
or right under his patent No. 1,360,498 to the Piston Ring 
Company of Muskegon, Mich., as your orator is informed 
, v , and believes and defendant, has in fact, admitted that he has 
ottered to sell the patent and various interests in said licenses under 
* j P ate . nt several manufacturers and prospective manufacturers 
and dealers m piston rings; and that such sale would be greatly to 
your orators disadvantage and loss and would in fact work an 
irreparable injury to your orator. 

8 By reason of the whole premises and of the failure and refusal 
cl ddendant to perform his said contract your orator is now- and 
wilt be without remedy in the premises save and except through 
the intervention of this Honorable Court. 

9. Your orator again tenders itself ready and willing to make full 

payment in accordance with the contract, plaintiff’s Exhibit B as 
provided by its terms. ’ 

10. Wherefore your orator prays that the defendant may be de¬ 
creed to specifically perform the said agreement hereinbefore set 
forth by conveyance to your orator of the entire right, title and 
interest in said patent No. 1,360,498 of November 30, 1920, with 
the guaranty that the said patent is clear and unencumbered except 
as to the rights therein of the plaintiff, the plaintiff hereby offering 
to specifically perform the said agreement on it part for the purpose 
foresaid by proper directions given and inquiries made and that 
the costs be duly assessed and paid by the defendant. 

41- Your orator further prays that your Honors grant unto vour 
oator and issue out of this Court a preliminary restraining order pro- 
.biting the said George H. Chandlee and all persons claim- 
t mg to act under his authority, his attorney, licensee and the 
. Kke or otherwise, from transferring, conveying, assigning 
licensing or in any way encumbering the title to said patent No! 
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1,360,498 until such time as your Honors shall direct and order 
herein and that upon such hearing the writ herein prayed for be 
made and confirmed until the final determination of this suit and 
thereupon said injunction may be made perpetual. 

12. And may it please your Honors to grant unto your orator a 
writ of subpoena, issuing out of and under the seal of this honorable 
Court, to be directed to the said George H. Chandlee, commanding 
him on a certain day and under a certain penalty, in the said writ 
to be inserted, personally to be and appear before your Honors in 
this honorable Court, and then and there full, true and perfect 
answer make, to all and singular the premises, and further, to stand, 
to perform and abide such further orders direction and decree therein, 
as to your Honors shall seem meet and shall be agreeable to equity 
and good conscience. 

NO-LEAK-O PISTON RING COMPANY, 

By JOHN E. NORWOOD, 

President. 

JOSEPH R. EDSON, 

EDWIN F. SAMUELS, 

Per C., 

Solicitors and of Counsel. 


District of Columbia, 

City of Washington, ss: 

John E. Norwood, being duly sworn, deposes and says that he is 
the President of No-Leak-0 Piston Ring Company, the plaintiff 
mentioned in the foregoing bill of complaint; that he has 
8 read and signed same as President of said Company, and 
knows the contents thereof; and that the same is true of his 
own knowledge except as to the matters therein stated to be alleged 
upon information and belief, and as to those matters he believes it 
to be true. 

That the plaintiff is a corporation and the reason why this verifi¬ 
cation is not made by the plaintiff is because of that fact; that de¬ 
ponent’s knowledge and the grounds for his information and belief 
are derived from his active participation in the management of the 
business of the plaintiff as its President since its incorporation. 

JOHN E. NORWOOD. 

• Subscribed and sworn to before me, a Notary Public, this 4th dav 
of February, 1921. 

[seal.] CATHARINE M. SMITH, 

Notary Public. 

Memoranda. 

Plaintiff’s Exhibit “A” filed with Bill is the same as “Defendant’s 
Exhibit No. 1” in Statement of Evidence. 

Plaintiff’s Exhibit B filed with Bill is the same as “Plaintiff’s Ex¬ 
hibit B” in Statement of Evidence. 
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Plaintiff’s Exhibit C. 


Amendment to Charter Changing Name Automobile Accessories Com • 
party to No-LeaJc-0 Piston Ring Company . 


Filed February 4, 1921. 


Automobile Accessories Company of Baltimore City. 
Amendment, Change of Name to No-Leak-0 Piston Ring Company. 

kA Ce f that ln pursuance of a resolution unanimously 
nanv^ff b R u® hoardo f directors of the Automobile Accessories Com- 
pany of Baltimore City at a meeting duly warned as provided bv 

? f Maryland ( at which meeting ail of the members of the 

de^bfrini and waived notice of the meeting) 

declaring the advisability to change the name of the Automobile Ac- 

essones Company of Baltimore City and calling a meeting of the 

stockholders of the Automobile Accessories Company of Baltimore 

AnLmJhn * A Ctl ° n tI ? ere / ^ n whlch meeting of the stockholders of the 
Automobile Accessories Company of Baltimore City a body corporate 

as aforesaid was duly called and held on the 31st day of December 
1918 at which meeting all of the stockholders of the Automobile Ac 
cessones Company of Baltimore City were present the following reso- 
lution was presented and unanimously adopted that is to say “Re¬ 
solved that the name of the Automobile Accessories Companv of Bab 
timore City be and it is hereby changed to the No-Leak-0 Piston Ring 
Company and that the President of said body corporate be and he is 

nn T by dlrected to si S n and acknowledge in the name 

and on behaif of the corporation with the corporate seal attached at- 
, . y ^ e Secretary a certificate of Articles of amendment pre¬ 
pared in appropriate form and verified under oath by the Secretarv 
of the meeting of the stockholders for the purpose of changing it's 
name to the No-Leak O-Piston Ring Company. In Witness 
iu whereof said body corporate has caused these articles of 
k u ir a P 1 ® nd ment to be signed and acknowledged in the name and 
behalf of the corporation by the President with its corporate seal at¬ 
tached attested by the Secretary and the matters and facts set forth 
in said articles of amendment verified under oath by the Secretarv 

of the meeting of the stockholders at which such amendment was 
Adopted. • 


[Seal the Automobile Accessories Co. of Baltimore City. In¬ 
corporated 1914.] 

THE AUTOMOBILE ACCESSORIES COM¬ 
PANY OF BALTIMORE CITY, 

By JOHN E. NORWOOD, 

President. 

M. S. WEBER, 

Secretary. . ; - 
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State of Maryland, 

Baltimore City, To wit: 

I hereby certify that on this 31st day of December in the year 
^ 11 ^®^ een hundred and eighteen before me the subscriber a Notary 
Public of the State of Maryland in and for Baltimore City aforesaid 
personally appeared John E. Norwood President of The Automobile 
Accessories Company of Baltimore City whose corporate name has 
been and is hereby changed to The No-Leak O-Piston Ring Com¬ 
pany and acknowledged the foregoing Articles of Amendment of 
Certificate of Incorporation to be the act and deed of the said the Au¬ 
tomobile Accessories Company of Baltimore City and at the same 
time also personally appeared before me M. S. Weber Secretary of 
t e meeting of the stockholders of the Automobile Accessories (3om- 
pany of Baltimore City at which the aforegoing Amendment of Cer¬ 
tificate of Incorporation was adopted and made oath in due form of 
law that the matters and facts set forth in the aforegoing Articles of 
Amendment of Certificate of Incorporation are true. 

II Witness my hand and notarial seal. 

[Seal Carry Drake, Notary Public, Baltimore.] 

CARRY L. DRAKE, 

Notary Public. 

State Tax Commission of Maryland. 

Amendment to charter of The Automobile Accessories Company of 
Baltimore City changing its name to the No-Leak 0 Piston Ring 
Company approved as in conformity with law and received for rec- 
fdbythe State Tax Commission on the 31st day of December 1918 
12.30 P. M. and recorded in Liber No. 15 folio 664 one of the Charter 
Records of the Commission. 

OSCAR LESER, 

O. P. GORMAN, Jr., 

Commissioners. 

Transmited to Secretary of State 6th day of Jan. 1919. 

To the Clerk of the Superior Court of Baltimore City: 

The attached paper is a true copy of the amendment to the charter 
of the Automobile Accessories Company of Baltimore City changing 
its name to The No-Leak 0 Piston Ring Company filed and the en¬ 
dorsements thereon are correctly set forth above. 

In Testimony whereof I have affixed the seal of the State Tax 
Commission of Maryland this 8th day of Jan., 1919. 

[Seal State Tax Commission of Maryland.] 

STATE TAX COMMISSION OF 
MARYLAND. 

C. C. WALLACE, Secretary. 




8 NO-LEAK-O PISTON RING CO. VS. GEORGE H. CHANDLER. 

^ a ^ r ^smitted to the Clerk of the above named Court 8 th 
aay ot Jan., 1919. 

Reed, for record Jan. 8 th 1919, 3.45 o’clock P. M. 
bame day recorded & exd. per Stephen C. Little, Clerk. 

Liber ?s re r y T Ce fi 8 f f r hat QQi he f foregoing I s a true c °Py <aken from 
more City L 68 f ° *° 331 &C ' ° ne ° f the charter records of Balti- 

tKi n « TeStlm °o y "hereof I hereto set my hand and affix the seal of 
I 17 A D r 'l921 OUrt ° f Ba tlmore Ci 'y on this th e 1st day of Febru- 

f 8EAL ] STEPHEN C. LITTLE, 

Clerk of the Superior Court of Baltimore City . 

Affidavit of Myra S. Weber. 

Filed February 4 , 1921. 


City of Baltimore, 

State of Maryland, ss: 

t- M n?t S ' ^eber, being duly sworn says that she is the secretary of 
the No-Leak-0 Piston Ring Company, a corporation of Maryland, 
having its principal place of business at 824 West North Avenue, 
City of Baltimore, State of Maryland; and that she has been the 
secretary of this company under its present name and under the 
name of the Automobile Accessories Company ever since Nov. 1915 • 
that for several davs around the 16th day of December, 1920 at the 
request of Mr. John E. Norwood, president of the aforesaid com¬ 
pany she examined the files and papers of this company for the pur¬ 
pose of locating such memoranda and written contracts as might 
exist relating to the subject of an agreement between Mr. John E 
Norwood, or the No-Leak-0 Piston Ring Company or the Automo¬ 
bile Accessories Company and George H. Chandlee, the defendant 
herein, that she did not at that time succeed in locating any writ¬ 
ten contract, that she considered her search complete, that she was 
instructed by Mr Norwood to make it as complete as possible; since 
that time particularly about the 31st day of January, Mr. Norwood 
explained to the affiant that it was very important indeed that she 
should locate memoranda showing payment by him for a patent 
interference conducted by Mr. Chandlee in the latter part of 1915- 
that m making her search it occurred to her to examine the contents 

14 °L an , old d ? k in ^ e No-Leak-0 Piston Ring Company’s 

14 office, formerly used by Mr. John E. Norwood, the president 

• iL- j the company, but not used by him for some vears; that 

iqia 4 i k oi^ e - f °V D j• a hx i nd]e of Papers relating to transactions in 
iy 14 ™ 1915 including the copy of contract, plaintiff’s Exhibit B 
copy of letter, plaintiff’s Exhibit E and pencil memoranda, plain- 
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P ; that thls desk has been under her observation ever 
ance she has been connected with this company and to the hp<?t nf 

her knowledge and belief had not been disturbed^ Several yeU 

MYRA S. WEBER. 

of & Fe“y d i921 SW ° rn *° befoie me ’ a Notar y P " hUc > this 3rd day 

t 8EAL -] ZELLA KUHN, 

Notary Public. 

Affidavit of John E. Norwood. 

Filed February 4, 1921. 


District op Columbia, 

City of Washington, ss: 

John E Norwood, being duly sworn says that he is president of 
the plaintiff corporation, No-Leak-0 Piston Ring Company a cor- 
f h °“ of Maryland; that this Company was formerly known as 
the-Automobile Accessories Company and that the name of this 
corporation was changed to No-Leak-0 Piston Ring Comptov on or 

a , b °ti J u Ual 7 8t j’ 1919; that he has been president and pHndpal 
stockholder of said corporation ever since it was organized,folding 

at least 90% of the stock in said corporation; that he is the inventor 

and applicant in application for United States patent relating to a 

grooved piston ring No 825,653, filed March 18, 1914; that *dd 

application was involved in an interference No. 38,384, Chandlee 

vs. Norwood vs. Rittenhause; that George H. Chandlee, the defend 

Ch* r^ SO rif nd a i tha , t tlme was a member of the firm of 
Chandlee & Chandlee, affiants attorneys, in connection with the 

said application pd that George H. Chandlee had particular charge 

of the said application filed by the affiant; that the application of 

George H . Chandlee No. 41,308 involved in said fnSrence wa« 

tlT USe Chand ee i f No 1 rwood ’ s attorney, had convinced him 
that certain experimental work carried on by Norwood and Chand- 

leeeonstituted Chandlee, the earliest inventor of the subject matter 

of the claims in interference so that Chandlee’s application stood 

ifi L=!* tter , cha , nce of 'y in r in g the interference than did 
lb. Norwoods application and this application was filed pur- 

suant to an agreement that affiant should pay for the con- 

fver ™*ent th , e de f endant Chandlee and that what- 

ever patent issued m this application was to be the property of the 

affiant or affiant s business organization, which is the plaintiff herein 
on the pavment by the affiant to the defendant Chandlee of a cer¬ 
tain named consideration payable after the patent should issue • that 
the affiant is the plaintiff in a suit for specific performance now 

Stanton J V hlS court a F ainst tbis same defendant relating to sub¬ 
stantially the same subject matter in which the affiant set up an • 

2—3829a - 
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spss^Asssa a 

oo j,Er’ the , ! etter from Norwood to Chandlee dated r..n« 
22nd, 1915 quoted in Norwood’s affidavit in the previous suit w«! 

i?Mte n i[th e e C< time°of^uch an agreement that the affiant was able to 

particularlv on theSI n £ the P T rev,ous but since that time and 
pumcuiari} on the 61st day of January 1921, Myra S Wphpr whn 

IS secretary of the No-Leak-0 Piston Ring' Company „1„ 

rt‘ hr ° Ugh r^, papers of the No-Leak-0 Piston Ring Company 

^inSrwfth^his n fitil h r rne ' norandato be used 1, evidence 
in connection with this litigation discovered an original contract 

m writing, plaintiff’s Exhibit B, annexed to the b.ll of comjlaint 

same being bv and between the defendant herein and the No-I eak O 

Piston Ring Company which is the plaintiff in this litigation in 

17 hich defendant agrees to prosecute the -foresaid interfer- 

17 If 

Z No-Leak-O^^ston^Ring clpa^vt 'pXe^ftl ft^th ’ 

cost of the interference being ded&teS M^ThediJS’ at 
discovered among the papers filed with the contract and in charge 
of the secretary of the No-Leak-0 Piston Ring Company a memo! 
randum made by affiant in his own handwriting, dated on the 6th 
.. u < t’ N No and written on the occasion of a conference between 
the affiant and the defendant Chandlee. the letter set un to the 
previous suit having been written on the 22nd of June^and the 

the vef iqT- S ‘T havin . 3 been signed on the 20th of July all in 
^115 showing that the Norwood letter to Chandlee of June 

n< 7- re ^ e . 1 P t which the defendant admits was incident to 
negotiations which culminated in the contract of Julv 20th 1915 

Wbit B o C con efe T d -a iS annexe J d t0 the bill of complaint ’as Ex- 

pected to pay about $75.00 for the prosecution oTthe nS-en^ 
is annexed hereto marked defendant’s Exhibit D • that affiant 
actually pay for the prosecution of the interference in so to a" Ml s 
ere rendered and that he met all expenses so far as they had been 

has U rffrp«h his attention; that in making this statemen/the affiant 
refreshed his memory not only from the memorandum Exhibit 
D and contract Exhibit B, hut in connection with the«e papers h P 
has discovered in the files of the No-Leak-0 Piston Ring Company 
or more particularly the secretary of the No-Leak-0 Piston Ring 

a search at his request as aforesaid, has discov- 

.nd th „’s p,n “ ** “» 

fereLr S y ° U T pheck for $75 00 on account of inter- 

T! 1 I?. mber some t,me back I sent you a check for 
$25.00, this makes $100 all toll toward the interference case.” 
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I? u"k* c 2P y i° f this letter annexe d hereto and marked, plaintiff’s 
Exhibit E, the file copy being retained by affiant ; that while affiant 
at the time of filing the suit of Norwood vs. Chandlee had a general 
recollection of the negotiations and recollected distinctly that there 
was an agreement in existence whereby the No-Leak-0 Piston Ring 
Company was to get the benefit of any Chandlee patent which should 
issue on the. aforesaid application No. 41,308 and had every in¬ 
tention of living up to said agreement, he had in fact overlooked and 
forgotten the existence of the writings, plaintiff’s exhibits B, D and 
h to the extent that he was not certain whether the contract had 
actually been reduced to writing and signed and if so as to whether 
it was still in existence, as affi'ant’s office which was also the office 
°u No-Leak-0 Piston Ring Company was destroyed by fire about 
the 1/th day of October 1917, and that a large number of his records 
were at that time lost or destroyed; that he considered that he had 

ir>on me enter ^ n S i nto the aforesaid litigation about December 
lb, 1920 made a complete search for such papers and that he failed 
to locate them and that he was not satisfied as to whether such 
memoianda existed or as to the exact amount of the consideration 
orthe exact identity of the party of the second part, i. e. as to 
19 whether the contract was drawn in favor of the affiant or the 
No-Leak-0 Piston Ring Company, until the memorandum of 
an agreement, plaintiff’s Exhibit B, was discovered on the morning 
of January 31, 1921; that affiant being uncertain as to the ex¬ 
istence of this subsequent agreement and as to whether he or the 
No-Leak-0 Company appeared as a party of the second part therein, 
did on or about the 16th day of December 1920, pursuant to the 
agreement recited in the letter of June 22nd, make tender to the 
defendant to the amount of $2,000 pursuant to the aforesaid agree¬ 
ment requesting that the defendant make transfer of his patent pur¬ 
suant to his contract which defendant refused to do; that this tender 
of the $2,000 consideration was not made with any reference to any 
change of the agreement but because affiant had forgotten the exact 
amount of the consideration and on account of the loss of memoran- 
dum was not able to refresh his memory; that affiant has since on 
behalf of the No-Leak-0 Piston Ring Company tendered to the 
defendant herein $1,000 pursuant to the contract of July 20, 1915 
requesting the defendant to transfer the patent to the No-Leak-0 
Piston Ring Company, deducting therefrom such charges as may to 
his knowledge have been paid in connection with the prosecution of 
the interference and that defendant has again refused to transfer 
his patent, the same being No. 1,360,498 November 30th, 1920 
issued on application No. 40,318 which is stated to be a continuation 
of application No. 766,801. 

That the defendant has in fact threatened the affiant and the 
No-Leak-0 Piston Ring Company with infringement proceedings 
upon this patent and has also issued circulars offering to sell to the 
trade piston rings which defendant alleges are protected bv 
20 patent No. 1,360,498 and which rings are indistinguishable 
from the rings which are sold by the No-Leak-0 Piston Ring 
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mwhwiJL’ K W ^ IC P t l le a ® ant > s president which rings are made 
under the Norwood reisaue patent No. 14,969. ® 806 

JOHN E. NORWOOD. 

! 92 i SWOrn *° before me - a Notar y PubIic - this 4th day 
*- 8EAL; J CATHARINE M. SMITH, 

Notary Public. 

Plaintiff's Exhibit D. 


Filed February 4, 1921. 
Copy. 


July 6th. 


w V VIA. 

Agreed between Chandlee & Norwood Phanrlion ^ i , 

wi ’ ih Ri ‘“” h, “* 


N. to let his pat. drift. 

Chandlee to assign his application to N Consideration <fci nnn 

i'* 1 * «* «P«— of I»lSS ZS'“ lh , 

Balance to be paid weekly not less than $10 per week—1 V 
will be deducted for each week paid in advance unV™ 
sweets hat ,s to say 10 weeks ^advance™ , UP * 5 ° $100 

. 10 


20 weeks in adv. 
Less 20% . 


50 weeks in advance 
50% . 


$200 

40 

160 

500 

250 
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Plaintiff's Exhibit E. 
Filed February 4, 1921. 
Copy. 


if « yt m .. bCC, 1st, 191b. 

Mr. Geo. H. Chandlee, 

% Chandlee & Chandlee, 

920 F Street N. W., 

Washington, D. C. 

Dear Sir: 

I am enclosing you check for $75,00 on account of interference. 
You will remember sometime back I sent you a check for $25.00, 
this makes $100.00 all toll towards the interference case 

We are sending you herewith copies in part of some letters we 
have just run across in looking up the case. If you would like the 
originals and copies we have, advise and we will forward them or 
bring them over. We are sending you the original of Dr. Wylev’s 
® tt 5‘° us , WIth reference to rings he ordered for his motor some time 
in September. You will note what he has to say about them 

nJ h r e K nte a had 8 *f k with Dr - over the ’Phone and he says 
XJ f h owed l sa ; n .P' e n ng to him some time in the Summer and 
talked to him about it frequently, at which time he said he would try 
some of our rings in his worst cylinder, when he took the motor down. 
He further says that he took the motor down the latter part of 
September and put the rings in. The Dr. also remembers the 
writer working on an old car in his garage. This is the car that 

June oMOl'a ' ^ IS * nngS in ’ whic h was in the month of May or 

We find on our day book that the first shipment of rings 
22 was made September 25th, to F. B. King, Wakefield, Mai. 

will n Z h % T1DS9 W6re , 4 ,nches , ln diameter, % inches wide. You 
will note the copy of invoice herewith enclosed, which savs six 

Since telephoning you this morning, I have talked with Dr 

K i( “ d he s ?y s he will try to make it suit to come over with 
the writer any day next week that you may select, therefore if you 

riahf ff r n an . 8ements *° t, ake Dr - Wyley’s testimony the first’day^l- 
nght, if not arrange it the second day so that he can come over with 
me as he prefers to do this, being a" stranger in Washington 

nri^w^n ° V T- y° ur T letter of ‘he 30th, I believe I have everything 
pretty well m line. I am now waiting for your dates. ^ g 

Yours very truly, 




0-LEAK-O pi ®ton RING CO. 


vs. GEORGE H. CHANDLEE. 


Answer to Bill. 

Piled May 16, 1921. 

Th * ***** 

defendant to a bill of com 
Columbia, by theV^tO p of the District of 

and the rule issued against him in th^fb C ° mpan y> complainant, 
court, to show cause, if any he can on t),°' ^ m’* P en ding in said 
1921, at 10 A. M., why a writ ofh.inn^® U £ b & of February 
joining and restraining said defendant fr!?" should not issue, en 
posing of any interest in TTniwi q* ^ant from encumbering or di« 

®ued to him on November 30 $£? y^T N ,°' *>360,498, whth 

May 16th, 1921. d °’ 1920 > wh,c h rule was continued to 

ceptions^to^Th^gaid^ilfof ^ompIaint e *f benefit of a!I J ust ex- 
much thereof, as he is advise^fcV ' answer thereto, or to so 
answers and says: at 14 13 material he should answer, 

pi ^ ji that on March 18 1914 tu « 

Chandlee prepared and filed on behalf!?’ tl® fi £ m XT of Chand lee & 
dent of the plaintiff an ormUoof e , * °* John E. Norwood Presi- 

ID n h r U T ited Stetes ’ Patent Office.* 1 ^ patent ’ Num bered 825,653, 

firm of^fndke AChandlee Vu^heT “ff n’” a 8 mem ber of the 
personal or exclusive charge’of eitW P ?b' fica y denies that he had 
plication or of the condur/thoL f - the preparation of said #n. 
was then or ever has been thf^f ,n ,be Pa ‘ent Office; orffiat he 
contrary he is and has been the ^*4“^ ? Uf on 

since his acquaintance with the nlaiftiff 7 de j’ lc f 3 before a «d 
24 inventor of a certain piston tint whf 5’* that he » the 

wood, President of plaintiff ffi g ’tll h h t Start ? d John E - Nor- 
freely admitted by nlaintiff of!? 1 “ ,•! P Iston nng business as 
tract for the manX^nd' Xoltt ^ 1 '•oyaltv con! 
between himself and John E Norwofj h p “"-j nng was e "tered into 

tiff to d if y g laintiff >' which was before d th^diS* ° f pI ^ intiff > as ad- 
tiff to the defendant or the firm of r-h? j? l 03 ^ b y the plain- 

lmprovements whatsoever in Dfaton rini * Chandlee, of any 

S 1 ? n nd Plaintiff mar!u??cture?of l e an i being thus ‘he 
fendant alleges that subsequent to tb? fir f th e , sai d rings; and de- 

plication No. 825,653 and before „„ fi m g of the said Norwood an- 

revoked the power of’ attorney thereof ^rosecution of it, said Norwood 

lee & Chandlee, and Norwood nor ef °te. re g lv en the firm of Chand 

conduct of the said application inX p y / h f?fX ter - und ertook the' 

abandonment by him of the issue of th? 6 -” 4 , °? cc ’ until after the 

claZZ f ub v Sequent ly Evolved and ^ thf €r t erenCe i ? which * 

clrnmed to be, and in fact then was and - t m , e said Norwood 
practice in the Patent Office and rfaim J ? T ,s ’ fam iliar with the 
then know and now knows all nKm,« ‘° hnow and in fact did 
patent procedure. 8 M about patenta > Patent applications and 
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fioF^ ndan u furthe , r ^ mits that Norwood’s said application No. 
8J&,b53, subsequently became involved in interference with the ap¬ 
plication of one Rittenhouse No. 808,536, whose application was filed 
prior to that of Norwood, on to-wit: December 24, 1913. Said in- 
terference being Number 38,384. 

Defendant further admits that there was pending in said Patent 
Office at that time, an application of this defendant, for a 
25 patent relating to piston rings, said application having been 

of 10, 191 J 3 ^ em g a date P ri or to the said applications 

ot both Rittenhouse and Norwood and bearing Serial No 766 801 
but defendant specifically denies that his said application No. 766- 
801, contained subject matter in common with the aforesaid applica¬ 
tions of Rittenhouse and Norwood, which were involved in sard in- 
er erence proceedings; the object of which interference proceedings 
was to enable the Patent Office to determine the right of priority of 

dpfpn^n?^ 1 ^ thereto; but it is admitted that the disclosures in 
defendant s said application were not sufficient to serve as a basis 
for the claims which defined the issue of the interference. 

766 8nT d fi?L f M ther io d ^mo that hi c Said ori S inal application No. 
766,801, filed May 10, 1913, as aforesaid, was the subject of a 

M«nnfo ^ greeme ^ t between him and the Automobile & Accessories 

Manufacturing Company, but he is unable to state whether or not 

the copy attached to complainant’s bill marked Exhibit “A” is a 

true copy, for the reason that his own copy of the said rovaltv a^rpp 

ment, was filed in the United States Patent Office, i hT^ExMbft^ 

the interference proceedings, Chandlee vs. Norwood vs. Rittenhouse 

and was removed from the Patent Office files in said interference 

Tit ^ orwo ? d > without the permission of the de¬ 
fendant and without the knowledge of the defendant; the said roy¬ 
alty agreement being now in the possession of the said John E Nor¬ 
wood as freely admitted by him in the presence of witnis^' and 
which copy of the said royalty agreement the said John E. Norwood 
has refused to deliver to the defendant and still refuses to 

rtie* defendant** mS1S ‘ ent demands made Up0n him b y 

alleges tbat John E - Norwood, President of the plain¬ 
tiff, admitted on cross examination when testifying as a witness in 

^. s ? ld “terference proceedings, in answer to question No 176 
t la | he was due the defendant the sum of $800 00 in royalties’ 

SL Aa^lioroo 7 a ~?V nd tba ‘ b e had pL'helrfS 

ant less than $100.00 on account of same; that he had refused to nav 
any further sums on account of said royalties, which he admitted 
to be due the defendant from him, and defendant says that no part 
of -aid sum of money has been paid by said Norwood or by any 
one for him to said defendant and that the said money is still due 
h nd D 0 ,r"fJ° and tbat by —on of the refusal aL falSre "? 

ifa totstime P abandoner a eS ’ r ° yalty a S reement b 7 

Defendant further alleges that although the said rnvolt,, 
ment which the plaintiff claims has become abandoned and which 
y ts terms has become abandoned by reason of the failure and 
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refusal of the plaintiff to pay to the defendant the royalties due 
thereunder, yet the defendant says, that in making the said royalty 
agreement with the plaintiff he disclosed certain Valuable ideas to 
the said Norwood concerning piston rings and delivered to him at 
the tune of the making of said royalty agreement the good wiH 
of the piston ring business which he owned and was his^excluaivo 
property, and the plaintiff has upon frequent occasions admitted 
in the presence of witnesses and by letter, that the ideas ^ re 
cened by him from the defendant started the Automobile & Ae- 
cessones Manufacturing Company in the piston ring busi- 
Stiff formed the basis of the present business of the 
plaintiff for which the defendant has received no comnensa 

that IhTsai/ nlain/ ff ” flW ?, any0n< i for il > and defendant says 
tnat the said plaintiff is greatly and largely indebted to him m 

great sums of money on an implied contract to pay a fair and rea- 

sonable value for that which he received, which the defendant hn« 

demanded of the plaintiff and which the plaintiff refuses ?o nay 

to do 3 *' refUSeS t0 Pay S8ld defendant although often requested Z 

d ? nies his “id application No. 766,801, was ever 
abandoned bv him, or that he ever so advised Norwood or the 
Automobile & Accessories Manufacturing Company that he had 
abandoned said application or would abandon U; but on the com 

hlTappltoatS 1 No n 766 U 8<n ^ £?• time of ibs filin g> Prosecuted 

sttV h p e t "TOffi 6d * 0 him November e 3o! n i92 W 0, t by S 1he ffi 

° n ° riginal ^ H ' ati0n - ^ 


.W Tu *” 8 ‘, he Se ^ nd P ara g ra ph of said bill defendant admits 
that while said interference proceedings were pending, there was 

originateda n<1 consunnna ted an understanding between complain- 
ant and himself, to the effect, that he should file a new application 
for Letters Patent, disclosing therein subject matter from his earlier 
application No. 766,801, filed May 10, 1913, which new application 
s ould also contain an additional disclosure not shown in his 
earlier application, but which additional disclosure had been 

Dlainant’fill / 0 eom P laln anl .in April 1913, prior to the time com- 
f‘“ nan j fi rst commenced the manufacture of piston rings under 

J 0 ' va !*. v contract, predicated upon the subject matter of 
A?ii dantS aa’f,ar’g'nal. application No. 766,801, which additional 
sclosure, would make it possible to present as the sole claims of 

tbl i J"' a r r lli Ca -'°. n c ab ° Ut t0 be med - the ‘wo claims constituting 
’ b ®,‘p u f, of , the interference proceedings between Norwood and the 
said Rittenhousc, and if the interference proceedings were won 
by the defendant Chandlee, and a patent should thereafter issue 
on the two claims of the interference to be presented as the 
onlv claims of the said application, such patent asked for on said 
o particular claims, should pass to complainant by subsequent i 
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assignment for a consideration, the defendant having advised com¬ 
plainant that in this way the said interference could be most easilv 
won on behalf of complainant. J 

Defendant further admits that it was the understanding between 
complainant and himself that the said interference proceedings 
should be prosecuted by the firm of Chandlee & Chandlee, at the ex¬ 
pense of the complainant, who was to pay said firm for its services 
in prosecuting said interference, hut defendant denies that there was 
any agreement or understanding to the effect, that the said applica- 
tion to be filed by the defendant, was to be prosecuted by said firm 
at the expense of complainant, or that complainant should be the 
owner of any patent which might be issued on said new application 
m the event said interference proceedings should fail, but defend- 
ant says that complainant was only interested in the two 
claims, constituting the issue of the interference, which were 
the only claims in the Norwood application and which were 

t 1 in . the defenda nt’s application when filed by him 

July 16, 1915, bearing Serial Number 40,318, and complainant was 
not interested in any patent that might thereafter issue on any in- 
yention disclosed in defendant’s earlier application, filed May 10 
1913, and bearing Serial Number 766,801, in the event said inter¬ 
ference proceedings should fail, and the new application should 
after such failure of the interference, be further prosecuted bv the 
defendant; but on the contrary, that the said John E. Norwood at 
all times attempted to discourage the defendant in his, the defend¬ 
ant s convictions of the patentability of any subject matter of de- 
fendant s said earlier application, filed May 10, 1913, Serial Num- 

j 'uirr’i. . ln! j lsted at divers times and places, and as freely 
admitted by him in his action in Equity, entitled John E. Norwood 
vs George H Chandlee, No. 38,532; that defendant’s earlier appli¬ 
cation, filed May 10, 1913, Serial Number 766,801, contained noth- 
mg of a patentable nature. 

Defendant further denies that said new application for a patent 
was m fact prepared, filed or prosecuted at any time at the expense 
of complainant, but on the contrary, the said application was pre- 
"led and prosecuted at all times at his own expense and that 
all Government fees were paid by him, and defendant says, that 
tfr®. services of the firm of Chandlee & Chandlee, which com¬ 
plainant has paid for, were those rendered by the said firm, in theii 
endeavors to wm in said interference proceedings in behalf of Nor¬ 
wood, the two claims constituting the issue of the interference. 

which claims were afterwards abandoned by both complain- 
dU ant and defendant; which two claims were the only claims 
ever presented by the defendant, that were for the ring 
made and sold by the complainant at the time of filing defendant’? 
application, Serial No. 40,318, on July 16, 1915, and at the time 
of the agreement with respect to the said application. 

a admits that he executed the written agreement, 

dated July 20 1915 a copy of which is attached to the bill of com¬ 
plaint, marked Exhibit “B ” 

3—3829a 
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him on D ?nIV* adm , ll f that saidnew application was filed by 
nim on July 16, 1915, and became Serial No. 40318. ,y 

III. 

Amnli nt A a f mitS that cam P lainant is the same corporation as the 
Automobile & Accessories Company, the name having been changed. 

IV. 

admit8 that th ? , said interference proceedings, known 
as No. 38384 was prosecuted by the firm of Chandlee & Chandlee, 
as attorneys for the defendant, and that John E. Norwood testified 

.h J hi ! f ° f * he Chandle , e application. Defendant further admits 
that judgment was entered in said interference against the Norwood 

PhanrH* 10 "’ t lat tlle interference between the defendant 
a 'i d i R f tten ‘ 0USe i was dissolved and said interference pro- 
ceedings failed of any result, either to him or said Norwood and that 

V*® ®‘? nstl ‘ utln ? ‘ he issue of said interference were aban 

doned by both himself and Norwood. 

Defendant further admits that the application of Norwood 
61 was permitted to become abandoned after the dissolution of 
said interference proceedings, and alleges that the reason for 
such abandonment was, that the application failed to disclose patent- 
able subject matter in view of the prior art as determined by the 
condusions of the Law Examiner and the Primary Examiner of the 
United States Patent Office, but specifically denies that such aban 
donment occurred without Norwood’s knowledge, or for failure on 
the part of Norwood s attorneys, to-wit, the firm of Chandlee & 
Chandlee to prosecute the same, but on the other hand, alleges that 
complainant was fully cognizant of and acquiesced in, and was aware 
j"! e necessity for such abandonment as aforesaid; and defendant 
further alleges, that the firm of Chandlee & Chandlee, who had charge 
of the prosecution of the aforesaid application of the complainant 
only subsequent to such interference proceedings, was definitely and 
specifically instructed by the plaintiff, to take no further action in 
reference to said application and to abandon the same • 

Defendant further admits that after the failure of the said inter¬ 
ference, and the abandonment of the contract of July 20 1915 bv 
both the complainant and defendant, hereinafter more particularly 
referred to, defendant amended his new application Serial No. 40318 
hied July 16, 191o, at his own expense, for his own benefit and in 
his own behalf, by cancelling from it and abandoning the two claims 
constituting the issue of the said interference, which asked for the* 
grant to him of a patent covering only the said additional disclosure 
which was the ring the plaintiff was then making, and bv substituting 
different claims supported by a new oath in which he asked 
6z tor a patent only on the different subject matter of his said 

Tfift Sfn ear ie ^ a P P .l! Ca - i J 0n V filed f of Mav 10 > 1913 > Serial No. 
766 801, so that the identity of the new application as a separate 

application for a patent on the issue of the interference, ceased and 
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determined and it then became the continuation of his said earlier 
application and in identification whereof, took the filing date of 
his said earlier application, to-wit: May 10, 1913, for every purpose. 

.Defendant further admits that certain of the claims contained in, 
said original application No. 766,801, filed May 10, 1913, and in 
sand continuation thereof aforesaid, were rejected from time to time 
e “ xal ?J n er, but that on appeal to the Board of Examiners in 
j ^ 1S sa ^ d claims were finally allowed, and that during the 
pendency of said appeal the Board of Examiners in Chief, on de¬ 
fendant s representation to this effect, held that this second applica¬ 
tion of defendant, dated July 16, 1915, had by reason of the amend¬ 
ments and the execution of the new oath aforesaid, become a contin¬ 
ue 0 * 1 of said Chandlee’s earlier application filed May 10, 1913, 
herial ^o 766,801 to which the royalty agreement, complainant’s 
.bxnibit A related, and that under date of November 30, 1920 a 
patent was finally granted and issued to the defendant, the same 
being numbered 1,360,498, which patent recites, that it is issued on 
application No. 40318, the same being then a continuation of original 
application No. 766,801. 

And defendant says, that complainant and John E. Norwood its 
rresident, well knew during all the five years that elapsed between 
the filing of the second application Serial No. 40318, on July 16, 

qo , and dn£d lssue a P atent in November 1920; that 
66 after the failure and dissolution of said interference proceed¬ 
ings hereinbefore referred to, the defendant had amended and 
was continuing the prosecution of said second application No. 40318 
as a continuation of his first application and notwithstanding his 
knowledge, the said complainant and John E. Norwood its President 
made no offer to pay any part of the expenses of said prosecution 
during said five years and asserted no title to said second applica¬ 
tion or to any patent that might issue or be granted to the defendant 
under any of his said applications. And defendant denies that 
complainant has up to the present time ever tendered him the ex¬ 
penses incurred in said prosecution, or any sum or sums stipulated 
to be paid by said contract Exhibit “B” attached to his bill of com¬ 
plaint, and dated July 20, 1915, but complainant has ever since the 
failure of said interference proceedings, hereinbefore referred to, and 
the abandonment of the claims constituting the issue thereof, treated 
the said agreement of July 20, 1915, as abandoned, as will be here¬ 
inafter further shown in this answer. 

V. 

nu De ^ ndant adl ? its that complainant paid the firm of Chandlee & 
Chandlee from time to time for services rendered by them in the 
said interference proceedings, but defendant denies that complain¬ 
ant or any one for it, has ever paid or offered to pay for any services 
rendered by said firm of Chandlee & Chandlee, in the prosecution 
of defendant’s application for patent, No. 40318, filed July 16, 1915 
or any of his applications at any time whatsoever, nor any Govern- 
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ment fee whatsoever: nor was there any agreement that plain- 
34 tiff should so pay, in that defendant's said application for 
patent was initially the absolute property of defendant and 
remained so at all times, the plaintiff having only a contingent right 
to the two claims constituting the issue of the interference, if indeed 
any rights at all: which contingency failed to arise or mature by 
refusal on the part of the Law r Examiner and the Primary Examiner 
to grant the patent therein asked for; and defendant denies that 
complainant has offered to pay or tendered the defendant the amounts 
stipulated in the said contract of July 20, 1915, at the times recited 
and set forth by the terms of the said agreement or at any time or 
times. 


VI. 

Defendant has no knowledge as to whether complainant has de¬ 
veloped a large and profitable business in piston rings, or that com¬ 
plainant's rings are of an improved type as compared to the dis¬ 
closure of the Chandlee patent, or whether they are patented in Nor¬ 
wood's Re-issue Patent No. 14,969, or whether these rings are manu¬ 
factured for complainant by the Piston Ring Company of Muskegon, 
Michigan, on contract with the company, and he asks that com¬ 
plainant be required to prove the said allegations. 

Defendant admits that he notified the Piston Ring Company of 
Muskegon, Michigan, during the month of November 1920, that a 
patent was about to issue to him, but denies that he advised the said 
Piston Ring Company, that the said patent to be issued, was to issue 
in pursuance of application No. 40,318, filed July 16, 1915, but on 
the contrary he alleges that he informed the said company, 
35 that the patent about to issue to him, was in pursuance of an 
application filed by him in 1913. 

Defendant further admits that in conversation with the officers of 
the said piston ring company of Muskegon, Michigan, he discussed 
w r ith the said company, at their invitation, the manufacture of rings 
for him under his said patent then about to issue to him, but denies 
that he suggested to them that they manufacture rings for him like, 
or substantially like the rings manufactured in accordance with 
complainant’s Re-issue Patent No. 14,969, under which patent all 
of his rings are made, and he denies that he suggested that said 
piston ring company should discontinue its business with complain¬ 
ant company or that he sought to secure any good will built up by 
the complainant on its rings. 

VII. 

Defendant admits that he has refused and still refuses to transfer 
his said patent No. 1,360,498, issued to him November 30. 1920, by 
the United States Patent Office, to the complainant, and admits that 
he has conducted certain negotiations relative to the sale of said 
patent and the granting of licenses thereunder, as will more fully 
appear hereinafter in this answer. 
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vm. 

Defendant for a farther answer to complainant’s bill, alleges that 
complainant is not entitled to the relief prayed for, or any relief in 
said premises, for that as soon as complainant learned that a patent 
was about to issue to defendant under his said original application 
oa ^ ec L 1,P> 1913 as subsequently continued by amendment 
ob of the application of July 16, 1915, as aforesaid, it attempted 
to destroy said patent and prevent the issue thereof to the de¬ 
fendant by filing in the patent office at Washington, Public Use Pro¬ 
ceedings supported by affidavits of the said John E. Norwood and 
others, in which petition for said Public Use Proceedings, the said 
Norwood among other things alleges “That the issue of such a pat- 
ent even though the patent be invalid, as the petitioner believes it 
will be, will have a most detrimental effect on the petitioner’s piston 
ring business, and as the petitioner has definite knowledge that 
such rings were in public use more than two years prior to the filing 
of the Chandlee application, so that Chandlee is not in fact entitled 
to a patent, he hereby protests against the issue of such prospective 
patent, and requests that Public Use Proceedings be instituted, in 
order that the Patent Office may examine witnesses offered by him 
and determine whether the applicant is in fact entitled to such a 
patent.” 

Defendant alleges that said Public Use Proceedings were prose¬ 
cuted to a final hearing and decision and complainant did everything 
in his power to destroy said patent. A copy of said Public Use Pro¬ 
ceedings and petition and accompanying affidavits and sketches filed 
with the same, and filed herewith, marked Exhibit “A” and are^ 
asked to be read in connection herewith. 

Defendant further says that complainant was not apparently con¬ 
tent and satisfied with the decision of the Patent Office in the matter 
of said Public Use Proceedings and he therefore filed in said Patent 
Office a second petition asking for a re-consideration of the 
37 findings and decision of the Board of Examiners in Chief for 

• • . •.. . ~,, . °rth, a copy of said re-considera¬ 

tion petition is filed herewith and made a part of this answer, marked 
Exhibit “B,” and asked to be read in connection herewith. Where¬ 
fore, defendant says, that said complainant having with full knowl¬ 
edge of all the facts attempted to interfere with and prevent the is¬ 
suance of the said patent to defendant, is estopped from claiming the 
same under the said contract of July 20, 1915, and complainant does 
not come into court with clean hands. 

Defendant denies that he ever at any time refused to perform his 
contract of July 20, 1915, but on the other hand alleges that he did 
perform said contract in letter and spirit, so long as the same existed, 
but that after the dissolution of the interference proceedings the said 
contract ceased and determined and became null and void. 


IX. 

Further answering said bill of complaint, defendant says that com¬ 
plainant is not entitled to the assistance of a court of equity in the 
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premises, for that during the entire period from September 29, 1916 
when there was abandoned the claims constituting the issue of the 
interference until the final issue of the patent in November 1920 
complainant made no claims under the said contract of July 20 
1915, paid no part of the expense of the continued prosecution of 
said application or even offered to pay any part of said expenses or 
asserted any right of title to said patent to issue thereon, but upon 
the contrary the said Norwood president of the plaintiff 
^ opened negotiations with the defendant through an attorney 
then in his employ for the purchase of said patent to issue 
on said application, some time in the month of October 1919* that 
said representative of said Norwood called upon him at his office in 
the City of Washington, D. C., and discussed the matter of piston 
rings with him until late in the evening and discussed the pending 
application No. 40,318, which was then a continuation of P his de^ 
endants earlier application, the same having theretofore been 
amended as aforesaid and said representative stated to the defendant 
that it was possible that complainant would wish to purchase the 
said application m the event it would support claims desired by com¬ 
plainant, that defendant gave said representative of complainant a 
power to inspect said application for such purposes as he mav desire 
and that said representative made such inspection of said application 
that after the said examination of the said application by said repre¬ 
sentative, defendant informed him that the case would come up for 
appeal on a given date and time, and said representative replied that 
m the event of purchase by Norwood he would like to assist in con¬ 
ducting the appeal, and that he would advise with the defendant 
prior to the date fixed for the appeal, as will more fully appear bv a 

1 m e n fr 0 r m <¥ endant addressed to John E. Norwood on October 22 
1919, informing the said Norwood of the said conversatidn with his 
representative, a copy of which letter is marked Exhibit “C ” filed 
herewith and asked to be read in connection herewith; that on Octo-- 
Norwood replied to said letter a copy of which reply is 
filed herewith marked Exhibit “D,” and asked to be read in con- 
on action herewith, the original of which being in court ready 
J9 to be produced; that on October 22, 1919, the defendant ad- 
dressed a letter to Messrs. Steuart & Steuart, Maryland Trust 
Building, Baltimore Maryland, advising among other things, that 
he had not heard from the representative of complainant, who was a 
member of said firm of Steuart & Steuart, who promised to advise him 
, e . decision of the said Norwood in the matter of the purchase on 
behalf of and by said Norwood of his said application, but so far he 
defendant had not heard from him, a copy of said letter is filed here- 
with marked Exhibit ‘ E” and asked to be read in connection here¬ 
with; that on October 24, 1919, Edwin F. Samuels, the said repre¬ 
sentative who called upon the defendant with a view of purchasing 
the sam application and patent to issue thereon, addressed a letter 
to the firm of Chandlee & Chandlee, 932 F Street Northwest Wash- 
mgton, D. C., in answer to defendant’s letter of October 22 1919 
addressed to Messrs. Steuart & Steuart., Baltimore, Md. advising 
among other things, that he had not gotten in touch with Norwood 
or been able to get his authority to further inspect the file and case 
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until that day, etc., and stated in manuscript postscript “This is 
dependent upon further negotiations” a copy of which letter is filed 
herewith, marked Exhibit “F,” and asked to be read in connection 
herewith, the original of said letter is in court ready to be produced • 
and that on or about the same time that the plaintiff was con¬ 
duction said negotiations of purchases above set forth, the said John 
t. Norwood filed in the Patent Office a petition for the revival of his 
swd abandoned application No. 825,653, and in support of his peti¬ 
tion filed in the United States Patent Office an affidavit in which he 
made oath that among other things “the defendant Chandlee 
40 was at that time prosecuting the said Chandlee application for 
• . P a ^nt, tor Chandlee’s own benefit and interests and against 
the interest of the said Norwood, etc.,” a copy of said affidavit when 

»n!i al ^ ed i, h . r ^ U ? h i. th a^ gula , r legal channels will be filed herewith 
and marked Exhibit G and asked to be read in connection herewith 
and as a part of this answer. 

Defendant therefore further says, that the complainant had long 
since abandoned the said written agreement of July 20, 1915, having 
recognized that the said contract referred solely to the claims con¬ 
stituting the issue of the interference, and that upon and after the 
dissolution of said interference hereinbefore referred to the said con¬ 
tract terminated, and became null and void; that complainant was 
well aware that the contract-did not cover or even faintly refer to 
any claims shown in the original application of which the second 
application had then become a continuation, Second, the negotiations 
in October 1919 for the purchase of the continuing application as 
shown by said letters above mentioned, Third, the admission as 
shown by the Public Use Proceedings; 

Fourth, the affidavit of said Norwood in his petition to revive his 
said application No. 825,653; 

Fifth his original bill of complaint in which he recited the con- 
elusion that he had made in his letters in the early part of 1915 
that he Norwood was convinced that defendant’s original application 
contained nothing of a patentable nature; that relying upon the fact 
that said contract had ceased and determined after the dissolution 
ot the said interference and that the same was then void, the de- 
fendant by amendment of said application and by filing a 
supplemental oath as aforesaid in the patent office, caused his 
said second application to merge with and become a part and 
P^cel of ^is original application filed May 10, 1913, Serial No. 
7bb,o01, which he would not have done but for the foregoing facts 
above set forth, being the actions and conduct of the complainant. 

herefore defendant says that complainant, after its abandonment 
of said written agreement of July 20, 1915, acquiesced in the acts of 
the defendant in amending his said application by cancelling out of 
said application the two claims constituting the issue of the inter¬ 
ference and substituting instead new and different subject matter 
and the prosecution by the defendant of his said application in his 
own behalf and for his. own benefit, at his own costs and expense, 
ol all of which facts the complainant was aware and stood by with¬ 
out making any claim to said patent or offering to pay any part of 
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the C0I ?P lainant 0P en ed negotiations and carried on 

October 19lV thn P t U fflT Se °f Said c ° ntinuin g application as late as 
summate then, i f to .<; om P?te said negotiation and con- 

filed ifthe p^ent Off; 16 sa,d a PP 1,catlon for patent, complainant 
k j j ,.nt Office a petition for the revival of his said 
iibandoned application, in support of said petition he filed an 
affidavit in the United States Patent Office in which amonTother 

iSufaHhe s°nM PL 8 ' !u e “ de ^epdant Chandlee was at that tune 

own bench? and a PP hc » tlon (oT Patent for Chandlee’s 

M k ln,ere st3 and against the interest of the said Norwood 

Patent OffiJ UbS ? qUen ‘l y ? e filed Publif Use Proceedings in said 
ent Office just prior to the issuance of said patent to the defendant 

42 Protesting against the issuance of the said patent to the de- 

42 fendant, because the said rings had been in public use more 

.. . than tw .° y ears Pnor to the filing of said application, and that 

e issuance of said patent would be detrimental to his piston rins 

No ’ mO S 498 d whVi n fi" * 7 ? heard i° a9S f rt an .V claim t0 said paten? 
192ft 1 ,,rw?nv hh fioaiiy'ssued to the defendant November 30, 
1920 upon his original application, filed May 10, 1913, and that 
complainant does not come into court with clean hands. 


k 7° defendant further says, that the relief prayed for 

, b kV h ? > P a T ’ ougbt not t0 be granted, for that in reliance upon 
the said abandonment by complainant of any claims under said 

contract of date July 20 1915, and with the belief and fuH know! 

llfiOAQR Sai ^ h / d i no referen ce to his Letters Patent, No. 

an /L W1 4 th • further knowledge and belief on the part of 
the defendant that said contract ceased and determined and became of 
no further effect and therefore null and void upon and after the dis¬ 
solution of the said interference hereinbefore referred to, he sold and 
assigned said Letters Patent No. 1,360,498, Jan. 29, 1921 and is 
no longer the owner thereof. 

Wherefore defendant says that complainant is not entitled to the 

®itk f k Praye ! J for l.° r !° an ,y relief and he to be hence dismissed 
with his costs in this behalf expended. 

GEO. H. CHANDLEE, 

C. T. BOWERS, Defendant. 

Atty. for Defendant. 

43 District of Columbia, 

City of Washington, To wit: 

This day personally appeared before me Frank Owings a notary 
public in and for the District and City aforesaid, George H Chandlee 
whose answer is above written, and made oath that the statements 
contained in the said answer, so far as made of his own knowledge, 
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and , S0 , fa . r 88 m ? de fr om knowledge or information derived 
from others, he believes them to be true. 

My commission expires on the 9th day of December 1922 
triyen under my hand, this 21st day of March 1921 

L seal -] . PRANK OWINGS, 

Notary Public. 

Memorandum. 

. ? e ,( e “ dant ’ 8 Exhibits A, B C, D, E, and F, filed with Answer, will 
be found in Statement of evidence. 

^ Affidavit of Charles B. Gillson. 

Filed May 16, 1921. 


State of Illinois, 

County of Cook, ss: 

Charles B. Gillson, of Chicago, Illinois, being first duly sworn, de¬ 
deposes and says as follows; 

I am a member of the patent law firm of Gillson & Gillson, and 
have a professional acquaintance with Dr. John H. Kinealy, patent 
expert of St. Louis, Missouri, and know that he represents the 
McQuay-Norns Manufacturing Co. of St. Louis, Mo. in matters re 
l™\ to P' st ° n ring inventions and patents. On January 14th, 

vi .u u a" m ® at , m y offic e in Chicago on behalf of his said 
Client, the McQuay-Norns Mfg. Co. with special reference to the 
situation concerning Chandlee patent No. 1,360,498, and I informed 
him of the commencement of the suit of John E. Norwood vs George 
H. Chandlee in the Supreme Court of the District of Columbia, in 
Equity No. 38,532, of the purpose of the said action and the facts 
set forth in the Bill of Complaint in said cause. 

A* ffi®, 1 * 1 ?® of ®r-. Kinealy’s said visit I had in my office a copy 
of the Bill of Complaint in said cause No. 38,532 and I was generally 
familiar with its contents. I related to Dr. Kinealy the facts re¬ 
garding the filing and prosecution of the application for Chandlee 
patent No. 1,360,498, the prosecution of the interference Chandlee 

Norwood vs. Rittenhouse, in which said application was involved 
1 c abandonment of the Norwood application involved in said inter¬ 
ference, without knowledge on the part of Norwood, the re- 
40 lations between Chandlee and Norwood including the payment 
t. Chandlee s services by Norwood and the understanding 

between Chandlee and Norwood with reference to the patent should 
one issue upon the said Chandlee application, all as recited in the 
said Bill of Complaint. Dr. Kinealy was, of course, familiar with 
the fact that the No-Leak-0 Piston Ring Company is Norwood’s 
company, and that the No-Leak-0 Piston Ring sold by that companv 
is manufactured for it by The Piston Ring Company of Muskegon, 

4r—3829a 
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Mich Th&se matters were all discussed between Dr. Kineally and 
myself at the said interview. My partner, Mr. Louis K. Gillson, was 
present during a part of the interview. Mr. Louis K. Gillson 
participated in the interview at my request because he had conferred 
mth bath Mr. N ? rwood and his attorney, Mr. Samuels, and with 
Mr. Lhandlee and his attorney, Mr. Wolhaupter, at Washington at 
about the time of the tiling of the said Bill of Complaint in cause 
.No. oo,532. 

I distinctly recall that the said interview with Dr. Kinealy oc¬ 
curred at my office during the early part of January 1921, for at 
that interview Dr. Ivinealy informed me of the very recent death of 
his associate, Mr. Lmil Starek of St. Louis, Mo. with whom I had 
long been acquainted and who had several times previously called 
on me in company with Dr. Kinealy, in the interest of the McQuay- 
Norris Mfg. Co. Furthermore there is an entry in my office diary, 
made in regular course of business, of the said interview with Dr. 
Kinealy on January 14th, 1921. 

The Piston Ring Company of Muskegon, Mich., the largest manu¬ 
facturer of piston rings in the world, has been a client of the said 
firm of Gillson & Gillson since prior to January 1st, 1918. 

46 Throughout this period I have had personal charge’of the 
work done by my firm for the said The Piston Ring Company 

I first became acquainted with Dr. Kinealy and learned of his eon- 
nection with the said McQuay-Norris Mfg. Co. during the early part 
of the year 1918. This was in connection with a supposed infringe¬ 
ment of The Piston Ring Company's patents by the McQuav-Norris 
Mfg. Co. Dr. Kinealy first called on me on April 2, 1918. At that 
time he was accompanied by the late Emil Starek, attorney for the 
McQuay-Norris Mfg. Co. and was introduced to me bv Mr Starek 
as the patent expert for McQuay-Norris Mfg. Co. Under date of 
March 27, 1918, Mr. Starek had written me in part as follows! 

®*uce wr iting you last I have had a conference with my client 
McQuay-Norris Mfg. Co., in relation to the matter of Piston Ring 
Company's patents. The conclusion reached was that I call upon 
you with their patent expert, Prof. John H. Kinealy." 

CHARLES B. GILI^ON. 

Subscribed and sworn to before me this 18th day of March, A. D. 
1921. 

[seal.] RUBY CARMAN, 

Notary Public. 

47 Affidavit of Louis K. Gillson. 

Filed May 16, 1921. 


State of Illinois, 

County of Cook, ss: 

Louis K Gillson, of Wilmette, Illinois, being first duly sworn 
deposes and says as follows: 1 
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* am a member of the patent law firm of Gillson & Gillson, 
Chicago, Illinois, attorneys for The Piston Ring Company of Mus¬ 
kegon, Michigan. 

I was present during a part of the interview between my partner 
Mr. Charles B. Gillson and Dr. John H. Kinealy of St. Louis, 
Missouri, occurring in our office on January 14th, 1921, as set forth 
in the accompanying affidavit of Charles B. Gillson. I am aware 
that Dr. Kinealy was then advised of the bringing of the suit of 
• Norwood vs. George H. Chandlee in the Supreme Court of 
the District of Columbia, Equity No. 38,532, and of the facts recited 
in the Bill of Complaint in said cause because I participated in the 
discussion of these facts with Dr. Kinealy. 

. nP r ‘ ^ ineal y called at our office in Chicago again on March 9th, 
1921. My partner, Mr. Charles B. Gillson, not being in the office 
at the moment, he was ushered into my room. Dr. Kinealy there¬ 
upon advised me that he called for the purpose of informing us 
as attorneys for The Piston Ring Company, that his client, the 
McQuay-Norris Manufacturing Company, had purchased the Chand- 
lee patent No. 1,360,498 on January 29th, 1921, and that he 
48 wished to arrange for a conference between an officer of 

xr • X he PlSton Ring Com P an y and Mr. Stafford of the McQuay- 
Norns Manufacturing Company, with reference to alleged infringe¬ 
ment of the said patent by The Piston Ring Company. 

I accordingly reminded him of the information given him during 
his previous visit to our office on January 14, 1921, with reference 
to the bringing of the said suit of John E. Norwood vs. George H. 
Chandlee and of the facts recited in the Bill of Complaint in said 
action and he thereupon freely admitted that he had at that time 
been fully advised of the claim made bv Nomood and of the bring¬ 
ing of the suit. 6 

I personally knew of the bringing of the suit of John E. Norwood 
vs. George H. Chandlee, Equity No. 38,532 because I was in confer- 
ence with Mr. Norwood and his attorney, Mr. Samuels, at Baltimore 
and at Washington, during the preparation of the Bill of Complaint 
and ™ ad the same before it was fully completed. A copy of the 
said Bill of Complaint, as filed, was received by me through the 
mad from Mr. Sanuels a few days after its filing, and before the 
said first interview with Dr. Kinealy on January 14, 1921. 

LOUIS K. GILLSON. 

Subscribed and sworn to before me this 18th day of March, A. D. 
1921. 

t SEAI -] RUBY CARMAN, 

Notary Public. 


i 



28 NO-LEAK-O PISTON RING CO. VS. GEORGE H. CHANDLER. 

Order Reviving Came. 

Filed December 1, 1921. 

******* 

TT %»J}?i e ™ ent ° { c . ou , nsel for the defendant, the death of Georee 
“• Chandlee is suggested upon the record, and it appearinc to the 

court by counsel, that Edward Irvin Burns has dulv qualified as 

ttu£t ^this e cate°h the H de r Sed ’ it iS oS 

Irvin Burn/as^suclfexectUor^'nd^that all furtherpTocSdings^Ks'^d 

i^ hereby^made fpfrty ° f the deCeased ’ "*« 

JENNINGS BAILEY, 

Dec. 1st, 1921. Judge. 

Memorandum of Justice Bailey. 

Filed February 9, 1922. 

******* 

6 , bi11 7,* 11 t>® dismissed without prejudice to an action at law 
courL^unde^ectfon^’fiSSA ^the'code. trans ^ erred *> one of the law’ 

BAILEY, J. 

Decree. 

Filed February 16, 1922. 


S >™f h 't Tf 

l«h d., or February, 1922, adjudged, ordeid and ImidTfi iid 

JENNINGS BAILEY, 

J ustice. 

appeal^the Couft’of R AtfpIlTs.^hi/ieth^^y'oflG^and 
the penalty of the undertaking for costs on said • u ’ ? d 

fixed in the sum of One Hundred Dollars ($100) or in lien 
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plaintiff may make a deposit of Fifty Dollars ($50) in cash in the 
registry of the court. 

JENNINGS BAILEY, 

Justice. 

51 Memoranda. 

February 27, 1922.—$50 deposited in lieu of appeal bond. 

May 4, 1922.—Statement of evidence signed and filed. 


Assignment of Errors. 

Filed May 11, 1922. 

******* 

And now comes the plaintiff and says that in the record and pro¬ 
ceedings in the above-entitled cause there is manifest error in this 
to-wit: ’ 

1. The Supreme Court of the District of Columbia erred in dis¬ 
missing the bill of complaint. 

2; The Court erred in not holding that a case cognizable in equity 
dence* ^ defendant was made out in the P^adings and the evi- 

3. The Court erred in not entering a decree against the defend¬ 
ant for specific performance as prayed in the bill of complaint 

EDWIN F. SAMUELS, 

Per P., 

PEELLE & OGILBY, 

Attorneys for Plaintiff-Appellant. 

52 Designation of Record. 

Filed May 20, 1922. 


The Clerk of the Court will please prepare a transcript of record 
m the above entitled cause and include therein the following: 

Bill of complaint, together with affidavits and exhibits except 
those set forth m statement of evidence. Answer of defendant tc 
kdl ^and all exhibits not set forth in statement of evidence. 

Order reviving cause against executor. 

Memorandum of Bailey, J. 

Decree dismissing bill with notation of appeal. 

Memorandum of $50, deposited for plaintiff in lieu of bond 
statement of evidence. 

Assignment of errors. 

This designation. 

EDWIN F. SAMUELS, 
PEELLE & OGILBY, 

_ _ .... Attorneys for Plaintiff. 
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1922™°* ° f C ° Py ° f the aboVe acknowled g«d this 20th day of May, 

D. P. WOLHAUPTER, 
Attorney for Defendant . 

53 Supreme Court of the District of Columbia. 

United States of America, 

District of Columbia, ss: 

- ^Morgan H. Beach, Clerk of the Supreme Court of the District 
1 to °52 m wh £?* , cer , tlf k the fore « oin g pages numbered "from 

kTfHfi CC ° r f in f ? irections . of counsel herein filed, copy P 0 f which 
is made part of this transcript, in cause No 38892 in F«nU 

wherein No-U^-0 Piston Ring Comp^ a ^oration? is S 

tiff and George H. Chandlee is Defendant, as the same remains . non 
the files and of record in said Court. remains upon 

*f tl f mon y whereof, I hereunto subscribe my name and affix 
Zm Sly”? »' in .id Bi.fi 

fSeal of Supreme Court of the District of Columbia.] 


L. M. G. / E. W. 


MORGAN H. BEACH, 

Clerk. 


54 In the Supreme Court of the District of Columbia, Holding 

an Equity Court. h 

Equity. No. 38692. 

No-Leak-0 Piston Ring Co., Plaintiff, 


George H. Chandlee, Defendant. 

Statement of Evidence. 

ifsfS.HSSSS 

evidence offered and riveT mline? Zdp\ P ?v, Cee<llngS W T had > 

tions taken by the plaintiff and noted W thZourt ’ 8nd ^ 

«”,zSiSWA'Kassi-jg 
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“This agreement made this 20th day of July, 1915, by and be¬ 
tween George H. Chandlee, of Washington, in the District of Co* 
lumbia, party of the first part, and Automobile Accessories Co., of 
Baltimore, Maryland, party of the second part. 

Witnesseth: “That whereas the party of the first part has made 
application for letters patent of the United States, for improvements 
in piston rings by his application dated July 16, 1915, and whereas 
the party of the second part is desirous of acquiring all rights, title 
and interest in and to said application and letters patent thereon to 
issue, it is hereby agreed as follows: 

“For and in conisderation of the sum of one dollar each to the 
other in hand paid, receipt whereof is hereby acknowledged; 

“That the party of the second part shall pay all expenses that 
may arise in any interference proceedings in which the said applica¬ 
tion may become involved. 

55 “That the party of the first part shall conduct the inter¬ 

ference proceedings, upon the issue of the letters patent, the 
party of the second part shall pay unto the party of the first part 
the sum of One Thousand Dollars, after having deducted from such 
sum the full amount paid by him to the party of the first part 
covering the expenses of any interference proceedings referred to* 
fbe balance after such deduction shall be paid by the party 
of the second part to the party of the first part in weekly install¬ 
ments of Ten Dollars each, payable on the last dav of each week, un¬ 
less otherwise mutually agreed; and when the party of the second 
part shall have paid unto the party of the first part the full and com- 

uu ? alance r ^erred to, said application and letters patent to issue 
shall become the full property of the party of the second part; and 
the party of the first part hereby further contracts and agrees that 
e wi upon fulfillment by the party of the second part of the terms 
of this agreement, execute any and all such further instruments that 
the party ot the second part may deem necessary to convey unto the 

party of the second part the full right, title and interest in and to 
said letters patent. 

(Sgd.) GEO. H. CHANDLEE. 


Witnesses: 


S. R. BRATTAN. 

I. D. CARPENTER. 


(Sgd.) 
Witnesses: 


AUTOMOBILE ACCESSORIES CO., 
J. E. NORWOOD, 

President. 


MYRA S. WEBER. 
L. M. LOWE. 


i SAnToi 5 nex * 0 , ffe ^. ed in evidence a certified copy of patent No. 
1,360,498, granted November 30th, 1920, to George H. Chandlee 
on application No. 40,318 of July 16th, 1915, as a continuation of 
Sf™/ No. 766,801, filed May 10, 1913, marked “Plain- 
tift s Exhibit B , which is in the words and figures following: 
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56 

Department of the Interior, 

United States Patent Office. „ 
To all persons to whom these presents shall come, Greeting- 

jfssssjsess 

i mmsm 

Lseal.J (Signed) KARL FERRING, 

Acting Commissioner of Patents. 

(Here follows printed patent No. 1,360,498, marked pages 57-62 

inclusive.) ’ 

^ Testimony of John E. Norwood. 

nlJnOff UP n n A fl ' r ‘ her t0 main,ain th e issue on their part joined 
lows 83 8 Wltne8s John E - N ™d who testified »“S’ 

I eak (Tpittnn ^ ltiln ° re ’ dryland, and am President of the No- 

i?rKSS,ii s 

g»^'h. sf). ii 1Mr 

m the Court. As I understand it the contract is admittori 

»e that it makes a primae facie ca ™ adm “ ted ’ “ 

y ^ r. Peelle, counsel: “As far as the tender is concerned if vnur 
Honor please the counsel for the defendant in his opening S 
ment admitted that. Defendant’s counsel said in opening “On or 

rt U ‘/ ebrU ^ W’ Mr ' Norwood came to the office of Mr 
tend ered him $1,000. in U. S. Currency at the same 

” nv ' y “ d p*“"* *>-hi* ic. olslta 

The witness Norwood, continuing: “I own approximately 95<7 
of the stock of the No-Leak-0 Piston Ring Compam anThave hefd 
is proportion of the stock ever since the company was organized 

and run Ih^Cn^” 6 ^ 8nd pe ° ple knOW that 1 
19^^ 

“ piaintirs Exhibit c ’’ and 
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UNITED STATES^PATENT OFFICE. 

OXOBGB H. CHAJTDLM, OF WASHIKGTOW. DISTRICT OF COLUMBIA. 

PISTON-ROTO. 


1,360,408. 

*' * W “*“ U * - '"ZJX.XZ ,,u “* M ^ M 


Speeitofttion •( ftur. Htut Patented Nov. 30,1930. 


To all ichom it may concern: 

Be it known that I, Georoe H. Chandlee, 
Ecitizen of the United States, residing at 
" ashington, District of Columbia, have in¬ 
vented certain new and useful Improve¬ 
ments in Piston-Rings; and I do hereby de¬ 
clare the following to be a full, clear, and 
exact description of the invention, such as 
will enable others skilled in the art to which 
1 } d appertains to make and use the same. 

This invention relates to gas engines and 
has particular application to the means and 
method for reducing carbonisation in the 
cylinders of the same, tliis application be- 
I * *ng a continuation of my co-pending appli¬ 
cation for Letters Patent filed May 10,1913, 
Serial No. 766,801. 

It is well recognized that one of the prin¬ 
cipal factors subversive of the efficiency of 
2C an explosive engine is the carbonization of 
lubricating oil within the cylinder. Conse¬ 
quently it is the practice to use a relatively 
light grade of cylinder oil, but even this, 
when supplied in excessive quantities, as is 

25 frequently unavoidable, results in the grad¬ 
ual accumulation of a hard deposit in the 
engine cylinder and on the exnaust valve. 
This deposit not only collects about and in¬ 
terferes with the action of the valve and 

M the igniter, but under the high temperature 
of the exploding charges is exceedingly 
liable to be raised to the point of incandes¬ 
cence with the result that premature igni¬ 
tion of the charge takes place, driving the 

26 piston back in the cylinder and causing dis¬ 
agreeable and destructive shocks in addition 
to impairing and decreasing the efficiency of 
the engine. 

Furthermore in the operation of modem 
40 high speed gas engines, the friction engen¬ 
dered Detween the rapidly moving piston 
equipped with the ordinary packing rings 
and the cylinder is so great that to prevent 
wearing and scoring it is necessary to sup- 
46 ply oil in such quantities that a consider¬ 
able portion of the resultant carbon, instead 
of being carried from the cylinder with the 
exploded charge settles therein and accu¬ 
mulates around the exhaust valve, on the 
60 end of the pistons and the igniter, conse¬ 
quently greatly decreasing the efficiency of 
the engine. 

Another point to lie taken into considera¬ 
tion with present day gas engines is that the 
55 peripheral cross diameter of the pistons 


muat be relatively wide, for if a narrow pis¬ 
ton be employed the gaseous charge is liable 
P® 8 * the same from one side of the 
piston to the other. Consequently such a 
wide piston naturally provides a relatively «' 
large frictional contact surface which ai>- * 
sorbs a large percentage of the energy of 
the engine. * J 

I have found by experience that such det- 
nments as carbonization and frictional wear as 
on the engine may be remedied and elimi- 
nated to a marked degree by the use of pis¬ 
ton packing rings embodied in my inven¬ 
tion, and at the same time the cylinder will 
be efficiently lubricated with a minimum yo 
consumption of oik thus not only avoiding 
the objections incident to the excessive hm 
thereof, as above set forth, but also attain¬ 
ing a considerable saving in the amount and 
consequently the cost of the lubricant. 76 
In the practice of my invention, I equip 
the ordinary gas engine with a suitable 
number of packing rings, each of which is 
formed with a series of novel peripheral 
gloves which are designed to receive the so 
lubricant until the level of the lubricant in 
each groove lies at the outer edge of the 
webs or solid parts of the ring forming the 
walls of the groove. As a result of this con¬ 
struction, while the total width of such ring 86 
same as thot commonly employed 
m the art, the frictional bearing surface 
constituting the solid parts of the ring will 
be half , o r less than half of such ordinary 
ring. This will lie seen from the fact that 90 
my piston ring may be considered made of 
alternate circular webs and separated rings 
01 lubricant, the latter during the reciproca¬ 
tion of the piston being confined in major 
part in the groove by/the circumscribing •& 
walls of the cylinder. Ylius the lubricant in 
the groove acts also as a seal to prevent the 
oscaiie of gases from one side 01 the piston 
to the other, and I attain the same advan¬ 
tages in this respect as are inherent in the 100 
ordinary wide piston ring without the dis¬ 
advantages of frictional wear on the cylin¬ 
der walls. Furthermore, I propose to so 
construct the welis forming the grooves in 
the ring, that the outer or peripheral edges 108 
of the webs are relatively thin so the* they 
may bo readily worn to compensate foe, n nd 
accommodate the form of ring to any irreg¬ 
ularities in the inner wall of the cylinder. 

With the above recited objects and others no 
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of a similar niton in view, my invention 
consists in the construction, combination 
and arrangement of parts set forth in and 
falling within the scope of the appended, 
f claims.. 

In the accompanying drawings: 

Figure l.is a longitudinal sectional view 
taken through a cylinder of a gas engine 
equipped witb my invention, the piston be- 
1P mg shown in eiey&tiom 

Fig. 2 is a similar view taken through a 

S rtion of an engine cylinder and showing 
t piston in elevation and as equipped with 
two forms of packing rings embraced in my 
16 invention. 

Fig. 8'is a detail sectional view of a por¬ 
tion of one form of piston ring embodying 
mv invention. 

Fig. 4 is a detail elevation of the piston 
so ring. 

. ®*f®«ring now to the accompanying draw¬ 
ings in detail, the letter A designates an or¬ 
dinary form of engine cylinder provided 
with the usual water jacket B. Within the 
SI cylinder reciprocates the piston. C, which in 
the present instance is shown as provided 
adjacent the ends with circumferential 
grooves 1, constructed in accordance with 
my invention. 

80 The ring as illustrated comprises an an¬ 
nular body 2 which may he or cast iron or 
other suitable material and is provided at its 
outer periphery with a series of circumfer¬ 
ential webs 8. These webs 3 are made by 
86 forming the annular casting with a series 
of spaced grooves 4, each groove iieing sep¬ 
arated from the neighboring grooves by one 
of the webs. Upon reference to Fig. 3 of 
the drawings, it will he seen that the webs 
40 are approximately V-shaped in cross section 
with the peripheral edge 4 of each web 
forming a bearing surface which contacts 
•with the inner wall of the cylinder during 
»4he reciprocation of the piston. The grooves 
46 3 of course narrow as they recede into the 
body of the annular casting, the bottoms 
or apices of the grooves being formed by 
the bases of the webs. •. 

. Upon reference to Fig. 4 of the drawings, 
60 it will he noted that the ring is “milled” to 
form a stepped lap, thus permitting, the ring 
to be compressed when forced into the cylin 

rl/ii* «• i,li Si. _1 2 x. • V* 
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.. When a ring is positioned in its groove 1 
in the piston, as snowiv inFig. 1, it will be 
seen that the circumferential grooves form¬ 
ing packets for the reception of the lubri- 
60 eating oil which will be confined to some 
extent by the surrounding cylinder wall so 
that the ring to all intents and purposes is 
made up of tapered circumferential webe 
alternating with oppositely tapered rings 
•6 of lubricating oil 6. As the piston recipro- 


catss any wear on the ring takes place at 
the outer pointed circumferential edges 5 of 
the webe, so that the latter will wear as 
indicated by the dotted line in Fig. 3, and 
thereby compensate for any irregularity in 70 
the cylinder wall. At the same time the 
webe and the rings of lubricant contained 
therebetween, prevent the escape of gas from 
one side of the piston to the other. 

Now it is evident that my ring has ap- 76 
proximately one-half or less than half of 
the frictional contact surface of the ordinary 
piston ring, although it is of the same body- 
width as the ordinary ring. This reduced 
frictional contact surface is due to the ta- 80 
pered form of the spaced webs, the reduced 
outer edges of which are the only parts of 
the nng which contact with'the cylinder 
wall. 

Therefore the same amount of lubricant is §6 
not needed as is required for a modern high 
speed engine having the piston rings made 
with continuous or unbroken peripheral 
cylinder contacting surfaces, and cpnse- 
quently after each explosion in an en gine so 
equipped with my invention, the amount of 
carbon generated is relatively small. Thus, 
instead of settling in the cylinder the car¬ 
bon will be carried through the exhaust with 
the exploded charge, fn other words, in 66 
reducing by fully one-half the amount of 
cylinder oil required for proper lubrication, 

I correspondingly reduce the resultant car¬ 
bon so that after each explosion, the cylinder 
does not contain a quantity of carbon which 100 
is so excessive that it cannot be carried but 
with the exploded charge. 

It will be noted that by' the employment 
of a method and means herein described, the 
frictional contact surface of the piston is lot 
greatly reduced and at the same time exces¬ 
sive carbonization is avoided, the result be¬ 
ing that the efficiency of the engine is in¬ 
creased and the life of the working parts 
of such engine prolonged. 110 

In the illustrated embodiment of the in¬ 
vention the marginal ribs constituting the 
line-contact edges are provided with con¬ 
vergent faces one of which is disposed at a 
right angle to the axis of the ring and con- m 
stitutes an end face thereof. 

It will be noted that in whichever position 
the ring is placed onr the piston, the lower 
end face of the ring is at right angles to the 
ring-axis and to the cylinder wall, while the* 186 
adjacent wall of the lowermost circumscrib¬ 
ing groove, is st ah acute angle to the ring 
axis and to the cylinder wall and is in out¬ 
ward convergent relation to tho said.end 
wall. The result is tha£ ill the down stroke, ltf 
the lower end fqse scrapes the oil from the 
cylinder wall, penritting only a small quan¬ 
tity to pass into the groove. This is because 
the end face is at right angles to the cylin> 
der surface from which it ja- scraping oiL lto 
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On the up stroke, the lower well of the cir¬ 
cumscribing groove, dreg* over the cylinder 
wall at an acuta angle to it. This acuta angu- 
ler relation of the lower groove well to the 
* cylinder well, of course, permits the oil to 
peas out of the groove end beyond the mid 
lower end face, more raedily then-it could 
pass by the said end fees end into the groove. 
.. * mthennore, it will be noted that the sue* 
10 ceaeive lines of contact between the lower 
groove end the upper end face of the ring, 
serve to retard the now of oil from the lower 
groove pest the upper end face of the ring, 
to a greater degree then is the -flow of oil 
15 retarded from the lower groove past the 
lower end face. In other words, more of the 
oil that is intercepted by the ring is turned 
back toward the crank case, then is permitted 
to find its way ultimately above the ring, 
ell in performance of e fundamental objec¬ 
tive of the present invention, which is to 
prevent carbonisation. 

What I claim is: 

1. A resilient packing ring for effecting 
*5 a quick wearing fit to a cylinder wall, hav¬ 
ing circumscribing grooves in its cylinder 
contacting periphery, with mutually adjacent 
walls of adjacent grooves converging toward 
and meeting at said periphery, with result- 

*0 ant ribs whose vertexes constitute substan¬ 
tially the entire intial cylinder contacting 
portion of the ring. 

2 . A resilient packing ring for effecting a - 
quick wearing fit to a cylinder wall, having 

55 a continuous succession of circumscribing 
grooves in its cylinder-contacting perphery, 
with mutually adjacent walls of adjacent 
grooves converging toward and meeting at 
said periphery, with resultant ribs whose 
40 vertexes constitute substantially the entire 
initial cylinder contacting portion of the 
ring. 

3 . A resilient packing ring for effecting 
a quick wearing fit to a cylinder wall hav- 

45 mg its cylinder-contacting face circumfer¬ 
entially grooved with a plurality of resultant 
circumscribing ribs, the side walls of each 
of which ribs meet at the said periphery and 
afford a contacting line which lines consti- 
50 tute substantially the entire, initial cylinder¬ 
contacting portion of the ring. 

4 . The method of effecting a fit between 
a cylinder and the longitudinally extensive 
portions of a contacting periphery of a 

o5 resilient piston ring therein, which consists 
in circumferentially grooving the outer pe- 


down and resultant longitudinally extensive 
‘ spaced contacting surfaces for the ring ensue. 

5 . A resilient pecking ring having its 
t cylinder-contacting face circumferentially 

’ g rooT *d} with a plurality of resultant end- 70 
fem nbs, the side walls of each of which 
nbs meet at the periphery and afford e 
cylinder contacting line which lines consti- 
tute substantially the entire initial cylinder 
contactmg portion of the ring, the outer 75 
walls of the nbs being at right angles to the 
r * n <f to effect an efficient scraping 
°* the wall of the cylinder in both directions 
of the movement of the ring therein. 

6. A resilient piston packing ring having so 
faces converging to one or more peripheral 
line contacting edges constituting suoetan- 
tially the entire initial cylinder contacting 
portion of the ring. 

7 . A resilient piston packing ring having $5 
races converging to one or more peripheral - 
line contacting edges constituting suostan- 
tially the entire initial cylinder contacting 
portion of the ring, one of said faces being 

at right angjes to the axis of the ring. 90 

8. A resilient piston packing ring having 
faces converging to one or more peripheral 
quick wearing contact edges constituting 
substantially the entire initial cylinder con¬ 
tacting portion of the ring, one of the said »5 
faces being at right angles to the axis of 
the ring and constituting an end face of the 

' rang. . 

». In an explosive engine, a piston, a 
resilient piston ring having its crank end loo 
face disposed at an angle to the ring axis 
and having a circumscribing, peripheral 
groove, the side wall of the groove next mid 
crank end face substantially meeting said 
crank end face at its outer edge in outwardly 105 
convergent relation .thereto, mid wall of the 
groove being at an angle to the ring 
that is Ins than .the angle of said crank face 


riphery of the ring with resultant spaced 
circumscribing ribs having convergent walls 
and resultant peripheral cylinder-contacting 
lines, that constitute substantially the entire 
initial contacting portion of the ring, plac¬ 
ing the ring within the cylinder andthen re- 




, . • O—- 

to the ring axis. 

VJ: *® explosive engine, a piston, a 110 

resilient piston nng having its crank end 
face disposed at right angles to the ring axis 
and having a concentric groove, the wall of 
the groove next said crank end face sub¬ 
stantially meeting mid crank end face at ns 
its outer edge in outwardly convergent rela¬ 
tion thereto. 

11 - The combination with an explosive 
engine piston, of a resilient packing ring 
thereon, the rim? having a concentric groove 120 
at its crank end face, the waU of the groove 
at the ciank side of the groove being m out¬ 
wardly convergent relation to the crank end 
face of the ring, which crank end face of 
the ring is at a greater angle to the ring 12s 
axis than is the said wall of toe grove. 

12. In an explosive engine, a piston, a 
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as mner periphery of the mg rib for impelling oil m one direction 

W cylinder until the ham of contact are won to a degree greeter tfan in the opposite di- 159 
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ration, wherein the side wells of the rib ere more drcumferentiel ribs, of which the side 

^ different degrees to the surfaces converge toward and substantially 10 

. m»rt rt th. periphery of the ring' 1 

IS. An explosive engine resilient piston In testimony whereof, I affix my signature, 
pecking nng for effecting en initially quick in the presence of a witness, 
and gradually retarded wearing contact with GEORGE H. CHAKDLEE. 

the cylinder wall, wherein the cylinder con- Witness: 
tacting face consists substantially of one or A.* Eixuoy 
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“This letter is written on the letter-head of Chandlee & Chandlee 
Washington 1 >^ tateS 8nd Foreign P atents . 454 7th St., N. W.’ 


George H. Chandlee. 

H. Ellis Chandlee. 


Horace C. Chandlee. 


Chandlee & Chandlee, 

Attorneys, 

U. S. and Foreign Patents, 

920 F Street N. W., 

Washington, D. C. 

Mr. John E. Norwood. December 19, 1913. 

Baltimore, Md. 

Dear Mr. Norwood: 

I have your letter of the 18th inst. and in order that there may be 

"peak!'frankly 1 to y'oiL “ U$ 1 8m in ^ inSt8nCe g0Ing to 

Now in your letter of the 16th inst., you stated that you thought 
on rings of a smaller size than the Ford rings, I should be contfnt 

ie dTameter r0y * ty * 8nd » y ° U gave the Ford « g y 2 inches 

Relative to any modification of the face of the contract at the 
present time, I think it is a bad idea. I believe that your dealings 
with me throughout have proven that never under any circuit 
stances do I personally break my word. I have had personal charge 
of your affairs for very nearly twenty years and in all that time vou 
have never found anything in my dealings with vou on which 
you could place the pin point of criticism. I think it best to let the 
contract remain as it is until the business has progressed to such a 
point as to acquaint both you and myself with what are fair modifi¬ 
cations of the contract. I realize as keenly as do you that vour 
prosperity in this matter is my prosperity, and self interest, if I had 
no other motive, would lead me to do everything that is conducive 
to the interest of the proposition. * * * 

( S 8 d ) G. H. CHANDLER.” 

Plaintiff rests. 

Thereupon to maintain the issues on their part joined, defendant 

fwt d w n lu rea j, ln e J vldence original royalty contract between 
Deorge H Chandlee and Auto and Accessories Manufacturing Com- 

be ° f 1913 ' which was marked 
lowsf 611 ^ 811 * 3 Fx " ' 1 d and ls ln t lc w ords and figures as fol- 
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“Whereas, George H. Chandlee, a citizen of the United States, re¬ 
siding at Washington in the District of Columbia, has invented cer- 
tem new and useful improvements in Gas Engines and Methods of 
Reducing Carbonization Therein through the medium of specially 
constructed piston. rings for which he has made application for let¬ 
ters patent of the United States, Serial Number 766,801, and whereas 
the Auto and Accessories Manufacturing Company of Baltimore. 
Maryland is desirous of marketing the said piston rings- 

, .0" therefore to all whom it may concern, be it known that for 
and in consideration of one dollar ($1.00) in hand paid by each of 
the parties hereto, each to the other, and receipt whereof is hereby 
acknowledged, the said George H. Chandlee hereby grants unto the 
said Auto and Accessories Manufacturing Company the exclusive 
license and right to manufacture, use and sell the said rings and 
the said Auto and Accessories Manufacturing Company contracts 
and agrees to pay to the said George H. Chandlee a royalty of two 
cents on each piston ring manufactured, used or sold by them or 
which shall be manufactured, used or sold by any other per- 
oo son, firm or corporation or concern under any contract of 
agreement that may be made with or by the said Auto and 
Accessories Manufacturing Company: 

“And it is further contracted and agreed by the said Auto and 
Accessories Manufacturing Company that they will not later than 

xjnu ir y °; e *f h mon * h render a true account to the said George 
H. Chandlee of all royalties due for the preceding calendar month 
and within thirty days thereafter will remit in payment of the 
royalties thus reported: 

♦n wik d rV 8 fu ?!\ er contra <*ted and agreed by the parties hereto 
that the failure of the party of the second part to pay to the party of 

the nrst part the sum of Two Hundred and Fifty Dollars ($250) in 
royalties for the first year of the life of its contract, shall result in 
“forfeiture of the contract at the option of both parties hereto: that 

e f * a T e t } ie P art * v ^ ie second part to pay unto the party of 

the first part the sum of five hundred dollars ($500) during the 
second year of the life of this contract shall result in the forfeiture 
of the contract, at the option of either party thereto, and that the 
failure of the party of the second part to pay unto the party of the 
nrst part in royalties the sum of One Thousand Dollars ($1 000) 
unng the third year of the life of this contract and during each 
succeeding year thereafter, shall result in the forfeiture of this con- 
tract, at the option of either party thereto 

(Sgd.) GEO. H. CHANDLEE. 

Witnesses: 

(Sed.) S. R. BRATTAN. 

“ A. ELLISON. 


(Sgd.) 

Witnesses: 

(Sgd.) 


AUTO AND ACCESSORIES MFG CO 
J. E. NORWOOD, 

President. 

ELLA N. LYNCH.” 
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Th er e upon the counsel f°r the defendant produced letters dated 
around October 1919, which were offered and read in evidence 

f i Defen j ant s ,^ xhibits 2 > 3 > 4 > 5 and 6 >” respectively and 
were in the words and figures as follows: J 

88 October 22, 1919. 

J. E. Norwood, 

824 W. North Ave., 

Baltimore, Maryland. 

Dear Sir: 

We beg to enclose herewith the claims in your application for pat- 

allowed PlSt0n Rmg> ^ N °' 252 ’ 387 ‘ These cla ™ s have been all 

We had a call on Thursday of last week from a representative of 
Messrs. Steuart and Steuart of your city with regard to a pending ap¬ 
plication of our Mr. G. H. Chandlee. We discussed the matter of 
pis on rings with him until very nearly sic o’clock and upon his rep¬ 
resentation that it was possible that you would wish to purchase the 
application in the event it would support claims desired by you we 

hlm . a power t0 Aspect the application. We told him that the 
case was to come up for appeal on yesterday and he replied that he 
would let us hear from him before that date as in the event of pur¬ 
chase, he would probably like to assist in conducting the appeal 

We note that we did not have the courtesy of a communication of 
any kind from him. 

Yours very truly,” 

(Signed) ' GEORGE H. CHANDLEE. 

G. H. C. :M. A. S. 

w ^ “October 22, 1919. 

Messrs. Steuart & Steuart, 

Maryland Trust Building, 

Baltimore, Maryland. 

Gentlemen: 

We had a call on Thursday of last week from a representative of 
vour firm, seeking information regarding the general state of the 
art affecting piston rings. He stated that it was his wish to get in¬ 
formation that might save him the time of a search of the patent office 
records. He also asked with respect to an application filed by our 
t i? xt ^bandlee and stated the probability of a purchase by Mr. 
them iNorwoo< *’ ln t le event could support the claims desired by 

We showed him the art as collected by us and upon his request gave 
him a power to inspect the application in question. We explained 
? , im 7? at the case would come up on appeal yesterday and he stated 
at in the event of purchase, he w^ould probably wish to assist at the 
appeal He stated that he would see the case the following day and 
would let us hear from him promptly in the matter. 
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It occurred to us that in view of the fact that we waited after office 
hours and discussed the matter with him until 6 p. m., and extended 
to him every facility at our command, we were entitled to the courtesy 
ot a letter on the subject of purchase prior to yesterday’s date and our 
failure to hear does not impress us favorably. 
b7 We are writing you on the supposition that a letter to us 

may have miscarried. 

Respectfully yours, 

(Signed) GEORGE H. CHANDLEE.” 

G. H. C. :M. A. S. 


Letter Head of No-Leak-0 Piston Ring Co. 


Chandlee & Chandlee, 

932 F Street N. W., 
Washington, D. C. 


Gentlemen : 


“Baltimore, Md., Oct. 23, 1919. 


Attention Mr. Geo. H. Chandlee. 

We have your favor of the 22nd enclosing claims on application 
I or patent on two piece ring, for which please accept thanks. 

We note that Mr. Samuels of Steuart & Steuart was in to see vou 
with reference to your application on the groove ring. This was 
brought about by meeting Mr. Samuels on the street (whom the 
writer had knovvn for a long time) and we were discussing the various 
patents, in fact knew something about the difficulty had with Ritten- 

house. Of course the writer expressed his desire that he wishes he 
could have gotten it— 


In the conversation I had mentioned to him that I felt you were 
doing all you could to get this claim through and that I had prom¬ 
ised you $1,000 if you could get a patent through with valuable 
claims, or to get my old claim through and that you though- it was 
best to work on your application. This is why he wanted to see 
you and go into the matter and we appreciate your giving him in¬ 
formation on it and as the old saying is “two heads are better than 
one, it might be that he could help you. We believe him to be an 
expert and as he has filled the position of examiner in this depart¬ 
ment he might get the very close attention that is not always given 
to patent attorneys. 

Just why he didn’t see you with reference to your case for appeal 
or communicate with you we do not know. He called up over the 
phone y^terday, which is the first time I had heared from him since 
my return from the convention. He mentioned that if you did not 
succeed in your appeal that he would help you on the next move if 
agreeable. 
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Trusting that the matter will work out to our mutual interest and 
awaiting your further favors, I remain, 

Yours truly, 

(Sgd.) .J. E. NORWOOD.” 

N. :W. 

68 Letter Head of Steuart & Steuart. 

“Baltimore, Md., October 24, 1919. 

Messrs. Chandlee & Chandlee, 

932 F Street N. W., 

Washington, D. C. 

Gentlemen : 

Replying to yours of the 22nd, we have not been able to get in 
touch with Mr. Norwood or get his authority to further in¬ 
spect this case until today. I did not intend to give any assurance 
that would lead you to expect to hear from me until this was at¬ 
tended to. If I have in any way inconvenienced you, I am very 
sorry indeed, and if you will tell me when the case comes up for 
argument, I will arrange to be on hand. Probably it would be best 
for us to go over the case again together just prior to the argument. 
Very truly yours, 

(Signed) EDWIN F. SAMUELS. 

E.F.S./S.S. 

Manuscript: This is dependent upon the continuance of negotia¬ 
tions.” 

“October 29, 1919. 

John E. Norwood, 

816 W. North Ave., 

Baltimore, Md. 

Dear Mr. Norwood: 

We have your letter of the 28th inst. and note that you have de¬ 
cided to have Messrs. Steuart and Steuart undertake to obtain for you 
additional protection on your piston ring. You ask whether or not 
this is agreeable to use and our reply is that it is entirely so. It has 
been always our object to obtain for you the broadest possible pro¬ 
tection to which we have believed you were entitled and we shall be 
glad to have anyone review any of our work and to catch up any¬ 
thing that may have gotten by us. 

With regard to your letter of the 24th, we did not understand that 
you expected reply to it. We have a letter from Mr. Samuels stat¬ 
ing that he did not understand that he was to communicate with 
me excepting there was to be a continuance of negotiations and 
which negotiations he understood had reference to the purchase of 
the application. 
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69 exnprMhl't b , e pleased J? hear from you at any time and truly 

very valuable prote^oT “ qUeSti ° n m8y eventuate in ^ 

Yours very truly, 

(Sgd ) ’ geo. H. CHANDLEE. 

G.H.C. :M.A.S. 

Horace C. Chandlee. 

^ f ! d r?° n „ f j rther t0 maintain the issues on their part joined 
folS ^ 88 ® Wltness Horace C - Chandlee, who testified as 

Direct examination : 

ih^T J s .?? orac l ?• Chandlee, patent attorney, my office is in 

the Jenifer Building 7th and D Sts., (Washington, DC) I have 

known Mr. Norwood, the plaintiff in this ease foj somethin' over 
fifteen years maybe as much as twenty years. I have had occasion 
SrTSff ^correspondence file between my office and the plain- 

° r i n c V0U /°“ nd . an y communication from 
1915 regarding this pofnT ,0n ° ,he lnterference **metime in 

such'cOTnmunicaffons^or 'not*' ** MeT he found 8ny 

sh^ 6 C0Urt: 1 think there ' S 8 circum stance which you might 

nlJt!Tt;ff P !rl le: ,T her \ "r as nothin g whatever encumbent upon the 
patent pr ° Ceedlng Until the iss " anc e ‘he 

By witness Chandlee: I know of one letter written bv Mr Nor¬ 
wood after the interference was dissolved inquiring about the ap- 
plication of Mr George H. Chandlee which was in interfe?- 
70 ence. It was dated June 14th, 1916. I do not find any 
other communication subsequent to that date. y 

Cross-examination: 

1 t)90 WaS M^ n w alIy 'a th ?i °f ice durin g business hours from 1915 to 
’ u Norwood called at the office occasionally. I remember 

c H * h ™ k». i ~ 

William Priest. 

fenAo^i eUP i > i n j furtller t0 maintain the issues on his part joined de- 
lows ' CS led 88 8 Wltneess WlLLIAM Friess, who testified as fol- 

nsnLT.n J r rk in the y nited States Patent o ffl ce in charge of the 
papers called for in a subpoena duces tecum in this case.^ 
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Q. Please state if that is one of the records you brought from 
your office under that subpoena. 6 

Thereupon the witness produced Petition for Public Use Proceed¬ 
ings, affidavits and supplementary oath and the Commissioner’s de¬ 
cisions denying the same, which were offered and read in evidence 
low'n e S Exhibit A and is in the words and figures fol- 

“In the United States Patent Office. 

Before the Hon. Commissioner of Patents. 

John E. Norwood 
vs. 

George H. Chandlee. 

Petition for Public Use Proceedings. 

“The Petitioner, John E. Norwood, having filed and prosecuted an 

89? « C 4 « n i f° r U^ed State Patent on Piston Ring, Serial No. 
825,653 filed March 18th 1914, which application was involved in 

71 r), erf fi ren w N °;no 8 i’o 84 WIth an application by George H. 
Chandlee No. 40,318, says that Petitioner is engaged ex- 

, , . tensively as a dealer in piston rings which are manufactured 

for him on contract under his patent. 

That the applicant Chandlee has recently threatened the manufac- 
turer of the Norwood rings with infringement proceedings stating 
that a patent is about to issue to him on his said application contain- 

ln!;n la T gr ? oved P ist ? n rin S s for internal combustion 

engines broadly that the issue of such a patent, even though the 

patent be invalid, as the petitioner believes it will be, will have a 
most detrimental effect on the petitioner’s piston ring business, and 
as the petitioner has definite knowledge that such rings were in pubhc 
use more than two years prior to the filing of the Chandlee applica¬ 
tion, so that Chandlee is not in fact entitled to a patent, he hereby 
protests against the issue of such prospective patent and requests that 
public use proceedings be instituted in order that the patent office may 

offered by him and determine whether the ap¬ 
plicant is in fact entitled to such a patent. 

The Petitioner, therefore, files herewith affidavits by Francis A 

Lazenby William Hollingsworth, and Benjamin G. Middleton show- 

mg public use of the grooved piston rings substantially like the 

Chandlee ring more than two years prior to the filing of the Chand- 

lee application He also files, herewith, Proof of Service by 

11 registered mail of these papers on George H. Chandlee and 

if n, agree ? *?. P a y a11 expenses of such public use proceedings 
if they are instituted. v ® 

) JOHN E. NORWOOD. 

Note. —Oath omitted from record. 

—Affidavits omitted from record. 
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vembe'r^Tth^l^o! Slows: ^ C ° mmissioner under date 


Commissioner's Decision. 

*™TZ T T TtS oral| y that the sketches accompanying the 
affidavits filed with the petition to institute public use proceedings do 

not disclose anything that is not disclosed in some of the art of ree- 

^ «t herm T’ ‘ I® reco f rd sh ? ws that Chandlee’s application No. 
1 Q 1 Q j a con ; inuatlon , of application No. 766,801, filed May 10 
made ^ D ° shoWmg of P ubllc use two years prior to this date ie 

“ The , Potion to institute public use proceedings is denied 
( b « d ) R. F. WHITEHEAD, 

Commissioner.” 


(Here follow diagrams marked pages 73, 74, and 75.) 

By the witness: “A request for reconsideration was filed as follows: 
“In the United States Patent Office. 

Before the Hon. Commissioner of Patents. 

John E. Norwood 


vs. 

George H. Chandlee. 

Piston Rings. 

Petition for Public Use Proceedings. 

Reconsideration of the petition is requested on the ground that the 
tfoard of Examiners in chief is understood to have construed the 
prior patents in connection with the appeal on the Chandlee applica- 
>-a ^ not disclosing the subject matter disclosed by the af- 

' b hdavits accompanying the Norwood petition and' on the 
ground that the Chandlee application No. 40318 is not in 
tact a continuation for all purposes of application No. 766,801 the 
later application having been filed in order that Chandlee might 
enter the interference. Chandlee vs. Norwood vs. Rittenhouse be¬ 
cause the earlier application did not disclose the issue of the inter¬ 
ference. 

These facts, having apparently been overlooked by the office in 

*“““*“* ,tu ,' P e ! ltion > it is believed that the patent should be 
withheld in order that the situation may be fully investigated prior 
to the issuance of the proposed patent to Chandlee. Such action can¬ 
not be seriously detrimental to the applicant in depriving him of any 
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enfliS! benefi ‘ t0 wb ich he is entitled and the issuance of the pat- 

i W j- a PPa rentl .y work serious injury to various 
legitimate interests including that of the petitioner whose ring it is 

*i e t ', ed “ “"#**? . covered by applicant in improper™ 

and therefore invalid claims contained in the application about to be 
issued, applicant having already threatened the manufacturer of the 
petitioner’s rings with infringement proceedings. 

Respectfully submitted, 

JOHN E. NORWOOD 
By EDWIN F. SAMUELS, 

His Attorney. 

Th© Commissioners decision was as follows! 

“December 3, 1920. 

As the patent has issued, the petition is denied. 


Witness continuing: 


R: S. WHITEHEAD, 

Commissioner. 


77 a that . become the final action of the Patent Office? 

it A. On this public use? 

Q. Yes. A. Yes, sir. 

Thereupon counsel for the defendant offered in evidence the eon 
tract dated January 29th, 1921, between George H. Chandlee and the 
McQuay Norris Manufacturing Company of St. Louis, Missouri. 

Mr. Peelle : In so far as that instrument purports to be signed bv 
the Parties thereto we do not object, but we do object to it if it be 
claimed that in itself it furnishes any sufficient evidence as to the date 
of execution, and we also reserve the further objection that it is not. 
acknowledged, as is customary with an instrument of that character. 
We shall offer with it at the same time a certified copy from the 
records of the Patent Office of the abandonment which was recorded 

poratedwhlfi/ 111168 ****** t0 that Ver,Y paper> and should be ineor- 
From page 62 of the record: 

A i 1 , : “I may say that the question of the validitv 

^ hlch we deny > is likely t0 ^ immaterial be- 
cause that alleged assignment left a very definite right and interest 

in the defendant in this patent, and the plaintiff asked, in the ulti¬ 
mate decree here, a conveyance from the defendant’s testator or 
executor of all interest which he has in the patent, and the plaintiff 
stands ready to pay the agreed consideration for that interest.” 
the Court: VVhat is the object of going into that question then? 
“• Peelle: I do not know that it is necessary. 

go into it : Fr ° m y ° Ur statement il does not seem necessary to 

6—3829a 
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From page 42 of the record : 


78 The two papers thereupon referred to were received in evi- 
dence and were marked ‘‘Defendant’s Exhibit 7” and “De- 

follovdng EXhlblt S ’” respectively and were in the words and figures 

Department of the Interior, 

United States Patent Office. 


To all persons to whom these presents shall come, Greeting: 

rTu 1S ce F tify that the annexed is a true copy from the records 
o! this office of an instrument of writing Recorded April 13 1921 
in Liber. C-112, page 504. ’ ' 

Said record has been carefully compared with the original and is a 
correct transcript of the whole thereof. 

In testimony whereof I have hereunto set my hand and caused the 
seal of the Patent Office to be affixed at Washington, in the District 
of Columbia, this 16th day of June, in the year of our Lord one 
thousand nine hundred and twenty-one and of the Independence of 
the united States of America the one hundred and forty-fifth 
(Signed) KARL FERRING, 

[seal.] Acting Commissioner of Patents. 


™ Assignment. 

Whereas I, George H. Chandlee, of Washington, District of Colum¬ 
bia, did obtain Letters Patent of the United States for an improve¬ 
ment in Piston Rings, which Letters Patent are No. 1,360,498, and 
bear date of 30th day of November, 1920; and whereas I am now 
the sole owner of said patent; and whereas McQuay-Norris Manu¬ 
facturing Company, whose principal office is in the City of St. Louis 
Missouri, is desirous of acquiring the entire interest in the same! 

Now, therefore, in consideration of the sum of One ($1.00) Dollar 
the receipt of which is hereby acknowledged, I, George H. Chandlee 
by these presents do sell, assign and transfer unto the said McQuay- 
Norris Manufacturing Company, subject to the terms and conditions 
of a certain agreement made and entered into bv and between the 
parties hereto on the 29th day of January, 1921, the whole right 
title and interest in and to the said Letters Patent aforesaid* the 
same to be held and enjoyed by the said McQuay-Norris Manufactur¬ 
ing Company, for its own use and behoof, and for its legal repre¬ 
sentatives, to the full end of the term for which said Letters Patent 
are granted, as fully and entirely as the same would have been held 
by me had this assignment and sale not been made 

Executed this 29th day of January, 1921. 

GEO. H. CHANDLEE. [seal 1 
C. S. S. * #J 

A. B. 

In presence of 

JOHN F. GREEN. 

JOHN H. KINEALY. 

Recorded April 13, 1921.” 
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„ “ Th , is memorandum of agreement made and entered into this 
29th day of January 1921, by and between George H. Chandlee, 
aity of the first part and McQuay Norris Manufacturing Company 
a Law Trust, organized under an agreement of date Febru- 

n y , 2 ,11 92 d’ recorded in the Recorder’s Office of St. Louis, Missouri, 
Book 3250, Page 553, Party of the Second Part: 

hereas, the party of the first part is the sole owner of United 
States Lettere Patent, No. 1,360,498, granted November 30, 1920 
mi* P* st f| n Rmfe and of an application for a United States Patent! 
filed April 9th, 1920, Serial No. 372,505, for an improvement in 
piston rings; and also of an application for a Canadian Patent filed 
Nov. 5, 1920, Serial No. 247,904; and 

Whereas, the party of the second part is desirous of acquiring 
all right, title and interest in and to said patent and applications: 
on tv n'Ytherefore, for and in consideration of the sum of one 
«0 Dollar by each to the other paid, and of other valuable con- 

. , siderations from each to the other moving the receipt whereof 
is hereby acknowledged, the said parties have agreed as follows: 


The Party of the first part has and hereby does, sell, assign and 
convey unto the said party of the second part, its successors and as¬ 
signs, all of his right, title and interest in and to said Letters 
ratent and said applications for patents. 


II. 

The party of the second part agrees to pay to the party of the first 
part, or his legal representatives, for each device made used or sold 
to others for use, by said party of the second part or its successors, 
assigns or licensees, and employing or containing any of the im¬ 
provements claimed in said Letters patent or in Letters Patent which 
may be granted upon said applications referred to in this agreement 
or upon any Letters Patent that may hereafter be acquired under this 
agreement, amounts as follows: 

Upon all said devices sold by the party of the second part, its 
successors, assigns of licensees for seven and one half cents ( 710 ) 
each, or less, one fourth of one cent for each of said devices- ’ 

Upon all said devices sold by the party of the second part, its 
successors assigns or licensees for more than seven and one half 

«?® h > ( 7 ^#) a n. d not exceeding ten cents, (TO*) each, one 
third (i) of each cent for each of said devices; 

Upon all said devices manufactured and sold by the party of the 
second part, its successors, assigns or licensees for more than ten 
cents (10*) each, an amount equal to five per cent (5%) of the 
selling price, provided, however, that the amount so paid for each said 
device shall not exceed one cent (1*); but the party of the second 
part is not to pay any compensation, such as is specified above, upon 
any piston rings or devices covered by any United States Letters 
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Patent or any Canadian Letters Patent which the said party of the 
second part now owns. 


III. 

party of the second part agrees that during the continuation 
of this agreement, it will pay to the party of the first part as a mini¬ 
mum payment, the sum of Four Thousand Dollars ($4,000.00) per 
year in quarterly payments of One Thousand Dollars ($1,000.00) 
each between the first and fifteenth days of the months of January, 
April, July and October of each calendar year; and during said 
months of January, April July and October, the party of the second 
part agrees to pay the party of the first part, the total amount of 
money in excess of One Thousand Dollars ($1,000.00), which may 
have accrued to said party of the first part during the last preced¬ 
ing three months, by reason of the manufacture and sale of piston 
rings or devices as provided in Article II above. In case, however, 
there be a deficit in the earnings of any of said theree months’ periods 
so that the amount which may accrue by reason of the manufacture 
and sale of piston rings and other devices as set forth in Article II 
hereof, shall be less than One Thousand Dollars, ($1,000.00), then 
said deficit or difference between what shall have accrued and One 

Thousand Dollars ($1,000.00) shall be carried forward and 
81 deducted from what may accrue by reason of the manu¬ 
facture and sale as provided in Article II, during the next 
succeeding three month period, but in no case shall any such deficit 
or part thereof be carried from one calendar year into the next suc¬ 
ceeding year or be deducted from any payments which may accrue 
by reason of the manufacture and sale of piston rings and devices 

as provided in Article II hereof during said next succeeding calendar 
year. ® 


IV. 

The party of the first part agrees that, subject to the terms and 
conditions of this agreement, he will assign to the said party of the 
second part, any United States Letters Patent and any Canadian 
Letters Patent for improvements in pistons, or piston rings, or devices 
or apparatus pertaining thereto which he, the said party of the first 
part, may hereafter obtain or acquire. 


V. 

The party of the second part agrees to keep such records and books 
of account as may be necessary to show the business done under this 
agreement, and to afford such other information as shall be necessary 
for calculating the payments to be made under the provisions of 
Article II hereof, and said records and books shall at all reasonable 
times be open to the inspection of the party of the first part or of 
his legal representatives. 
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VI. 

The party of the first part agrees that in case the party of the 

acti^K art / h ° U ^Id bring suit against a third party upon any cause of 
ction based on rights or claims arising out of this agreement he will 
cooperate with and aid the said party of the second part in’all pos- 

an! and y al? nd h • f'"® tbe said P art y of the second part, acces£ to 
Se d h lnformatlon as sald P^y of the second part may 

VII. 

J“ the ® vent tha t there is, in the opinion of the party of the 
fT“ d P ar ‘> ar) y substantial impairment of the protective vXe of 
the Piitents referred to in this agreement, either by an adjudication 
that one or more of the claims therein are invalid, or are materiX 

shall'endeavo/to 8011 ° f * dominati “g Pa tent, then the“hS 
all endea\or to agree on some new basis of payments hereunder 

in heu of those set forth in Article II, corresponding to said im- 

unahlXo 8nd m the eV 6 ri j the 881,1 P art ies are, in this contingency, 
unable to agree upon said new basis of compensation then this 

vfdTtW may be °. anCeIled the Party of the second part* X 
\ided that one years notice of such cancellation be given by^he 

° 16 second part to the party of the first part, and that in 

addition a sum equivalent to one half of the total payments made 

ri^fte^ft the date of ^ nodce ’ iKrt 


VIII. 

1 Q«n^o1P een ? ent sbab con ^ nue during the life of said patent No 
expiration’ Tlv S °° ner cancelled 88 Prided herein, £id at the 

3 v of th/« hlS j gr ®T ent 01 Upon the cancellation thereof the 
party of the second part agrees to assign to the party of the first 

part, all unexpired patents covered hereby; Provided that 

82 upon the termination of this contract by the expTadon of 

the first a onti™ terS tbe P art ^ °* second part shall have 

r>erio<f on P hP hLFJh^ °[. c °V tin J uing this strict for a longer 
P® }°r, °? 7 }® basis herem stipulated or upon any other basis 
ceptable to the party of the first part. y 

IX. 

It is further stipulated that inasmuch as a suit filed bv John F 

- » id - w rawwrts 
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In witness whereof the parties of the first and second parts have 
Janu^ h A. a Cl921 t t0 ** executed in duplicate this 29th day of 

(Sgd.) GEO. H. CHANDLEE. 

McQUAY-NORRIS MANUFACTURING 
COMPANY, 

(Sgd.) By W. K. NORRIS.” 


6666. 


William Friess, recalled, testified as follows: 


76^U i MS e M a ay an iSrl91 P 3 PliCati0n ° f Ge ° rge H ' Chandlee No ' 
“DSd^n d t’s fi ExWbit°No re 9 d ” and reCeiVed in 6VidenCe and marked 

File-wrapper and Contents of the Abandoned Application of Qeorqe 

H. Chandlee, Ser. No. 766,801. 

folfowing^ thereof as is deemed material is in the words and figures 

84 $15 Received May 10, 1913. H. Chief Clerk U. S. Patent 

Office. 

Serial No. 766,801, Paper No. 1. 

Petition. 

To the Commissioner of Patents : 

Your Petitioner, Charles H. Chandlee a citizen of the United States 
... . District 

residing at Washington in the [County]* of Columbia whose Post* 
office address is 920 F St., N. W„ Washington, D C. prays that 
Letters Patent may be granted to him for improvements in Gas 

!' n< Method of Reducing Carbonization Therein as set 
forth in the annexed specification : 

And he hereby appoints Geo. H. Chandlee and Horace C Chandlpp 
forming the firm of Chandlee & Chandlee, of Washington D C hn 
Attorneys m-fact, with full powers of substitution and revocation 
to prosecute this application, to make alterations and amendments 
therem, to sign the drawings, to receive the patent, and transact 
all business in the Patent Office connected therewith. Signed at 

this'lffih dayof May [ ?913* y tand State] * ° f CoIumbia - 

GEORGE H. CHANDLEE. 
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Specification. 


To all whom it may concern: 

Be it known. That I, George H. Chandlee a citizen of the United 

„m d u ng at W f hington in the [County]* of Columbia, 
J a\e invented certain new and useful improvements in 

t> n rs^ -n • means for 

er. . [Gas Engines and Method of]* ^ Reducing Carbonization 
in Gas Engines 

t n i fTherein]* and I do hereby declare the following to be 
pnoKi l ear a { 1 ^ 1 e f a : ct description of the invention, such as will 
use the sam? Skl ed in the art to whlch ^ appertains to make and 
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This invention relates to gas engines and has par¬ 
ser. B. ticular application to [the]* means [and methods]* 
for reducing car¬ 
bonization in the cylinders of the same. 

It is well recognized that one of the principal fac¬ 
tors subversive of the efficiency of an explosive engine is 
the carbonisation of lubricating oil within the cylinder. 
Consequently it is the practice to use a relatively light 
grade of cylinder oil, but even this, when supplied in ex¬ 
cessive quantities, as is frequently unavoidable, results in 
the gradual accumulation of a hard deposit in the engine cvl- 
inder and on the exhaust valve. This deposit not only collects 
about and interferes with the action of the valve and the ig¬ 
niter, but under the high temperature of the exploding charges 
18 exceedmglv liable to be raised to the point of incandescence 
with the result that premature ignition of the charge takes 
place, driving the piston back in the cylinder and causing 
lsa^reeable and destructive shocks in addition to impairing 
and decreasing the efficiency of the engine. 

Furthermore in the operation of modem high speed 
gas engines, the friction engendered between the rapidly mov¬ 
ing piston equipped with the ordinary packing rings and the 
cylinder is so great that to prevent wearing and scoring it is 
necessary to supply oil in such quantities that a considerable 
portion of the resultant carbon, instead of being carried from 
the cylinder with the exploded charge settles therein and ac- 
cumuhites around the exhaust valve, on the end of the pistons 
and the igniter, consequently greatly decreasing the efficiency 
of the engine. J 


Another point to be taken into consideration with 
present day gas engines is that the peripheral cross diameter 
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In whereo * the parties of the first and second parts have 

January^A.^mr ‘° ** eXecuted in ^plicate this 29th day of 

(Sgd.) GEO. H. CHANDLEE. 

McQUAY-NORRIS MANUFACTURING 
COMPANY, 

(Sgd.) By W. K. NORRIS.” 
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William Friess, recalled, testified as follows 


76So\, i fii?dViTlt 0 ri9^ PliCati0n ° f Ge ° rge H - Chandlee No ' 
“Dlfendlps fi ExWbit°NS” and * evidenCe and marked 

/ tie-wrapper and Contents of the Abandoned Application of George 

H. Chandlee, Ser. No. 766,801. ' 

fono°wTng Ch there ° f “ ‘ S deeme<1 material is in the words and figures 

84 $15 Received May 10, 1913. H. Chief Clerk U. S. Patent 

Office. 

Serial No. 766,801, Paper No. 1. 

Petition. 

To the Commissioner of Patents: 

Your Petitioner, Charles H. Chandlee a citizen of the United States 

District 

Xl m JL at Wash i« L n the [County]* of Columbia whose Post- 
office address is 920 F St., N. W., Washington, D. C. pravs that 

Letters Patent may be granted to him for improvements in Gas 

? nd Meth od of Reducing Carbonization Therein as set 
forth in the annexed specification : 

And he hereby appoints Geo. H. Chandlee and Horace C Chandlee 
forming the firm of Chandlee & Chandlee, of Washington D C his 

. m ; fact > Wl [ h f? 11 Powers of substitution and ’revocation, 
to prosecute this application, to make alterations and amendments 
therein, to sign the drawings, to receive the patent, and transit 
all business m the Patent Office connected therewith. Signed at 

Ksrc y 'js*. y [< Sir ° n ' [,nd s “ e) * 

GEORGE H. CHANDLEE. 
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Specification. 

To all whom it may concern: 

Be it known, That I, George H. Chandlee a citizen of the United 

& n m't ng at W fKington in the [County]* of Columbia, 
J a\e invented certain new and useful improvements in 

t> t> rr* ^ . means for 

m. B. [Gas Engines and Method of] * A Reducing Carbonization 
in (jras Fngines 

* n , [Therein]* and I do hereby declare the following to be 
pn»Ki C i ear a ?ni e J a : Ct description of the invention, such as will 
use the ^ ed 1D the t0 Which il a PP ertains to mate and 
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r, ^ ention relates to gas engines and has par¬ 

ser. B. ticular application to [the]* means [and methods]* 
for reducing car¬ 
bonization in the cylinders of the same. 

It is well recognized that one of the principal fac¬ 
tors subversive of the efficiency of an explosive engine is 
the carbonisation of lubricating oil within the cylinder. 
Consequently it is the practice to use a relatively light 
grade of cylinder oil, but even this, when supplied in ex¬ 
cessive quantities, as is frequently unavoidable, results in 
the gradual accumulation of a hard deposit in the engine cyl- 
mder and on the exhaust valve. This deposit not only collects 
about and interferes with the action of the valve and the ig¬ 
niter, but under the high temperature of the exploding charges 
is exceedingly liable to be raised to the point of incandescence 
with the result that premature ignition of the charge takes 
p ace, driving the piston back in the cylinder and causing 
disagreeable and destructive shocks in addition to impairing 
and decreasing the efficiency of the engine. 

Furthermore in the operation of modern high speed 
gas engines, the friction engendered between the rapidly mov¬ 
ing piston equipped with the ordinary packing rings and the 
cylinder is so great that to prevent wearing and scoring it is 
necessary to supply oil in such quantities that a considerable 
portion of the resultant carbon, instead of being carried from 
the cylinder with the exploded charge settles therein and ac- 
cumulates around the exhaust valve, on the end of the pistons 
and the igniter, consequently greatly decreasing the efficiency 
of the engine. J 


Another point to be taken into consideration with 
present day gas engines is that the peripheral cross diameter 


[♦Words and figures enclosed in brackets erased in copy.] 
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3 of the pistons must be relatively wide, for if a narrow pis- 

4 ton be employed the gaseous charge is liable to leak past the 

5 same from one side of the piston to the other. Consequently 

6 such a wide piston naturally provides a relatively large fric- 

7 tional contact surface which absorbs a large percentage of the 

8 energy of the engine. 

9 I have found by experience that such detriments as 

10 carbonization and frictional wear on the engine may be remedied 

11 and eliminated to a marked degree by the use of piston packing 

12 rings embodied in my invention, and at the same time the cyl- 

13 inder will be efficiently lubricated with a minimum consump- 

14 tion of oil, thus not only avoiding the objections incident 

15 to the excessive use thereof, as above set forth, but also 
attaining a considerable saving in the amount and consequent- 

17 ly the cost of the lubricant. 

18 In the practice of my invention, I equip the ordi- 

19 nary gas engine with a suitable number of packing rings, each 

20 of which is formed with a series of novel peripheral grooves 

21 which are designed to receive the lubricant until the level 

22 of the lubricant in each groove lies at the outer edge of the 

23 webs or solid parts of the ring forming the walls of the groove. 

24 As a result of this construction, while the total width of 

25 such ring may be the same as that commonly employed in the 

26 art, the frictional bearing surface constituting the solid 

27 parts of the ring will be half, or less than half of such or- 

28 dinary ring. This will be seen from the fact that my piston 

87 

1 ring may be considered made of of alternate circular webs 

2 and separated rings of lubricant, the latter being confined 

3 in the groove by the circumscribing walls of the cylinder. 

4 Thus the lubricant in the groove acts as a seal to pre- 

5 vent the escape of gases from one side of the piston to the 

6 other, and I attain the same advantages in this respect as 

7 are inherent in the ordinary wide piston ring without the 

8 disadvantages of frictional wear on the cylinder walls. Fur- 

9 thermore, I propose to so construct the webs forming the grooves 

10 in the ring, that the outer or peripheral edges of the webs 

11 are relatively thin so that they may be readily worn to com- 

12 pensate for, and accommodate the form of ring to any irregu- 

13 larities in the inner wall of the cylinder. 

14 With the above recited objects and others of a simi- 

15 lar nature in view, my invention consists in the construction, 

16 combination and arrangement of parts set forth in and falling 

17 within the scope of the appended claims. 

18 In the accompanying drawings: 

19 Figure 1 is a longitudinal sectional view taken 

20 through a cylinder of a gas engine equipped with my invention, 

21 thepiston being shown in elevation. 

22 Figure 2 is a similar view taken through a portion 

23 of an engine cylinder and showing the piston in elevation and 
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ven2on PPed ^ tW ° f0rmS ° f packing rings traced in my in- 

Figure 3 is a detail sectional view of a portion of 
one form of piston ring embodying my invention 
* igure 4 is a similar view of a modified form of 

piston ring. 

Figure 5 is a view in elevation of such modified 

form, of piston ring and showing the bearing surfaces of the 

spiral coils composing the ring after they have been worn in 
U86« 


,i n ° W to the accom panying drawings in detail, 
the letter A designates an ordinary form of engine cylinder 

provided with the usual water jacket B. Whhin the cylinder 

qc 1 j ^ ^ the present instance iJ 

1 j . s P?°vided adjacent the ends with circumferential grooves 
b designed to receive the piston packing rings which form an 
important feature of my invention 

In the present instance, I show and describe two 

;,T?n *1 packi , ng ri ?fu which I have found it advantageous to 
use in the practice of the invention. * 

The preferred form of ring is shown in Figures 1 to 

rf, inclusive, and comprises an annular body 2, which mav be of 

cast iron or other suitable material, and is provided at its 

outer periphery with a series of circumferential webs 3 These 


1 webs are made by forming the annular casting with a series of 

2 spaced grooves 4, each groove being separated from the neigh- 

3 bonng grooves by one of the webs. Referring to Figure 3 it 

4 will be seen that the webs are approximatly V-shaped in cross 

6 wT f WUh ‘t 6 P en P heral edge 4 of each web forming a bear- 

6 mg surface which contacts with the inner wall of the cylinder 

7 during the reciprocation of the piston. The grooves 3 ^ 3 of 

8 narrow as they recede in the body of the annular casting the 

10 Set Whe P nTri f nt e ^ T® b ?" g ? 0rmed by the bases o{ ‘ he 

11 tshowndnTW» g i 13 P os ! '™ ed in groove 1 in the piston, 
ri as shown in Figure 1, it will be seen that the circumferential 

12 grooves form pockets for the reception of the lubricating oil 

7—3829a 
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13 which will be confined to some extent by the surrounding cylin- 

14 der wall so that the ring to all intents and purposes is made 

15 up of tapered circumferential webs alternating with oppositely 

16 tapered rings of lubricating oil 6. And as the piston recipro¬ 

cates, 

17 any wear on the ring takes place at the outer pointed circumfer- 

18 ential edges 5 of the webs, so that the latter will wear as indi- 
: ' cated by the dotted line in Figure 3, and thereby compensate for 

20 any irregularity in the cylinder wall. At the same time the web 

21 and the rings of lubricant contained therebetween prevent the 

22 escape of gas from one side of the piston to the other. Now, it 

23 is evident that mv ring has approximately one-half or less than 

24 half of the factional contact surface of the ordinary piston 
ring, although it is of the same body-width as the ordinary ring 

26 this reduced frictional contact surface being due to the tapered 

27 form of the spaced webs, the reduced outer edges of which are 

28 the only parts of the ring which contact with the cylinder wall 

90 

1 Therefore, the same amount of lubricant is not needed, as is 

2 required for a modern high speed engine having the piston 

3 rings made with continuous or unbroken peripheral cylinder- 

4 contacting surfaces, and consequently after each explosion 

o in an engine equipped with my invention, the amount of carbon 

6 generated is relatively small, so that instead of settling 

7 in the cylinder it will be carried through the exhaust with 
the exploded charge. In other words, in reducing by fully one- 

9 half the amount of cylinder oil required for proper lubrication, 

10 I correspondingly reduce the resultant carbon so that after 

11 each explosion the cylinder does not contain a quantitv of car- 

12 bon which is so excessive that it cannot be carried out "with 

13 the exploded charge. 

14 In Figures 4 and 5 I have shown a modified form of 

15 piston ring, in this case the ring, (which is illustrated as 

16 applied on the piston in Figured adjacent the rod end of the 

17 piston) comprises an annular body portion 7 formed with the 

18 end flanges 8 between which is confined a spiral coil 9. the 

19 sections 10 of which lie in contact with each other and bear 

20 at their outer faces 11 against the inner wall of the cvlinder 

21 during the reciprocation of the piston. The lubricating oil 

22 is designed to be received in the circumferential spaces 12 

23 between the sections 10 of the coil, and when in use the bear- 
-4 ing surfaces of the sections of the coil are designed to wear 

25 along the dotted line shown in Figure 4, so that after the 

26 piston has been working for some time the outer bearing faces 

oo m SUC • sect *°. ns h ave the appearance shown in Figure 5. 

28 The spiral coil may be composed of wire of any suitable metal 

91 

1 and may be applied in any preferred manner so long as it ac- 

2 complishes the purposes of the invention, as hereinbefore set 
o forth. 
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^ It will be noted that by the employment of the 

[method 

5 Per B. and]* means herein described, the fractional contact 

surface of 

6 the piston is greatly reduced, and at the same time excessive 

7 carbonization is avoided, the result being that the efficiency 

' °‘ the engine is increased, and the life of the working parts 

9 of such engine prolonged. 


10 

11 

12 

13 

14 

15 

16 
17 


Cancelled per B. 

While I have herein shown and described certain pre- 
ferred embodiments of the structural features of my invention 
for carrying out my improved method of preventing carboniza¬ 
tion m explosive engines, I wish it to be understood that I 
do not confine myself to all such precise details of construc¬ 
tion as are herein set forth, as modification and variation 
may be made without departing from the spirit of the invention 
or exceeding the scope of the appended claims. 


[Matter enclosed between rules erased in copy.] 
92 What I claim is: 

Sub [“A 1 ”]* B 1 . 


1 

2 

3 

4 

5 
1 

3 

4 

5 

6 
7 
1 
2 

3 

4 

5 


1. The herein described method of reducing 

. , i ,. in exposive engines, which consists in form¬ 

ing the cylinder contacting portions of the piston of spaced 
sections with lubricant holding circumscribing grooves there¬ 
between. 

2. The herein described method of reducing 
carbonization in explosive engines, which consists in form¬ 
ing the cylinder contacting portions of the piston with a 
series of outwardly tapered circumferential members adapted 
to form grooves therebetween to hold the cylinder lubricant 
during the reciprocation of the piston. 

3. In a gas engine, the combination with a 

cylinder and a piston moving therein, of means for reducing 
carbonization in the engine cylinder, such means comprising 
a series of circumferentially extending spaced webs carried 

by the piston and forming grooves therebetween for holding 
the cylinder lubricant. 

4. In a gas engine, the combination with a 

cylinder and a piston moving therein, of means for reducing 


[♦Words and figures enclosed in brackets erased in copy.] 
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3 carbonization in the cylinder, said means comprising a pack- 

4 mg earned by the piston and formed of a series of spa^d 

5 circumferential webs forming grooves for holding the cylinder 

7 ? rl TV he fn , ctl0 , na1 ’ finder-contacting portions o/ 

7 the webs being of relatively less cross dimension than the 
o base portions of such webs. 

[Insert A 2 .]* 


[Matter enclosed between rules erased in copy.] 

93 of L^zr hereof ’ 1 affix my signature ’ in the p resenc « 

GEORGE H. CHANDLEE. 

Witnesses: 

ANNA ELLISON. 

M. L. SULLIVAN. 

t. Oath. 

District 

[State]* of Columbia, 

[County of -^-J* ss: 

George H. Chandlee, the above named petitioner being dnlv 
’ de P° ses and says that he is a citizen of the United Stafes and 

resident of Washington in the [County]* of Columbia fand A 

O I and that he verily believes himself to be the original first and 
sole inventor of the improvement in or'gmai, nrst and 

scrib^ E anTl an ^ Met ! , u 0d ° f Reducin g Carbonization Therein de- 
»otr ^iet thatThe 

^n 6 y S’ 

country foreign to the United Stat« Wore Ws invention or' Til 
covery thereof, or more than two years prior to this application op 

prior toTs M r S T * 2“ United States formom thantwoyear 
pnor to this application, that said invention has not been patented 

in any country foreign to the United States on an applicatfon filed 

by him or his legal representatives or assigns mom than ?we ^ 

months prior to this application, and that no application for patent 

Z?T lm P r ° Vement has been filad by him orMs legd repXnte 

^ folL^ g * nS m 8ny C ° Untry f0rei « n to the United States, P [Except 

GEORGE H. CHANDLEE. 


[•Words and figures enclosed In brackets erased In copy.] 
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Sworn to and subscribed before me this 10th day of May 1913. 

t SEAL -] . A. M. PARKINS, 

Notary Public, D. C. 


(Here follow diagrams marked pages 94 and 95.) 

96 Paper No. 6. 

Rejection, July 6, 1915. 

Response to amendment filed June 7, 1915. 

The references of record are deemed pertinent to the claims. To 
these is added French patent to 

Clerquet & Co., 420,100, Jan. 2, 1911, (121-104), 

showing the piston with circumscribed groove, channeled oil ring 
m the said groove It would not be patentable to use in connection 
therewith the V-shaped channels of Larvohe, of record. 

The claim is rejected. 

O. C. GSANTNER, 

TOWNSHEND. Examiner, Div. 18. 

97 Thereupon the witness produced the (Patent Office file of 
, T application for) patent of George H. Chandlee No. 1,360,498 
filed July 16th, 1915, Serial No. 40,318, which was offered and re- 
ceived in evidence and marked “Defendant’s Exhibit No. 10.” 

By Mr. Peelle: 

Q. Mr. Friess, you said this is the original patent No. 1,360,498? 

* ®s> sir, it is the original patent as filed, yes, sir. 

xt ^ ac ^. f'his file contains the part of this file 

JNo. 40318. A. Yes, sir, that is the serial number which eventuated 
into that patent. 

Mr. Peelle: There is no objection to that. 

The file above mentioned being at this point offered in evidence 
and identified by the witness. 


available 


RW 
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1915. 

Div. 12. 

(Serial Number) 40,318. Patent No. 1,360,498. 
George H. Chandlee. 

Piston-ring. 

Patented November 30, 1920. 

Application filed complete July 16, 1915. 

Notice of allowance dated Oct 27, 1920 
Final Fee, Cash, $20, paid Nov. 1, 1920. 

Attorneys: 

P-Wolhaupter, Chandlee and Chandlee, 

McLachlen Building, 404 7th St. N. W., 

Washington, D. C. Washington, D. C. 


98 $15 Rec’d Jul. 16, 1915. J. C. C., U. S. Pat. Office. 

Serial No. 40318, Paper No. 1. 

Petition. 

To the Commissioner of Patents: 

Your petitioner, George H. Chandlee, a citizen of United States 

f 'n* h,n u gt ° n i" the [County of]* District of Columbia 
wiL* a * e °*l* w hose Post-office address is 920 F Street N W 
Washington, D. C. prays that Letters Patent may be granted to him 
for improvements in Piston Rings as set forth in the annexed specifi- 

And he hereby appoints Geo. H. Chandlee and Horace C. Chand¬ 
lee, forming the firm of Chandlee & Chandlee, of Washington D. C 
his Attorneys in fact, with full powers of substitution and revocation’ 
to prosecute this application, to make alterations and amendments’ 
therein, to sign the drawings, to receive the patent, and transact all 
business in the Patent Office connected therewith 

o,) * s «*i- 

<25 1 lUv. Stop.) GE0RGE H ' CHANDLEE. 


[♦Words and figures enclosed in brackets erased in copy.] 
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Specification. 

To all whom it may concern: 

yfsA 3Sf 

'uinta., [State of]" have invented twain n J ,,, iriSKiS' 

“ltaS" ,l '"' d “ ‘ l " “ “ »“* '« appertains, to „,te l! 
^ Specification. 

sertls 1 : atent N °' 1 ’ 36 °’ 498 ’ “ Exhibit B ” with the following in- 
[r/,! * t ° il’ ft inc f lusive > ‘ nserted ^ Amendment I*. 

i£, SS p,e ' 2 - •» li "* 22 ' p»»-v 
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What I claim is 


angle noteh'’ 8nd lermlnalln e at other edge of the said right 
face, the groove at one side of the f^eltoffi Awe^ tSf 

CXS»Ar ^ * «» »»« -nte.g“te 


[Matter enclosed between rules erased in copy.] 

101 of t n wotS Where ° f ' 1 affix my Signature - in the presence 

Witnesses: GEORGE H. CHANDLEE. 

A. ELLISON. 


(•Words and figures enclosed in brackets erased In copy.J 
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Oath. 

m 

[State of]* District of Columbia, 

[County of]* City of Washington, ss: 

George H. Chandlee the above named petitioner being dulv 
sworn, deposes and says that he is a citizen of the United Stafes and 

rlnd e <sL? f *" the [County of]* District of Columbia 

[and State of] and that he verily believes himself to be the origi- 

See Pfmer . >. I ' st al jd sole inventor of the improvement 

See Paper #13. in Piston Rings described and claimed in the 

. , „ . , ,. annexed specification; that he does not know 

and does not believe that the same was ever known or used before 
his invention or discovery thereof, or patented or described in anv 

r?l' PUb l' C ^V n . th i C c United States of America or any coum 
y eign to the United States before his invention or discovery 

thereof, or more than two years prior to this application, or in public 
use or on sale in the United States for more than two years D nor to 
* 13 application, that said invention has not been patented in any 
country foreign to the United States on an application filed by him or 
lslegal represen tail ves or assigns more than twelve months prior to 

menf bpl 1< L tl0n fii a ^ d K th L t n ° a PP lication for Patent on said improve¬ 
ment has been filed by him or his legal representatives or assigns in 

any country foreign to the United States, except as follows: 

GEORGE H. CHANDLEE. 

Sworn to and subscribed before me this 16th dav of Julv 1915 
f SEAL -] WHITEFIELD MctflNLEY, 

Notary Public. 
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Paper No. 3. 

Interference Letter, Aug. 17, 1915. 


JlZ,° rd T e fithtj 16 Provisions of Rule 129, your case, above 
identified, is hereby added to interference No. 38,384, in which no 
testimony has been taken. 

-rtCteT 110 >* 

The subject-matter of this interference is* 
cation*) C ° UntS 1 a ” d 2 Se ® claims 1 and 2 above of original appli- 

A 1 • . • ft -y 1 . your case above identified, and 

81 fi'“ °p J f n E - wT VOod ’ " hose postoffice address is 

lA Av ?,r Balt,more > Md - and whose attorneys are Chand¬ 

lee & Chandlee, Washington, D. C., and 

dr^T is P 1 P 2of Ge0r ® e R - R'ttenhouse, whose post office ad- 

aress is 1205 West Lexington St., Baltimore, Md. whose attorney 

is Henry S. Brewington, 711 Equitable Bldg., Baltimore, Md Y 

[♦Words and figures enclosed In brackets erased in copy.] 
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The relation of the counts of the interference to the claims of 
the respective parties is as follows: 


Counts. 


Chandlee. Norwood. Rittenhouse. 

2 I 1 2 

2 2 2 2 

In awordance with the provisions of the last paragraph of Rule 
1n o 97 ’ atte “ t >on is called to the fact that the attorneys who 

IM represent this applicant also represent one of the other ap¬ 
plicants whose case is involved in this interference. 

TOWNSHEND. °' GS ™ E ^;. 18 . 

Paper No. 4. 

Rejection, Apr. 3,1916. 

The decision of the Law Examiner in interference No. 38 384 hav- 

mgl t M i d o 2 i^r(i2troS° n British pa ^ nt to 

showing the oil sealing grooves called for, in view of patents to 
Brandon, 426,634, Apr. 29, 1890, (121-108) 
and ' 

Rathbun, 684,617, Oct, 15, 1901, ( “ ). 

M. E. PORTER, 

Exr., Div. 18. 


Norwood. 


104 Application Room, 
Jul. 26, 1917, 
U. S. Patent Office. 


U. S. Patent Office, 
Jul. 27,. 1917, 
Division NVIII. 


Amendment B. 

S. R. B. 

Room 325. 

In re Application George H. Chandlee. Piston Ring Filed Tulv 

16,1915. Serial Number 40,318. y 

Honorable Commissioner of Patents. 

Sir: 

follows 6390036 40 ° ffice letter ° f August 28 ' 1916 > p'ea-se amend as 

While the references cited by the Examiner show to be old the idea 
of the lap joint with the oil grooves intercepting the transversely ex- 

8—3829a 
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faC f 0I ? ly ° f *r he ,a P j0ints > there is a feature *« applicant’s 
particular structure referred to in the statement of invention that 

Ln°nf S t h l? Wn ? the refere . nce t s - This feature resides in the forma- 

r nn 5 Wlt , h the V * ha P ed g™™, each of which is 
‘ han * e material separating the grooves and is initially 
to . a sharp edge so that the ring will have an extremely 
guiclc wearing fit. In none of the references cited by the Examiner 
ini^tf any P ro y}f. lo n whatsoever made for a quick wear of the ring 
p a f?' As tlm object is neither attempted nor attained in any 

iQ t n al T to , this detail is of course allowable and it 

is asked that the following be substituted for the claims now in the 
case: 


Sub. C'. 


B' 

105 


. A P ac king ring having circumscribing inwardly taper¬ 
ing grooves formed in its outer surface with all of the mu¬ 
tually adjacent side walls of the grooves touching the per¬ 
iphery of the ring in close relation and with the resultant un¬ 
grooved portions of the ring of lesser transverse extent than 
the widest portions of the grooves, whereby the ring in action 
will have quick initial wear and progressively slower wear 
against the wall of the cylinder. 



An allowance is asked. 
Respectfully, 


Washington, D. C., 
July 23, 1917. 

106 Application Div., 
Oct, 23, 1918, 

U. S. Patent Office. 


CHANDLEE & CHANDLEE, 

'Attorneys. 


U. S. Patent Office. 

Oct. 24, 1918, 
Division XVIII. 

13. 


Amendment D 8, Supp’l Oath. 

x 

G. H. C. S. R. B. 


Room 229. 

Honorable Commissioner of Patents. 
Sir: 


V 1 ? 6 matter of the application of George H. Chandlee for patent 
Piston Ring, filed July 16, 1915 Serial Number 40 318 in 
response to Office letter of August 21, 1918: * 9 


on 
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,nW^f^! 1C ^ t,S T? tt0ri ^ eyS h carefull Y examined the last reference 
cited by the Examiner. The reference does not show applicant’s 

structure and it shows nothing more than a piston that initially has 
circumscribing grooves with intervening broad faced ribs which de- 
teaUhe very object of the present invention. 

Now applicant’s attorneys cannot understand whv the Examiner 
should issue the patent to H. G. Chatain on October 9, 1917 filed 

linesThp Jl 1916> W ^ C i aimS u t0 - a ring havin £ Peripheral contact 
lines, the allowance of that case being over the references cited in this 

case, and then refuse applicant his claims on the ground that appli¬ 
cant s structure is a mere matter of design. 

In order that all of the claims in this case may be supported bv 
supplemental oath, they being to structure not originally claimed in 
is case, for the reason that this application was originally filed for 
purpose of interference on the claims originally presented, it is asked 
cl f{f ^ canceled and that the following claims be substi- 
uted, the following claims 1 and 2 being claims 1 and 2 now in the 

cas ® ? n< ? the remain ing claims being newly presented. 

197 Substitute for the claims: 


Sub. M.' 


1. A resilient packing ring for effecting a quick wearing 

t> t r % a cylinder wall, having circumscribing 

l^er 1. [endless]* grooves in its cylinder-contacting 
periphery, with mutually adjacent walls of ad- 
lphery gr00Ves conver gi n g toward and meeting at said per- 

2. A resilient packing ring for effecting a quick wearing 

fit to a cylinder wall, having a continuous succes- 

rer 1. sion of circumscribing [endless]* grooves in its 
cylinder-contacting periphery, with mutually ad¬ 
jacent w r alls of adjacent grooves converging toward and meet¬ 
ing at said periphery. 

3. A resilient packing ring for effecting a quick wearing 
nt to a cylinder wall having its cylinder-contacting face cir¬ 
cumferentially groved with a plurality of resultant 

circumscribing 

Per I. a [endless]* ribs, the side w T alls of each of which 

. ribs meet at the said periphery and afford a con¬ 
tacting line. 

i ^ j? met hod of effecting a fit between a cylinder and the 
longitudinally extensive portions of the contacting periphery 
of a resilient piston ring therein, which consists in circum¬ 
ferentially grooving the outer periphery of the ring with re- 

circumscribing 

Per I. sultant spaced a [endless]* ribs having peripheral 
cylinder-contacting lines, placing the ring within 


[♦Words and figures enclosed in brackets erased in copy.] 
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the cylinder and then reciprocating the ring with its outer 
3 ^ 1 “ con tact with the inner periphery of the cylinder 
"“M t f| e lm , es °? contact are worn down and resultant longi- 
lnally extensive spaced contacting surfaces for the ring 
ensue. 

108 . 5 , : A t resilient Packing ring having its cylinder-con- 

(acting face circumferentially grooved with a plurality 

nLif t 3 , 1 !, end cs f nbs > the Slde walls of each of which ribs 
meets at the periphery and afford a cylinder-contacting line 

if e »L Uter " a . S a t U> nbs bein K at right angles to the axis 

cvh'nder n in K an ,. efficl ®? t scraping of the wall of the 

cylinder m both directions of the movement of the rin« 


[Matter enclosed between rules erased in copy.] 


Per M. 


6. A resilient packing ring having its cylinder-contacting 

a circumscribing 

fer I. periphery including A [an endless]* rib at an end 
of the ring the walls of which rib meet at the con- 
taeting periphery of the ring and afford a contacting line the 
nng having additional cylinder-contacting peripheral surface._* 


[Matter enclosed between rules erased in copy.] 

Insert H\> 

“ H 2 .> 

“ Ih> 

In order that the Examiner may not fall into the error of citine 
Chat»in these .riaims, his attention is called to the fact that 

h ‘ S a PP‘! ca ] tl ° 11 southing more than six months after 

vhv the Fxam'incr 8 mj u A PP 1 . ,c ? 1 n t’ 8 attorneys cannot understand 
y the Examiner should have failed to propose an interference be¬ 
tween the application of Chatain and the present application. 


Respectfully, 


Washington, D. C., 
October 11, 1918. 


GEORGE H. CHANDLEE. 

Attorneys. 


[♦Words and figures enclosed in brackets erased in copy.] 
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Supplemental Oath. 

City of Washington, 

District of Columbia, ss: 

George H. Chandlee, whose application for letters patent for im¬ 
provement in Piston Rings, Serial Number 40318, was filed in the 
tnited States Patent Office on or about the 16th day of July 1915 
being duly sworn depose and says that the subject matter of the 
foregoing amendment was part of his invention, was invented before 
he hied his original application above identified, for said invention 
was not known or used before his invention, was not patented or de-’ 
scribed in a printed publication in any country more than two years 
before his application, was not patented in a foreign country on an 
application filed by himself or his legal representatives or assigns 
more than twelve months before his application, was not in public 
use or on sale in this country for more than two years before the 
date of his application and has not been abandoned! 

GEORGE H. CHANDLEE. 

before me this 22 day of Oct., 1918 
ALBERT S. GATLEY, 

Notary Public. 

Examiners-in-Chief, 
May 24, 1920, 

U. S. Patent Office. 

#36. 

In the United States Patent Office. 

Ex Parte: George H. Chandlee. Serial No. 40,318. Filed July 16 

1915. For Piston Rings. 

To the Examiners-in-Chief After Appeal under the Provisions of 

Rule 139. 


Sworn to and subscribed 
[seal.] 


110 Docket Clerk, 
May 24,1920, 
U. S. Patent Office. 



II. 

Hon. Commissioner of Patents, 

Washington, D. C. 

Sir: 

This application was appealed to the Honorable Examiners-in- 
Unef from the Primary Examiner rejecting the claims of the ap- 
pli^tion, and after Hearing, the Examiners-in-Chief under date 
of May 17,1920 filed an Opinion reversing the action of the Primary 
Examiner and allowing all of the appealed claims to the applicant 
Upon consideration of the prior art, the Examiners-in-Chief have 
not only adjudged the appealed claims to be allowable, but have also 
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ruled that this applicant has made a broadly new invention pointing 
out in their Opinion that:— v 6 

“Each of these claims excepting Claim 4 sets forth a resilient 
packing ring having one or more ribs, each having an edge which 
makes a line contact with cylinder wall.” 6 

Thus, the Examiners-in-Chief construe each of the aDDlicant’s 
claims, excepting Claim 4 as covering the ring made with either one 

111 ?£ m ° r f °[ the 1,n f ^ onta f ,in g e< 3ges. Therefore, in order that 

111 the patent may definitely include that construction and in 
terpretation the Examiners-in-Chief are respectfully re¬ 
quested to supplement their Decision of May — 1920 with a 

this ^pplkint°— 1 Ha 1 the followin « additional claims be allowed to 

Per M. 


H ' fi * I' A re ? lh f nt Packing nng for effecting a quick wearing 
fit to a cylinder wall, having a circumscribing groove in its 
cylinder contacting periphery and a resultant rib with its 
walls converging toward and meeting at said periphery. 

8. A resilient packing ring for effecting a quick wearing 
tit to a cylinder wall having its cylinder contacting face cir¬ 
cumferentially grooved with a resultant circumscribing rib 

T d Wa ? °/- Whl , ch rib ,neet at the sa'd periphery and 
aitora a contacting line. * J 


[Matter enclosed between rules erased in copy.] 

The Examiners-in-Chief in their said Opinion of Mav — 1920 
oUhTprior to7it n -° nClUSi0n With reference to th ® disclosure 

“The Swedish patent shows no resilient ling. The Wilson Da tent 
has no line contact. These two features in the applicants device 
^operate and a patent for the combination therefor cannot in our 
opinion properly be denied because of their prior separate existence ” 
According^, the Examiners-in-Chief have ruled and properly so 
that apphcant is entitled to claims broadly covering the genenc 
combination of a resilient ring and the line contact. Therefore 7n 

mensumte a whh th? * 4 ^’ ade 0 uate P^Tou tom 

mensurate with this ruling the Examiners-in-Chief are also recent 

recommendation °that^ the i f n n the Su PP lement al Opinion solicited a 
plicant:— d “ “ the foIIowin g claim be allowed to this ap- 

_ Sub. M 2 . 

H ’- to a ptri£iT,e^n P ^S!gS ng haViDg ^ COnVCT ^ 


[Matter enclosed between rules erased in copy.] 
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A Supplemental Oath is filed herewith in support of the new 
claims submitted herewith. ew 

., Tbe Examinere-in-Chief are respectfully petitioned to eive 
included h?rem emen A ° ti0n required 88 to the addition al claims 

Respectfully submitted, 

GEORGE H. CHANDLEE, 

By DAVID P. WOLHAUPTER, 

Washington, D. C., Attorney. 

May 24,’ 1920. 

113 City of Washington, 

District of Columbia, ss: 

George H. Chandlee, whose application for Letters ™t»nt f„„ 
improvement in Piston Rings Serial No 40 31S wss P fi?^i for an 
United States Patent Office on or about thie 16th day of July *1915* 
being duly sworn, deposes and savs that the subject matter of the 

be & g a,nendm r nt 'T part of his invention, was invented bifore 
heffied h, s original application, above identified, for slchffivemion 

on an application filed by himself or his legal repStebv« ^ 
assigns more than twelve months before his application was not in 

t P h U e d»te S 1f°h 0n sa e in this countr y more than two before 

the date of his application, and has not been abandoned 3 . 

GEORGE H. CHANDLEE. 

S 7Z!°r d 9ub8Cribed me this 24th day of May, 1920 

^ SE HARRY C. ROBB, 

Notary Public. 
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114 Examiners-in-Chief, 
Jun. 8 , 1920, 

U. S. Patent Office. 


Division 12, 
Jun. 16,1920, 

U. S. Patent Office. 


Paper No. 39. 

In the United States Patent Office. 

Ex Parte: George H. Chandlee. Serial No. 40,318. Filed July 16 

1915. For Piston Rings. 

To the Examiners-in-Chief After Appeal under the Provisions of 

Rule 139. 


I. 

Hon. Commissioner of Patents, 
Washington, D. C. 

Sir: 


In the light of the recent decision of the Examiners-in-Chief 
favorably recommending new claims 7, 8 and 9, and the informal 
interview at which the proposed claims 10 and 11 were briefly dis- 

l e ^ W ° i° ai ?I f lscussed are herewith presented and it is 
asked that they be added and numbered as follows: 


Per M. 


I • 10. A resilient piston packing ring having faces con¬ 

verging to a peripheral line-contact edge, one of the con¬ 
vergent faces that defines the edge being at right angles to 
the axis of the ring. & 

• 4 rasilieijt piston packing ring having faces converg¬ 

ing to the peripheral line-contact edge, one of the convergent 
faces that defines the edge being at right angles to the axis 
ol the ring and constituting an end face of the ring._ 

[Matter enclosed between rules erased in copy.] 

Insert K 1 . 

In support of the subject matter of the above two claims and as 
!“Fj Sted at th | ’? ,e , rvlew in question, it is asked that there be in- 

on lfne° n i4 P tfe ” f ° ,l0Wing ^ P*™ 8 ^ endin * 

P. 115 —In the illustrated embodiment of the invention 
the marginal rite constituting the line-contact edges 
are provided with convergent faces one of which is disposed 

at a right angle to the axis of the ring and constitutes an end 
face thereof.— 
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In order that the public may have proper notice it i<? ocb-prl fV,o+ 
veferenc 0 to the parent application be^de "‘X^appSon^ 

Page 2, line 3 after the word “same” insert 

^ a PP^ c ^Ii° n being a continuation of my co-nendin^ 

766 SOT'— f ° r LetterS Pa ‘ ent filed May 10 ’ 1919 > Se " al N ° 8 

At the time of filing the appeal, there was filed with the Exami 
ner an amendment of claim 6 to cure an error in thatcl u' 

‘V he F u ibs aS bein S en( Hess when strictly speakS 

IJ °" ,ne am bndmenls be made prior to passing the ease to itpue. 

Oaim 1, line 2, cancel “endless”, 
tlaim 2, line 3. cancel “endless”. 

in aaim 3, line 4, cancel “endless” and substitute, -circmnscrib- 
i^Claim 4, line 5, cancel “endless” and substitute -circumscrib- 

»<*"**” * —nbin,-. 

GEORGE H. CHANDLEE, 

Washington, D. C„ * ^ P ' W0LH AUPTER. 

June 8, 1920. 


116 


Paper No. 52. 


;:‘£f a a 


Paper No. 53. 

Amendment M, Sept. 28, 1920. 

broaden as the ring wears against the cylinder wall, whereby to 
9—3829a 
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reduce the rate of wear to the desired point, when the ring shall 
have fitted itself to the inequalities of the cylinder wall. The first 
eleven claims were directed to this feature and amendments will be 
directed as suggested. Claims 12, 13 and 14, however, kre not 
directed to this feature and amendments will be directed as sug- 
1iry gested. ^ a * ms 12, 13 and 14, however, are not directed 
11/ to the line contact and they will be treated later. 

Claims 1, 2, 3, 4 and 5 canceled and following substituted: 

1-5. Patented claims 1-5 without change 
Claims 6, 7 and 8 canceled. 

With respect to claims 9, 10 and 11. The new claims substituted 
for claims 9, 10 and 11, furthermore bring out the fact that these 
one or more peripheral contacting edges constitute substantiallv the 
initial cylinder-contacting portion of the ring. 

Claims 9, 10 and 11 canceled and following substituted: 
b _ o. Patented claims 6 to 8, inclusive, without change. 

In order that the invention may be more clearly expressed than 
in claims 12, 13 and 14, it is requested that claims 12, 13 and 14 
be cancelled and the following substituted: 

9. Patented claim 9 without change. 

10. Patented claim 10 without change. 

11. Patented claim 11 without change. 

12. Patented claim 12 without change. 

13. Patented claim 13 without change. 

In conclusion, it is respectfully asked that the claims be recom¬ 
mended for allowance as now presented. 

CHANDLEE & CHANDLEE. 
Paper No. 54. 

Decision, Sept. 29, 1920. 

We recommend the admission of the proposed amendment filed 
oept. 28, 1920, and the allowance of the claims presented therein 

FAIRFAX BAYARD, 

S. E. FOUTS, 

R. E. MARINE, 

Examiners-in-Chief. 

The witness next produced the file of interference between 

the application of George H. Chandlee No. 40,318 and John 

E. Norwood No. 825,653 and George R. Rittenhouse No 808 526 

™ d “*y Proved and offered in evidence as “Defendant’s 
Pxmbit No. 11. 

Portions of Testimony of John E. Norwood in Interference No 

38,384. 

t S’ p ^ hat ls ,y° ur name, age, residence and occupation? A 
John E. Norwood * * * residence, 816 West North Avenue^ 
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^ecisaties’ M< * ’ OCCUpation ’ manu facturer, I guess I am marketing 

Q. 2. What sort of specialties do you market? A. Vehicle cas¬ 
tors, jacks, auto trays and piston rings. 


Q- When did you first become acquainted with these rings? A 
The fore part of April 1913. g 

Q. 6. In what manner ? A. Mr. Chandlee wrote me a letter with 
reference to other patent cases. In the letter he told me he had a 

patent piston ring and that he wanted me to look at it the first op¬ 
portunity I had. ^ 


Q. 14. What did he do when he showed you these rings, or at the 
ime he showed you these rings? A. He asked me if I would market 
the nngs for him and gave me the ring to take with me that I might 
consider a proposition of that kind. 


119 Q 127 Are you or are you not still marketing the rings 

constructed m accordance with the issues of this interference? 
a. jl am. 


A Q Af 1 I 1 K Why d ' d y ° U no ' con , tim 'e as a party to the interference? 
A. After becoming aware the claims would read on Mr. Chandlee’s 
invention, and knowing the first rings were made were his inven- 

thiihfh °- th ® agreem 1 nt b ® tween Mr. Chandlee and myself, in 

th * rlngs "’f e madp and marketed, I decided to abandon my 
case for the present. y 


, S' , 1 J 6 „ Th ^ efore under your license agreement you are in- 
i e ^ ,° ~ r .\ George H. Chandlee approximately the sum of Eight 
H undred Dollars royalty, are you not? A. Yes, sir. 8 

„,vS: 177 - Dld y° u ev ! r pay Mr. George H. Chandlee any royalty 
whatever on account of this contract? A. Yes, sir y y y 

m S e / 78 A and h °7 many payments have you ever 

A t “ ot k " ow exactly how many payments without re¬ 
ferring to the books. My recollection is that there were three or four 
payments. 

Q. 179. How much would they aggregate in amount? A I do 
not know exactly, but would say less than One Hundred Dollars. 
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120 Q. 183. Now as a matter of fact, is it not understood be- 
tween yourself and Mr. Chandlee that you are to be relieved 
from the payment of all past royalties in the event he secures a rnt- 

ofthb interference^ !° r T P ,:f nrings in K Volvin « the sub J ect matter 

Q 184 RnMo ft' A ' 7 h *5 n ° SUch an a 8 reemen t or contract. 

ls there not an understanding to this effect? A. Mr 

1 I 1 . 1 . | ^ our differences and unpaid 

S3£ri.“? p he 13 t0 ',’ e . com P ensa ‘ed at the close of the inter¬ 
ference, no definite amount being agreed upon. 

fi „X «! • , • me ? n ’ of co , urse . that h e is to be compensated for the 

ence? he A m - vo, f l? ehalf ln the P r °secution of this interfer- 

^ i i' ,T hat 13 one of the considerations. 

My p f evl0U3 c i u ® ,ion waa not directed solely to this but 
more to the question as to the payment of royalties? A That aues- 

is°sett!ed neVef bee “ n ° r 030 il be until after the interference 

thi? infeif^n y ° U me i 8n t0 infer b y‘hat, that at the termination of 

a rlv wi h vo Tt hT S7 confidence in Mr. Chandlee to deal 
iairiy with you. Is that what you mean to say? A. I have and it 

is understood that we are to continue the manufacture of the rings 
under some arrangment to be agreed upon. g 


^ 2Y p°h U h ,?i Ve S lul d that as a resuIt of y° ur conclusions with 
1 91 ‘ f. handl . e 1 e . l that you had concluded to abandon your ap- 

121 Plication When was this? or, in other words, when did 

Ipp ^°v? C ude 1 ° a ^ and ? n lt? A * Sometime after Mr. Chand- 

lee had filed hl ^ a PPl lcatlon t m view of the fact that Mr. Chandlee 

made the first ring, and in view of the fact that an agreement had 
een made between us, and that the claims allowed read on his in- 

1 n^e Smony. 6d by mySe ' f that h WOuId be 83 wel1 th *‘ 


251. Mr. Norwood in question 156, you stated that to the best 
of your knowledge Mr. Chandlee was acting as your attorney at the 

^d e vou e rse?f erf f enee wa3 , d ? clar ® d between George R. Rittenhouse 
/ . ,, • -^ r c you positive of this? A. Since giving the matter 

careful thought, I now recollect that Mann & Company were my 

f the * . hay e just recalled to memory H,at Mann 

& Company prepared the interference papers. 
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38,384—34. 

Hearing March 1, 1916. 

In the United States Patent Office. 
Patent Interference No. 38,384. 
Chandlee 


S. E. T. 


vs. 

! 

Rittenhouse. 

Consideration of Reference under Rule 128. 

Piston Rings. 

122 Application of George H. Chandlee filed July 16, 1915, No. 
40,318. 

Application of George Rittenhouse filed December 24, 1913, No 
808,526. ’ 

Messrs. Chandlee and Chandlee for Chandlee. 

Mr. Henry S. Brewington for Rittenhouse. 

The primary examiner has called to the attention of the law 
examiner under provision of rule 128 the British patent to Leay, No. 
20,627 of 1912, as bearing on the patentability of the interference 
counts. The counts are as follows: 

1. A packing ring having a single split formed by notches cut 
through at right angles to its opposite sides and producing a sliding 
face that is parallel with said sides, and an oil-sealing groove around 
the periphery of the ring between one side and the said sliding face, 
said sealing groove beginning at one edge of the right angle notch 
and terminating at the other edge of the said right angle notch. 

2* A packing ring having a single split formed by notches cut 
through at right angles to its opposite sides and producing a sliding 
face that is parallel with said sides, said ring also having oil-sealing 
grooves around its periphery at opposite sides of the sliding face the 
groove at one side of the face being located between the said face and 
one side of the ring, while the groove on the opposite side is located 
between said face and the other side of the ring, said grooves extend- 

mg from one edge of the notch around the ring to the other edge of 
the notch. 

The invention forming the basis of the interference relates to 
packing rings. The counts call for a packing ring having a single 
spilt of special construction and an oil sealing groove or grooves in 
the periphery of the ring related in a definite manner to the split 
in the ring. The British patent discloses the invention called for bv 
the counts except that the packing ring is made up of several sec- 
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tions and thus has several splits instead of a single split. Packing 
1QQ nngs having a single split of the same character as that 
±40 specified in the counts are old and common in the art, how- 
ever, as may be seen by reference to the United States patents 
to Brandon, No. 426 634, April 29, 1890, and Rathbun, No. 684,617, 
October 15, 1901. It would appear, therefore, that invention would 
not be required, either to form the packing ring of the British 
patent from a single member or to provide the one piece packing 

£J n .f.® 0 ^ Brandon or Rathbun with the oil sealing grooves of the 
British patent. 

The interference is accordingly dissolved. 

The limit of appeal from this decision will expire March 22 1916 

V s -) E.S. HENRY,' 

u o mi/, Lav) Examiner. 

March 2, 1916. 

Defendant rests. 


Joseph R. Edson. 

Thereupon further to maintain the issues on their part joined 
the piamtiff called as a witness in rebuttal, Joseph R. Edson, who 
testified as follows: 

“I a m an attorney-at-law making a specialty of patent cases, as¬ 
sociated with counsel for plaintiff. I went to Mr. Chndlee’s office 
about the 3rd or 4th of February, 1921. Mr. John E. Cross of 
counsel for plaintiff , Mr. John E. Norwood, plaintiff, and I called on 
Mr George H. Chandlee, the defendant, in his office. Mr Cross 

? 8 T y ° f the COntract in suit > the defendant’s patent No. 

1,360,498 and an assignment and $1,000.00 in money. He placed 

the money on the table in front of Mr. Chandlee and asked him to 
comply with the contract by signing the assignment. Mr. Cross made 
tender of these papers and the money, Mr. Chandlee refused to com- 

1 9 a » y ’* » “d° rece , lve the money or to execute the assignment. 

He made no reference to any previous conveyance 
I am quite sure that he did not ” 

Whereupon counsel for plaintiff produced the original record of 
Ceor C o°p U H C T- ?°- 38 ’ 532 > entitled John E. Norwood vs. 

Exhibit No C —” d ee WhlCh W8S ° ffered in ev *dence as “Plaintiff’s 

«r£*«s SZwWsni sx? rr 

*n'l 10.818 and th. Ch.ndL N l » 

498 which is the subject of this suit, 9 9 

The bill recites that the parties were attorney and client states that 
Norwood application No. 825,653 involved in interference wifh an 
phcation for the Chandlee patent and another apphc ZnlZ prZ 
b J Cha ndlee as attorney who abandoned it without Norwood’s 

8I f f a 80 etat rf ‘ha* George H. Chandlee agreed to prose¬ 
cute the interference at Norwood’s expense and to assign to John E 
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to°rh»nif° r a r siderat i° n , of ?2 - 000 - 00 *> be paid by Norwood 
lL C t ^ d > ‘he issue of the patent and that a patent resulted on 

in eerfflin 31 ' 011 ° f Ju J y 16th ’ l 91 f’ and the contract being outlined 
in certain correspondenee and that the Chandlee application was 

thS agreement " C ° nSent *° be P ‘ aCed in the interf e«nce under 


Affidavit of John E. Norwood Filed with the Bill in Support of 
Restraining Order and Order to Show Cause. ™ 

City of Washington, 

District of Columbia, ss: 

12 o The affiant, John E Norwood says that for many years he 
employed George H. Chandlee as his attorney in conation 
wdh the prosecution of various applications for United States oaTentf 
including an application relating to a grooved m'jf xt ’ 

JZ ts±4i& 

and that whatever patent issued on either of these applications was 

mem ‘b® P ro f ert y ^ the affiant, on consideration 1 ^ of the pay- 

™ nt • j to the defendant Chandlee of $ 2,000 in case a Dftt 

en t were issued on the Chandlee application; pat_ 

That the defendant Chandlee, quoted as showing the relations hp- 
tween the parties to this suit, a letter written bv Norwood tn fhanrii 
under date of June 22,1915; * * * ThiJletteTr^s dl6e 

“You were to file an application for patent on the three o-rnnv^^ 

RittLnh ^° U ^ t 0 i wou ^ P u t you in interference with 

Rittenhouse and myself you to defend your interference and f?et en 

allowance if possible. At the same time you were to make an assign 
M 1 W 2v"nffh nt 10 mS 52.000 to be paiAs 

ov "* w *«• * p"*”- 

mi ' k ' a ne * application for patent on a grooved ring in com- 

Sr i^«x l s th fc sasiSf i “‘ ln, “ "»" id 

j^tfjasaas ,t as SR-s-afs 

be allowed on account of the claims of your natent T wrmld nn 
doubt win out over Rittenhouse, but your claim being broadb and 
covering my construction, I do not .see how I could secure natent 

im-w’ U v h Y add J ng th « words *° ‘he claim ‘leaving the lap P joint 
intact which you do not do. At the same time I would be havinTa 

' “ d ** '*P wonld b. 

d.;i p irs ss M - 
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126 That the affiant has paid to the defendant his charge for 
conducting the interference * * * that a patent lew 

beSNo t i e 360498 lee * aPP i iCa . tiOn ‘?i G ,f 0rge H ' Chandl e P the same 
being No. 1,360,498, * and that the affiant has made ten- 

fn r th° def< ^ dant of $ 2 >°°0 in payment for the patent pursuant 
to the aforesaid agreement, also offered to pay all charge for the 

FnTpatent; Chandlee a PP lication U P *> the time it matured 

That the defendant has refused this offer, and admits that he has 
f 0 t iu n l en ere A n ? t0 negotiations with The Piston Ring Company 
Ml .ehigan, offering them a contract to manufacture 
under the aforesaid patent, but that he is in negotiation with numer¬ 
ous parties for the sale of the patent; S numer 

That the affiant is president of a corporation (The No-Leak-0 
Piston Ring Company), manufacturer of grooved piston rings which, 
though widely different and easily distinguished from the ring de- 

£" b Sl£ * e Chandlee patent * * * may be included within 

the broad terms of some of the claims of the Chandlee pat- 

fffi * * 2 nd *. hat . 'I ' 6 defendant has in fact threatened the 

Wlth infringement proceedings under this patent 
ana at the same time issued circulars offering to sell * * * 

piston rings which are indistinguishable from the ring manufactured 
for the affiant and sold by the No-Leak-0 Piston King Company 

No 14 969 whlch rin & is painted to Norwood Reissue Patent 
( S S d -) JOHN E. NORWOOD. 

Subscribed an sworn to before me this — day of December, 1920. 

Notary Public. 

127 Affidavit of Edwin F. Samuels in Support of Restraining 

Order and Order to Show Cause. 

City of Washington, 

District of Columbia, ss: 

r f* 1 r in xr F ' Sfur ! uels > ^g dul y sworn, says that he is counsel for 
John LNorwood, representing him in the above entitled cause; that 

*J e ’ “ No ^ od3att0rney ’ has ‘eday offered to George H. Chandlee, 
the. sum of $2 000 in payment for the Chandlee patent No. 1,360 498 
dated November 30, 1920, pursuant to the agreement between Nor- 
wood and Chandlee, set forth in the bill of complaint ; that he has also, 
offered to complete the payment on behalf of Norwood, for the prose¬ 
cution of the Chandlee application from the date of the interference 
up to the date of issue, including the entire cost to Chandlee of the 
application and his charges for professional services since the date of 
Chandlee s last bill to Norwood in this connection: that Chandlee has 
refused this offer and further stated that he is in negotiation with 
numerous other parties for the sale of the patent. 

EDWIN F. SAMUELS. 
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Subscribed and sworn to before me this 16th day of December, 
1920. 

(Sgd.) A. M. PARKINS, 

Notary Public. 

Answer of George H. Chandlee to Bill in Equity. 

Filed in Open Court. 

In the Supreme Court of the District of Columbia. 

No. 38532. 

The answer of George H. Chandlee, the defendant, to a bill 
128 of complaint exhibited against him in the Supreme Court of 
the District of Columbia by John E. Norwood complainant, 
and the rule against him in the above suit pending in the said court 
to show cause on the 7th day of January, 1921, why a writ of in¬ 
junction should not issue enjoining and restraining said defendant 
from encumbering or disposing of any interest in the United States 
Patent No. 1,360,498, which issued to him on November 30th, 1920, 
which rule was continued upon request of the plaintiff to January 
14th, and then continued to January 26th, 1921, upon like re¬ 
quest of the plaintiff. 

3. Defendant admits that at the time of the declaration of the inter¬ 
ference and at the time of filing the aforesaid application of the plain¬ 
tiff and at the time of the filing of the application of Rittenhouse in¬ 
volved in the interference and prior to either of said dates, to-wit 
under date of May 10, 1913, he filed and had pending an applica¬ 
tion covering and relating to a piston ring. 

Defendant specifically denies however that he ever conceded that 
his said application filed May 10, 1913 contained probably nothing 
patentably novel, but upon the contrary has always held to the be¬ 
lief that it contained claims that were patentable. 

4. Defendant denies that he as attorney for plaintiff ever sug¬ 
gested that he should file in his own name an application disclosing 
the subject matter of defendant- earlier application numbered 766,- 
801, filed May 10,1913, which should contain an additional disclosure 
making it possible to read on this application the subject matter of 
the issue of the interference, or that the resulting patent if anv 
should be the property of the plaintiff. 

******* 

129 5. Defendant therefore denies that any understanding was 

had between himself and the plaintiff that if a patent resulted 
from the interference that it was to be for the benefit of the plaintiff. 

******* 

6. Defendant specifically denies that he entered into a contract or 
agreement or induced the plaintiff to enter into an agreement which 

10—3829a 
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lf the ? plic f ion involved in the interference proceed- 
kf /i i ln - a -E? tent that the same was to issue to the plaintiff 
*2 OnOhl h H, Pla ! nU ^ property in consideration of the payment of 
5 -’, . , b y the plaintiff to the defendant or the expenses of prosecuting 
said interference was ever paid by plaintiff to the defendant. 8 

] adn l ‘ 1,S that * he interference was dissolved and that 
plaintiff s application was abandoned but denies that application was 
abandoned without the plaintiff’s knowledge or for failure on the pwt 
of th .0 defendant to prosecute the same. 


9. Defendant denies that a patent issued or was granted to him 

™ a fP r i0n N *°n 40318, numbered 1.360,498 dated November 30th, 
b , ut . u Pon the contrary admits that a patent was issued to him 
nder date of November 30th, 1920, on application 766,801, filed 
May 10th, 1913, the defendant further denies that said patent con¬ 
tains claims which broadly construed or otherwise are in anv sense 

L?d e , P fiIedMay mh! S° SUre embodied “ the application as afore- 


130 .u 10 i P ef J endant denies that the plaintiff paid the charges of 
. , tb f defendant for prosecuting this or any application through 

rif m terf i re nn e ’ i^ ut adm ? ts that the Plaintiff paid the firm of 
Chandlee & Chandlee certain fees from time to time in connection 

with and for certain services rendered by said firm for the plaintiff. 
Defendant denies that the plaintiff ever laid claim to the aforesaid 
de . nies \ tbat h e has any right to lay claim to said patent, 
tonnn- plajntl f ever made legal tender to him of the sum of 
ifAUUt) in payment for the patent issued to him, or made legal tender 
of the reasonable charges incurred in the prosecution of his applica- 
tion up to the time it actually issued. ^ 

Defendant admite that parties representing the plaintiff made him 
an otter for his said patent and admits that he refused the same and 
declines to convey title to the said patent to the plaintiff, that in mak- 
mg the aforesaid offer to purchase representatives of the plaintiff 
asked the defendant to place a figure or value upon said patent, this 
the defendant declined to do at the instance of the plaintiff. 

i • en ? an i deni ® s T th at the letter set forth in the affidavit of the 
plaintiff, under date of June 22 , 1915, is the correct letter or that the 
same is completely set forth, that the complete letter is as follows: 

Mr. George H. Chandlee, June 22nd ’ 1915 ‘ 

920 F St. N. W., 

Washington, D. C. 

Dear Sir: 

Referring to your letter of June 17th and to our conversation in 
which we had an understanding and which I understood was ak.u“ 
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as follows: You were to file an application for patent on the three 
grooved ring as you gave it to me, this would put you in interference 
with Rittenhouse and myself, you to defend your interference and 
get an allowance if possible. At the same time you were to make 
an assignment of your patent to me in consideration of $2,000 
131 to be paid as follows: 2% of the gross, receipts, over and above 
costs of production until $2,000 has been paid. 

I to make a new application for patent on a groove ring in com¬ 
bination with the step-lap, leaving the lap-joint in-yact which would 
put me in interference with Rittenhouse through* Chandlee & 
Chandlee. 

I did not get a letter of papers from you yesterday as promised so 
I write to see if our understanding is correct. 

I did not quite understand the object of my making and applica¬ 
tion for patent as outlined for the reason that my patent would not 
be allowed on account of the claims in your patent. I would no 
doubt win out over Rittenhouse, but your claims being broader and 
covering my construction, I do not see how I can secure patent unless 
it is by adding the words to the claim “leaving the lap-joint in-tact” 
which you do not do. At the same time I would be having a groove 
between the sliding face and the step-lap which would be covered by 
vour claim. 

Please write me by return mail and give me full information and 
data as to what you feel the outcome will be. 

Yours very truly, 

(Sgd.) J. E. NORWOOD. 

Defendant submits the original of said letter herewith marked Ex¬ 
hibit “B” and asks that the same may be considered in connection 
with this answer. 

Defendant submits a certified copy of a petition filed by the plain¬ 
tiff under oath in a public use proceedings before the Honorable Com¬ 
missioner of Patents in the Patent Office under date of November 
24, 1920, in an attempt to resist the issue of the patent to the defend¬ 
ant, in which sworn petition, among other things, the plaintiff states, 

“That the issue of such a patent, even though the patent be in¬ 
valid, as the petitioner believes it will be, will have a most detrimental 
effect on the petitioner’s piston ring business and as the petitioner 
has definite knowledge that such rings were in public use more than 
two years prior to the filing of the Chandlee application, so that 
Chandlee is not in fact entitled to a patent, he hereby protests against 
the issue of such prospective patent and request that public use pro¬ 
ceedings be instituted in order that the Patent Office may examine 
the witnesses offered by him and determine whether the applicant 
is in fact entitled to such a patent. 

******* 

(Sgd.) GEO. H. CHANDLEE, 

Defendant. 
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on^eb^ryieih, 6 !^? 0 ' 14 Prejudice at the request of the P laintiff 
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Deposition of Paul R. Beardsley. 


pviHen reU 5 ° n C 0 U ? 3 < r! for **? e plaintiff produced and offered in 

Ss?7,p d axa£.“ R ' p™*”*« 

urornfrii a p- e ! ldel J ) t . of ^l uske g° n , Michigan, Secretary and Treas- 
RtoVff K mgCom pany. We manufacture cast Iron Piston 

Kings for all kinds of engines that use metal piston packing. I 

hrst became acquainted with Mr. Norwood about the year 1913 I 
began the manufacture of piston rings for him. I dealt with him 
under the name of the Auto & Accessories Manufacturing Company, 
I believe. I am still dealing with him. We are still manufacturing 
lor him rings of a special type known as oil groove rings. They 
are used principally for internal combustion engines. We do about 
two hundred times as much business for him as we did in 1913. I 
cannot recall that I ever made any grooved piston rings before I 
made those for Mr. Norwood. I am familiar with Mr. Norwood’s 

Tl V t rt A SI 5^. n ' at i® r 1 J? stratln g the No-Leak -0 ring, sold by the No- 
ea *K°fi Pl f t0n Rlng Co !" pany ' The illustration in the red triangle 
on the first page correctly show a section of the ring as we manufac- 

fhp Th N e ITfTA h p Wi . tneSS T>P r0duC ^ ? No - Leak -° illustrating 

trSpilhdff’rExhibUNl" hlCh " eVideDOe and 

I met Mr. George H. Chandlee, he called on me at mv office to 
hscuss certain matters relating to piston rings about the 15th or 20 th 
ol November 1920 I saw Mr. Norwood soon after that interview 
and reported the substance of the interview to him. I presume that 
Mr. Chandlee came to inform us (meaning the Piston Ring Com¬ 
pany ) of a certain patent covering piston rings which he claimed 
would be issued to him on the 30th day of November following 
133 and also in an endeavor to interest us in manufacturing for 

him rings under this patent. Mr. Chandlee referred to an 

application for a patent on the date of the interview and stated that 
the patent would issue on the 30th of November. He showed me a 
small advertising folder illustrating his idea and stated that he would 
send me a copy of his application.” 

Q. What did he say about the scope of his patent? possibly you can 
explain it by telling what effect he said it would have. A. “Broadlv 
he claimed that his patent when issued would cover practically all 
classes of grooved piston rings, and would also cover what is known to 
the trade as the tapered face ring. 10 

“A few days after our interview he sent me a copy of the applica¬ 
tion m connection with a letter dated November 27th 1920.” 
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Thereupon the witness produced the letter of November 27th from 
Ge° rg e H Chandlee to the Piston Ring Company addressed as “Mus¬ 
kegon Piston Ring Company” which was offered and read in ert- 

“ r * 2 " 

rp, M _ November 27th 1920. 

The Muskegon Piston Ring Company, 

Muskegon, Michigan. 

Gentlemen : 

As requested by Mr Beardsley at a recent interview with him in 
follows- 0 * 1 ’ 1 beg t0 submit the sub J ect matter of our conversation as 

r.l»fm! re r W 1 v!-T® t 0 i me on Novem ber 30th, a patent containing 
Sd May To 1913 a C ° Py - The ° riginal f ° r thi8 P atent ™ 
t Y r^ iU note c ^ a i ms cover the “Superoyal” ring • the “No- 

nn a 2 ?h ‘<r?n‘ h ? I taP M ed ™ gad 0P ted b yFord; the “DoMore^ 
—i?? e ^ enerfd Lighting Cut ring and a number of others with 
w L!ch you are probably as well acquainted as I am. 


e taken the preliminary steps looking to the organiza- 

in the lit ^h C l m T Pany t0 ? arket my ? ngs in the ^rm shown 
in the sample that I am sending you. In this sample you will 

ote that the ring has a taper of about two and one half thoiiLndths 

fL mg *1 th ? major end - The effi ™ncy of this ring is 
set forth in the enclosed circular. J g 18 

Tif that the Iogical thing for me t0 do rather than 
enter the fifed with a new concern, even with this controlling patent 

sofhlT V n e l ab l lshed in the marketing offing 

i-■ 1 * 5 ?* 1 may Lave the benefit of the experience of an already"estak 
lished concern, in both the manufacture and sale of the product T 

have therefore to suggest that if the proposition is attractive Thavl 

from you a statement of the basis upon which you wiuld be 
pleased to negotiate whether it be a royalty contract with your ores 

on v nrT’l ° r “ subsidiar y ^mpany, in which I would hold stoOk 
only, or a lesser percentage of stock and a royalty contract Tt 

panTmight 6 ° f T S with a -bsXry co^ 

P a ” y *" lght be , niost , satisfactory and that with your plain faced 
ring, my grooved and tapered ring, and my ungrooved and tawred 

The ma°ket COmPany W °" d C ° ntro1 8 Iine that would truly dom^ate 

It occurs to me that with the added business represented by that 
of those competing concerns whose manufacture and sale mav be 

com^n S afion Pf for t wbr Ue of , th . is P aten ‘- yo « will have more tha^ 
compensation lor whatever shrinkage in volume of vour normnl 

business there may be, incident to the present slump ‘in Rie aTto 

ihat b tbU f 7 ii, °?r ersely ’ and 1 ‘bat you accept my statement 
that this is not the threat of a highwaymanf the taking over oHhe 
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proposition by a different concern, whether it be one already estab¬ 
lished or the one for which I have capital provided, would leave you 
in the position of an infringer, with every probability of an iniunc- 
tion against the continued manufacture and sale of the “No-Leak-O” 

rmg, unless such other concern were agreeable to a license contract 
with you. 

In conclusion, the present appears to me to be an opportunity 
to take over a market that has been built by a rival concern, whose 
rights as a matter of law and equity, terminates with the issue of 
the patent and whose rights as a matter of equity, terminated at 

the option of myself in 1915 with its refusal to continue royalty 
payments. J J 


* * * * 


GEO. H. CHANDLEE. 

P. S.—It may interest you to know that Mr. Norwood yesterday 
endeavored to hold up the issue of my patent with what are known 
as public Lse Proceedings, which, however, were unsuccessful. 


* ' * * 

Yours very truly, 

G. H. C./D. . 


The witness further testified: “Mr. Chandlee, whom I had never 
to my knowledge seen before, introduced himself and immediately 
n o ► opened the conversation in relation to his application for pat- 
16o ent. He referred to our manufacture of piston rings for the 
* * j ^o-Leak-0 Piston Ring Company, which I admitted, and 
stated that rings such as we were making for the No-Leak-0 Piston 
King Company would infringe his patents if and when issued 
Huring to the conversation Mr. Chandlee made some statements 
that appeared to be very broad and while I had never before heard 
of his application, knew nothing of his claims, could not believe 
that they could cover all of the points suggested by him. He fur¬ 
ther stated that he had no desire to cause The Piston Ring Company 
any inconvenience or expense, and in fact would be glad to have 
us begin the manufacture of rings for him providing we would dis¬ 
continue making them for the No-Leak-0 Piston Ring Company. 
He later intimated * * * that action would be started against 

he No-Leak-0 Piston Ring Company or John E. Norwood and that 
of course in order to protect his rights he would eventually prose¬ 
cute any other infringer. I stated to Mr. Chandlee that having 
done business with Mr. Norwood and the No-Leak-0 Piston Ring 
ompany, whom I regarded as identical, for years and having been 
assured by Mr. Norwood that he considered his patents valid and 
would protect us in the manufacture of rings for him, that Mr. 
Chandlee would have to conclusively prove that the rings made for 
the ^o-Leak-0 Piston Ring Company were infringements before 
we would discontinue manufacturing them for the No-Leak-0 Piston 
King Company or even consider making rings for him. 
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“I understood Mr. Chandlee to say that he would eventually 
prosecute us for infringement if we did not follow the course whidi 

No KEft t hat p- dls ?? ntmue the manufacture of rings for the 

for him °M 1St r^ R m g Com P an y> and a 8 re e to manufacture them 
for him Mr. Chandlee at that time conveyed to me an idea as to 

1 'if. w i, m °i nng le s °ught to have us manufacture for him 
ldfe He showed me a small printed circular showing the ring 

crave tvl whlch he proposed having us make and also described it. He 
ga\e me one of those circulars which I now hand you.” 

oZ h r? UP ° n ‘ he Witne f P^uced a Chandlee circular which was 
offered ,n evidence marked Plaintiff’s Exhibit No. 3, Chandlee ch- 
cular illustrating the proposed Chandlee piston ring. 

“I have read the circular and understand it. It contains de- 

thaTbv the df r h ! Ch Tn Uld enable me to ascer <&in more clearly 
than by the illustration the exact nature of the ring which he pro- 

t0 T n w a °T tUr< !' ..Compared with the No-Leak -0 ring ilhjs- 
trated in the No-Leak -0 circular, plaintiff’s exhibit No 1 placed 
side by side, the two rings could not be distinguished apart.’ ^ had 
a personal interview with Mr. Norwood, President and principal 
stockholder of the No-Leak -0 Piston Ring Company soon after the 
above related conference with Mr. Chandlee, I mentioned this con¬ 
ference to Mr. Norwood and told him as nearly as I could remember 
the exact conversation between Mr. Chandlee and myself ^ 

I told Mr Norwood that Mr. Chandlee had called and told me 
about his application for patent which he expected to be issued on 
November 30th. I told him of Mr. Chandlee’s request that we dis¬ 
continue making rings for the No-LeabO Company and make rings 

tte No i eak O P™, ° f p" statemen ‘ *Lt he conside^ 

wm.m 1 k "? Company an infringer and that he 

uould prosecute Mr. Norwood and the No-Leak-0 Piston Ring Com 
pany and eventually any other infringer. 8 ° 

V ■ I told him that Mr. Chandlee had given me to understand that 

h ‘4he^etTe?!pf C 0 V rT t PraCtlCalIy u U n ypes of grooved P ist °n rings, 
the letter referred to came to the Piston Ring Company through 

the regular mail in the regular course of business.” y g 
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John E. Norwood, Recalled. 


.^ Up 0 VT her t0 rnaintain the issues on their part joined the 

fifed ^fdKs: S " WltDeSS ^ rebUttd J ° HN E - Norwo ^ who 

+ Geor S e Chandlee for the interference Droceedincr 

to which the contract relates, that is, I paid all the bSs Dr^ented 
My patent application embodied in the interference was allowed 
but the interference stopped it from being issued. IuL nZr 

rWiif Ue<1; 1 ^ “ 0t remember having made any payments to Mr 
Chandlee since the interference. J F y 

timJ m T de a ? r . actl J e of S° in g t0 Mr - Chandlee’s office from time to 
time. I saw him frequently. Mr. Chandlee has been taking out 
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patents for me for a number of years and I believe he has still some 
that are not completed. I called at his office frequently. 

kept in touch with the course of his application which was to 
be conveyed to me. My application was held up on account of his 
new application and I had great interest in it on this account. The 
contract was made so that I could get a patent on that piston ring 
1 employed new counsel in the fall of 1919. 

* . ^was involved in the interference referred 

to m this case was abandoned while it was still in charge of Mr. 
Chandlee. I have never cancelled the contract of 1915 or made any 
suggestion or admission that I did not consider it to be in force. I 
had no idea of discontinuing or cancelling it.” 

Whereupon the witness produced letter from John E. Norwood 
to George H Chandlee dated March 14, 1914, which letter was 
ioq oft ered and read in evidence marked “Plaintiff’s Exhibit D” 
loo and is in the words and figures following: 

* ****** * 


‘With reference to the specifications, drawings and claims of the 
piston-ring patent we trust that you will have them in our hands 
ear y in the week as we cannot very well complete our organization 
without them as the parties we have who are inclined to take stock 
are waiting to see this and we feel that as soon as we get hold of them 
to&t we can then complete our organization. As soon as we get the 
company under way the writer will be over to see you and talk the 

matter of stock over and feels sure that we can make the matter satis¬ 
factory to you.” 

t ^ received any notice from Mr. Chandlee or anything which 
C *-i t ^ n ^ e ^P re ^ as notice that he was not living up to the contract 
until 1 met Mr. Beardsley coming from Chicago, in November, 1920. 

*, e * n way: I was attending a convention in Chicago 
which closed on November 19 and T immediately went to Muskegon 
to give the factory instructions to increase the output of rings and I 
interviewed Mr. Beardsley on the day after the convention w T hich 
was the 20th of November, 1920. Mr. Beardsley is secretary and 

treasurer of The Piston Ring Company which manufactures my 
rings. J 

,3^ t i il ? le of int «rview with Mr. Beardsley in November 
19JU, he told me of Mr. Chandlee's visit and seemed very much 
alarmed at the threat and it occurred to me at once that I had an 
agreement with Mr. Chandlee to turn over the patent to me. 

As the Piston Ring Company was the only source of my supplies 
and my business had been built up largely on account of the qualitv 
and workmanship of that ring, to have Mr. Beardsley tell me that 
if these patent were what Mr. Chandlee claimed, why, they could not 

m ^T e t^ \} ng p an ^ i° C T t v m j ° ff from my supply ™ ould be minous. 

I told Mr Beardsley I had a contract, I did not know at that time 

i *o ii 1 li w ? s mislaid > but when I got to my office I began to 

139 ook up the papers in the thing, but was unable to find any¬ 

thing right away, and I did not feel that I could afford to 
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I 1 ,*™ such br ° ad claims and a Public Use Proceedings would hold 
Mr Beardsley ^ ab ° Ut * he 20th ° f November when I talked with 

I filed Public Use Proceedings immediately upon my return to 
Baltimore. I arrived in Baltimore about the 24th of November. 

? id Mr ’ Bea rdsley say anything to you about the broad claims 
that it was proposed to be patented? A. He did. 

did ^ ^ ave an y thin g to do with your proceedings? A. It 

Page 99, transcript of testimony. 

Q. In what way? 

them r selveTshow A on\h P et n fa^ a m0,nent ag0) the P r0Ceedings 

The Court (interrupting): I do not know whether the proceedings 
necessarily show all his reasons, but they may show some P of them. g 

Page 100: 

Mr. Bowers: The whole object of the Public Use proceedings was 
to prevent the issuance of the patent, proceedings was 

proceedings!^ = * Certainly follows that that was the object of the 

Bee l| e The prayer did not say that a patent issued or it should 
not issue that he had been informed that a patent was to issue on 

Datmte gr<K ? vednn 8 3 which would interfere with his other 

patents, as to impair Mr. Norwood under other patents It was 
simply to prevent Mr. Chandlee_ p 11 was 

The thTquesdon.’ 1 WiU Wai * f ° r the argUment on that - Answer 
140 The Witness: What is the last question? 

(The preceding questions and answers were thereupon read bv the 
reporter, as above recorded). H • lne 

By Mr. Samuels: 

Daten t^whh^nnVi° ? S1< ^ y0U 0r an y bod y else was entitled to a 

nwLk?ng? lth h br ° ad CklmS 38 y ° U understood Mr - Chandlee was 

The Oonrt” a u °P. inion > if the Court please. 

* be ° j?* 1 l h - c k J W11 a l low the Wltness to explain the circum¬ 
stances under which he acted at that time. These questions havo 

been so leading although no objection has been raised^o them that 
I cannot give much weight to testimony brought out in this way. 

Page 101: 

JFdSmH ft,'S"* "»‘ ~ •» 

11—3829a 
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By Mr. Samuels: 

Q. Can you relate any particular instance which caused you to sup- 
pose that the paper in question, the written contract, might have 
been permanently lost or destroyed? A. Yes, sir, I had a fire m my 
othee in 191 1 and it burned up a great many papers, and what were 
left were gathered together and put around in different places that 
it was a right hard matter to find papers that old especially, and by 
degrees I did find first the letters which caused the first suit I believe 
and then the contract was found after in looking up some other 
paper, and then the second suit was begun. 

Page 102, Transcript of testimony: 

Cross-examination. 

By Mr. Bowers: 

Q. Mr. Norwood, you spoke about the abandonment of the old 
application, 825,6o3. How did that application come to be aban- 

d ° n ii i A ' is the one tbat was in interference. I do not 
recall the number. 

• I e \, Sir W A * ^ that was abandoned, with the understand¬ 
ing with Mr Chandlee that by putting the—by him putting in an 
application for a patent taking in his prior date, and taking in my 
claim it would throw him into interference, and give him a farther 
date back, with the possibility of winning the interference and my 
domg that was the subject of the contract and it was understood that 
the old royalty agreement was to be abandoned, and a new agree¬ 
ment made, that was the agreement made at the time of the inter- 
ference. 

Q Did you say when it was abandoned? A. Why, I do not know 
of the date; that was left up to Mr. Chandlee to do. 

Q. Did you know of that abandonment at the time_ A No 

sir. ’ 

Q. But I understand you to say that it was abandoned without 
your knowledge. A It was abandoned without my knowledge; Mr. 
Chandlee had full charge of it, and his application was pushed for¬ 
ward after the interference closed. 

Q. Which application of his do you refer to? A. His second 
one, embodying both patents, and embodying mine also, that was 
tne main thing, to get that through. 

142 Q. What do you mean by “embodying’’? A. The claims 

n. rw° f f 17 5 a i e ? ts that i he was , t0 abandon and the claims to his 
hrst patent and I do not know what other claims he added. 

Page 104 of Transcript of Testimony: 


Q. Do I understand you to say that the application 40318 which 
was^ m interference embodied the same invention as 766 801 

™ ed -k A ‘ i Int f ruptin S ) 1 d0 not know what you mean bv 

the numbers—the first or the second one. ^ 
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v S' application. A. No, sir. My application em¬ 

bodied different with his; and Mr. Chandlee’s first one was a diagonal 
cut- ® 

Samuels: Wait a minute. Those numbers do not refer to 
Mr. Norwood’s application. 

volved ^ 0wers: are ^king generally the application in- 

The Court (interrupting): * * * 

Page 106: 

Q. Now, Mr. Norwood, you have testified that the application of 
yours, which was in interference, was abandoned without your 
knowledge, on behalf of Chandlee, the attorney. Did you not state 
in your examination or testimony in the interference proceedings 
that you and Mr Chandlee agreed to the abandonment of your ap- 
pication . A. Yes, sir, but just what abandonment means, I am 
not familiar with all the technical points about that. I know that 
my patent was to be held up. Now whether you call that “abandon¬ 
ment or not, I do not know, but I always had in mind that that 
patent could be brought before the Court and worked on 
14d through and possibly at the same time be issued if I found 
, , , n u eces sary or wanted it. At the same time, Mr. Chandlee 
had full charge of it and was to act according to the way that he' 
thought best, and lay my patent aside and make application himself 
to put the interference in better shape; why, I agreed to almost any¬ 
thing that he advised as his client. There was only one thing that 
I wanted to make sure of, and that was the contract that whatever 
patent was issued it belonged to me, that was the substance of the 
contract and now just to what extent my application was laid aside 
or just what became of it I am not positive. 

By Mr. Bowers: 

Q. You say you do not know the meaning of “abandonment,” 
Mr. No ™ood. You do not mean to advise the court that vou are 
filing a bill here and setting up as one of the features of vour case 
the abandonment of your application, and attempting to show dis¬ 
loyalty on the part of the attorney, when as a matter of fact you 

are Wlth what “abandonment” means. A. I under¬ 

stood that abandonment” means a dropping of the case. 

y. Is that what you mean to answer to my question that the case 
was dropped A My particular application was, according to the 
way I understood it. I have attempted to revise it. 

Mr Bowers: Now, if the Court please, in regard to that question 
I will read from question 151, reading now from the Interfered 

proceedings, in which this application was involved, the Chandlee 
application being sued on; it reads: ^nanaiee 

ference^” 15 a‘ AftJr w/° U n0t con * i . nue 1 a ? a P al t v to the inter- 
ce. A. After becoming aware the claims would read on Mr. 
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Chandlee’s invention and knowing the first rings made were his 

-i a a mven 1 t ; on an ^. tbe agreement between Mr. Chandlee and 

m which the rings were made and marketed, I de¬ 
cided to abandon my case for the present. 

The witness continuing: I do not think it was absolutelv aban¬ 
doned; I know Mr. Chandlee said he would abandon it "for the 
present and it was in his hands. I have been trying since to revise it. 

H. Ihen Mr. Norwood, when you say in your first bill of com¬ 
plaint, which has been made a matter of evidence, that the inter- 
erence between Chandlee and Rittenhouse was finallv dissolved, 
and that the Norwood application had become abandoned without 
Norwood s knowledge, for failure on the part of Norwood’s attorney 
to prosecute the same, m view of what I have just read from the 
interference testimony, how do you reconcile that statement in your 
bill of complaint. A. What is the date of that? 

Q* This is your first bill of complaint filed against George H 
Chandlee, Equity 38,532. A. What date*? g 

. ?-/ lled s Tt m f De ? ember > 1920. A. Well, my recollection 

n^wv? + red tbat tlme ^ was permanently abandoned. 

What is that? 

recorded) 334 aDSWer was there upon read by the reporter as above 

„ I 0U diso 4 0 rr d was permanently abandoned? A. I had 
never known it before. 

™ r - No T K J a L-n wi ? ask you how you came *° m^e the 

r ermTtref tr K^ 0Ur b *> of , com P lai nt that your application was 
permitted to become abandoned without your knowledge, for failure 

145 h M cl oo m o’od Then you testified in the interference 

follow^ ingS N ° m answer t0 the question No. 151 as 

After becoming aware the claims would read on Mr. Chandlee’s 
invention, and knowing the first rings made were his invention and 
e a £ reem ® n t between Mr. Chandlee and myself in which the 

Z g p 7<Zn™ and marketed ’ 1 decided t0 abandon m y case foi 
A. For the present, yes, sir. 

are two d°S„t I st 0 tement ink **“ Wi ‘ neS8 C8 * heS my P ° int ' There 

thaThe made tw^hfferem IS" U ’ he may d ° S °' R is shw " 

* hat my a PP lication should be abandoned 
the present, but I was not aware that it was Dermanentlv 
abandoned and I presume that is why the two things ap^r to Z 
mixed I know that sometime in the later yearn ofrnomhs I do 

toM me r Ca ’ Whe " 1 *f ked t0 Mr - Chandlee himself about’it he 
told me ,t was permanently abandoned, I was surprised. 

ty. Do you mean to state that your application had KAn/tmo 

permanently abandoned? A. I think the records show that 
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rr,vol.^ r ' N ° n ' 0 ? d ’ y ? u s f icl ', n your bill of complaint that the 
royalty agreement, or that the Chandlee application No. 766,801 was 

Man of nit?* ° f n e royaty agreement in favor of the Auto Accessories 
Manufacturing Company which agreement has since been abandoned, 
vvni you state when that agreement became abandoned? A. At 
tiie time the new agreement was made. 

Q. Did you ever pay Mr. Chandlee any royalties on your royalty 

contracts? A. Less than $5, to the best of my recollection; it was a 
small amount, in 1913. ’ 

Q- 6id you testify in the interference proceedings that 
14b you paid him less than One Hundred Dollars? A. Well it 
might have been less than One Hundred Dollars and that 
w ould still make it a small amount. There was less than a thousand 
rings made under the agreement, the first agreement. 

Q. Did you not testify in the interference that that contract was 
in existence between you and Mr. Chandlee in December, 1915? 
A. My recollection is that it was abandoned at the time of the mak- 
mg of the other contract which was July, 1915. I do not remember. 

O- It appears from your testimony in the interference, does it 
not, that you were indebted to Mr. Chandlee in approximately the 
su ™ of Eight Hundred Dollars royalty? A. I do not recall 
Q. You were asked in question No. 176: 

“Therefore, under your license agreement, you are indebted to 
Mr George H. Chandlee in approximately the sum of Eight Hundred 
Dollars royalty, are you not?” 

and you answered: 

“Yes. sir.” 


A I cannot account for that, other than possibly Mr. Chandlee 
calculated the rings made up to that time, but the books being de- 
stroyed in the fire, I do not recall that there was- < 

Q. Did not you just testify that you made less than a thousand 
rings, or about a thousand rings? A. Yes, that was in 1913. Now 
this may have been reckoned up to 1915, when the interference was 
hied. I do not know how that came about. It may have been a 
reckoning made by Mr. Chandlee at that time. 

Q. Do you now state, in view of this testimony in the inter- 
147 ference, that the contract, the royalty contract, covering 
application 766,801 terminated, or was abandoned, upon the 
making of the other contract? A. That was my understanding or 
recollection at that time. 

Q. How could you be indebted to Chandlee in the sum of Eight 
Hundred Dollars at the time of the taking of this testimony, which 
appears to be in December, 1915, if you had made only a thousand 
rings at that time and your contract had been abandoned? A. I do 
not say a thousand rings at that time, I said about a thousand, or less, 
in the year 1913. That is 1915, and that may have been reckoned 
up to that time, when the agreement was made, when the new agree¬ 
ment was made. 
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By the Witness: 

I would like to give a reason for my saying in the vear 1913 be¬ 
cause it was after that that I commenced to make rings ^af ter my own 

Slv° n w a hv <1 ,r P r fi Chandlee cl T e :' a roya,ty due hTm on tSrand 

Cefi of that Tt 7 aS K W0r l ke T d out and ma ybe I gave him the 
benefit ot that. It is so far back I cannot remember all the details. 

Q. Will you state here, Mr. Norwood, that you are justified in 

saying that the royalty contract ceased upon the making of the other 

rnvalf Ct ’ W ^ Gn f 8 % mat j er of fact —or is it not a matter of fact—the 
royalty contract referred to one application and the second contract 

referred 1 ° ai ? other a Pl dlcatlon ? T be second contract embodied 

htj!Hp 8 Kp 1 cat 1 on ®> ora11 three; that is why the second contract was 

I *- M pUt A ng °^ n a PPt ica tion into the same patent, 
otherwise I would not have abandoned my own. F 

148 S' Y r U ‘ hat * he second contract embodied all three 

148 ,| 4 > T fi he set *! nd . application—yes, the second 

▼ f , ,V U 9 h ®® d,ee s first and mine and Mr. Chandlee’s second 
in fact, it shows m there. 

Q. Have you read that contract lately? A. Not lately, no 
W If this contract should refer, Mr. Norwood, to_ 

tha^klm? 111 ^ ^ See the contract on a hypothetical question of 
By Mr. Bowers : 

Q Will you point out wherein that contract refers to all three 
applications that you have just spoken of? A. Well, it says, "that, 

Patent nf li? fir ? has made a PPhcation for Letters 

Patent of the United States for improvements in piston rings by his 

application, dated July 16th, 1915, and whereas the party of the 

second part is desirous of acquiring all right, title and interest in 

and to said application and Letters Patent thereon to issue it is 
hereby agreed as follows 

“For and in consideration of the sum of One Dollar each to the 

other in hand paid, receipt whereof is hereby acknowledged-” 

J he ycurt: You need not read the contract aloud. 

A. Well, it does not specifically mention all three patents, but 
my own and, it was agreed that the first application of Mr. Chandlee’s 
would be embodied in the second application, and that his second 
application was to be assigned to me according to this contract and 
wouW undoubtedly embody all three, and the issuance of the patent 
shows the two, and this shows my application so it is double proof 
that all three were embodied in it. K 

149 By Mr. Bowers: 

^ben as I understand you, this contract does not represent all 
three applications for patents. A. It does represent all three Just 
what the patent itself says, and what the agreement says ’ 

Q. How do you arrive at that conclusion, Mr. Norwood, that this 
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paStse?" tainS 811 three 0f them? A - By lhe contract and the 

Q. By the contract and the patent itself. A. As issued. 

Q As issued. A. Yes, sir. 

You made thls statement in your answer to question No. 183 : 

and Mr V, Ph faCt> is * t * iot understood between yourself 

Chandlee that you are to be relieved from the payments of 

,£ as . r °yalties in the event that he secures the patent on his 
mterfe a renM?” r P involvin « the object matter of this 

Your answer is: 

‘‘There is no such agreement or contract.” 

A. What is the date of that? 

1 Q& T r h . at is ¥ ween Dece ! llber 10th, 1915, and December 20th 
tmcf' A W nlf ) b u e ?'i ent t0 4he date of the making of the second con! 
agreement?^ * haVe reference to the royalty contract, no such 

.. % ^ 6S ’ s * r ’ dult * s the question that I am asking you. A Well 
ment^ e that JntraCt W8S m8<3e in July ’ then there was no such agree! 

quSonTAhe court ple^^ **" witne " qUite Understood th * 
150 By Mr. Bowers: 

Q. Did you not recognize that at the date of your statement in this 

iw m °w .'u 6 existence ^ a royalty contract? A. I do not recall 
m^fn " hat thls means unless it was an acknowledgment of the agree! 
ment to pay that royalty even after the contract was made. It was 

fn JT/lf 1 ? ‘k 6 con .‘ rac ‘ was made and possibly an understand- 
ing of the sum to be paid, that was due prior to the contract. I do 

not just recall the circumstances. As I said, it has been a good while 

S 14 may have been an understanding that some royalty was 
to be paid even after the contract was made. I do not recall* ? ' 

, ^ Y ,°o, r answer, Mr. Norwood, to question No. 187, that “it is un¬ 
derstood that we are to continue the manufacture of the rings under 
some arrangement to be agreed upon,” and in question No 196 “I 
now hand you the Chandlee Exhibit 1 which purports to be a license 
agreement between Mr. Chandlee and yourself, and ask you to ex¬ 
amine and see if there is any date upon it, or other evidence indicat¬ 
ing when it was executed.” “A. There is no date upon this agree- 
™ e , nt ; Exchange of letters between Mr. Chandlee and myself^rere 

d^ttf 'I 16 tlme > ^mentioning this fact, and while the contractwas to be 
dated, it seems to have been neglected.” 

Q. What did you mean, that it was understood that you were to 

UDon" U6 A h T f p, a n U i faCtUr n u “ der , some arrangement to be agrJd 
P n A - 1 do not recall what that was at this time. 

A Q ThTroyMtyl e nS° f ** arrangement P ut into tha ‘ contract? 

i r s ^ r - I mean the second contract, now. A 

151 Well, I do not recall that there were anything put in there ex- 
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qpem/ 1 * 6 £ gre ,® ment . t0 turn the patent over when issued. That 
seems to be the main part of it, but just what other little arrange- 

It opfm'I?' 6 ma M a & nt ^ yaltles U P to a certain time, I do not recall. 
It seems to me Mr. Chandlee wanted to continue, to form a stock com- 

t , 1 ? ere ,"' a l a wl ? ole ' ot of thi “gs discussed pro and con, but I 
do not recall just what the object was or what the idea was. 

P roduced and ‘he witness identified a letter 
24th 191^ J wh?, E Norwood to George H. Chandlee dated November 

FVK k-* io’»» a WaS °, ffered ln evlde nee and marked “Defendant’s 
tuchibit 12, and was thereupon returned to counsel for defendant 
and is in the words and figures following: 

“Automobile Accessories Co., 

816 W. North Avenue, 

Baltimore, Md., U. S. A. 


Mr. George Chandlee, 

920 F Street N. W., 
Washington, D. C. 

Dear Sir: 


November 24, 1915. 


„A r l y ° U goi , ng , t0 bring . the agreement in the suit? Your oppo¬ 
nent has, no doubt, got from the files your application for patent 
mentioned in the agreement, what are you going to do about thlit pat- 
ent. Does that patent show grooves? Does it show step-lap? If 
not, was the agreement between us based upon that patent or upon 
your present application? How will you explain it? How shall T 
answer opponent should he ask me why I changed my power of at¬ 
torney from you to Mann & Co., and from Mann & Co., back to you? 
The agreement between Auto & Accessories Mfg. Co., and yourself 
i Eio WaS t* 1 ? beginning of the piston ring business. The new corn- 
102 pany, known as Automobile Accessories Co., was incorporated 

will rv i commen S ed business March 15, 1914. This question 
will likely come up, how shall I answer for this? You will remem- 

ber one of the reasons was that the old company was somewhat in- 
voived and the new company wanted to start with a clean sheet 
Another reason was on account of the writer’s application for patent* 
the new company to own and operate the piston ring business which 
it has been doing since incorporation. 

Opponent of course, knows of my application for a patent, what 
reason will 1 give for abandoning it? What answer should I give 
if he should ask why I made application for a patent when I had an 
agreement with you and manufacturing the same devices? 

The above are questions that want to be considered beforehand and 
I wish you would take these up one by one and answer them from 
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every standpoint you can, thinking of what opponent might attack 


(S.) 


Yours truly, 


J. E. NORWOOD. 


P. S.—* * * 


Redirect examination: 

“In 1913 I made only the Chandlee ring. In 1914 I commenced 
40 a nn ^ a ^ €r m y own application. 

<.» ,„? re " as ® ome 1 disa « r eement between myself and Mr Chandlee 
as to whether those latter rings were under the royalty contract. 

Testimony of Ed/w%n F. Samuels. 

,,J h , ereUp ° n .‘° the issues on their part joined plaintiff 

called as a witness Edwin F. Samuels, who testified L follow^: 

101 Q Sa w Mr ' ? andl< ? in . his office about the middle of October 
919. We went over the different piston ring applications which ho 

w£ ^ arg W f rc Mr -d Nor rt in ^ udin « ‘hat on P whiTtopatent 

tain f n m v® con? ’ f ered Wlat protection he could probably ob- 
nothiil Mr. Norwood’s product on those applications. There was 
nothing said by either of us suggestive of a purchase by Mr. Norwood 

153 thhd? Pat T t r n l he application being issued m this case I 

3 ttTAsSS? M " Cb ” dl “ 

th™£S“ r “ p “ ,iv ” ir ' «'*• 

of all n/rh rt o h o er A emembered tha( i. th , e foregoing contains the substance 
of all of the evidence given on the hearing of this cause, and each of 

the exceptions stated to have been taken by the attorney for the plain 

iff were so taken and were duly allowed and notedby the t 

f 0rder tj 1 * 1 ® ach and ever y one thereof may be preserved and 
h °/i record) ^J 11 ? statement of evidence, by consent of the parties 
hereto through their respective counsel of record, is duly stated ar>- 

811(1 Slgned ’ r and ordered to be made of record in the above 
entitled cause, now for then this 4th day of May, 1922. 

By the Court: 

JENNINGS BAILEY, 

Justice. 

=J! 6 „ h€reby COnsent > * his 4 ‘ h day of May, 1922, that the Court may 
state, approve, sign and order to be made of record, the foregoing 
statement of evidence, with the further understanding that any and 

12—3829a 
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all original exhibits may be produced and referred 
ment without objection by either party. 


to at the argu- 


EDWIN F. SAMUELS, 
Attorney for the Plaintiff. 
C. T. BOWERS, 

Attorney for the Defendant. 
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(tart of Appeals, iialrirt of Colombia 

April Term, 1922. 


No. 3829. 


No-Leak-0 Piston Ring Company, a Corporation of 

Maryland, Appellant, 
vs. 

George H. Chandlee. 


BRIEF IN BEHALF OF APPELLANT. 


STATEMENT, 

This is an appeal from a decree of the Supreme 
Court of the District of Columbia, holding an Equity 
Court, made at final hearing, dismissing the bill of 
complaint filed by the appellant, No-Leak-0 Piston 
Ring Company, plaintiff below, against George H. 
Chandlee, a patent attorney, original defendant be¬ 
low, who died after answering, and whose executor, 
the appellee in this Court, was substituted as party 
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defendant, ihe plaintiff below and the original de¬ 
fendant below are for convenience referred to herein 
as plaintiff and defendant, respectively. 

Ihe No-Leak-0 Piston King Company is a corpora¬ 
tion organized under the laws of the State of Mary¬ 
land, with its principal place of business at Balti¬ 
more, in that State. It was originally known as the 
Automobile Accessories Company, but, by amend¬ 
ment of its charter on or about January 8, 1919, the 
name was changed to the present one, No-Leak-0 
Piston Ring Company (Rec., p. 6). John E. Norwood, 
liom the organization of the company down to the 
present time, has been the president and principal 
stockholder (Rec., p. 32). The business of the com¬ 
pany is the manufacture of piston rings for use in 
automobiles. 

The purpose of the bill is to secure specific per¬ 
formance of a contract between plaintiff and defend¬ 
ant, relating to defendant's patent application involved 
m interference with plaintiff's application, defendant 
acting as attorney for plaintiff in plaintiff's applica¬ 
tion, and as both attorney and inventor in his own 
application, and as attorney in preparation of the 
infract in suit. The contract provides for the trans¬ 
fer to the plaintiff, for a certain named consideration, 
of any patent resulting from defendant's application! 
Before the bill was filed the patent was granted, the 
consideration was tendered and conveyance of the 
patent demanded and refused. 

On March 18, 1914, Mr. Norwood, through the firm 
of Chandlee & Chandlee, patent attorneys, of Wash¬ 
ington, D. C., of which firm the defendant, George H. 
Chandlee, was a member, filed an application for 
tnited States Patent relating to a piston ring, the 



application being Serial No. 825,653. The plaintiff 
corporation was organized to sell this ring, (liec., p. 
88.) Previously, in May, 1913, Chandlee had filed 
in his own name an application for Letters Patent 
on a piston ring, the application being Serial No. 
766,801, under which another corporation of which 
Mr. Norwood was a stockholder and president at¬ 
tempted to operate, but this enterprise and later this 
application were abandoned. (Rec., p. 46.) The 
license contract under this application which defend¬ 
ant admits is no longer in force (Rec., p. 15), is 
Deft's Ex. 1, pages 33 and 34 of the Record. The ap¬ 
plication 766,801 was abandoned in 1916. (Rec., pp. 
46-53.) Between the filing of that application and 
the one filed for Norwood, one Rittenhouse had also 
filed an application for a piston ring patent, his ap¬ 
plication being No. 808,526. The Norwood applica¬ 
tion, the last in point of time of the three, became in¬ 
volved in an interference with the Rittenhouse ap¬ 
plication, and Chandlee then advised Norwood that, 
as they had together done certain experimental work 
on piston rings of the grooved type, it would be well 
to bring Chandlee into the interference, as these ex¬ 
periments would give Chandlee a date of reduction to 
practice, the earliest in point of time of the three; 
and thereupon Chandlee filed in his own name an ap¬ 
plication for a piston ring patent, disclosing in addi¬ 
tion to the subject-matter of his earlier application, 
the above-mentioned Serial No. 766,801, certain other 
details included in the claims comprising the issue of 
the interference 

This later application was filed July 16, 1915, Serial 
No. 40318; Chandlee filed it in pursuance of a verbal 
agreement or understanding with Norwood, in behalf 
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of the No-Leak-0 Piston Ring Company, that this 
application should be prosecuted by Chandlee in be¬ 
half of the plaintiff company, which was to pay for 
Chandlee’s services in the interference, and that the 
patent, if it issued on that application, should be the 
property of the plaintiff, when issued, upon payment 
by the plaintiff to Chandlee of the sum of $1,000.00. 
This agreement was embraced in a written contract, 
dated July 20, 1915, which was signed in behalf of 
the plaintiff company, at that time known as Auto¬ 
mobile Accessories Company, by J. E. Norwood, 

President, and by the defendant, George H. Chandlee 
(Rec., p. 31). 

As the present appeal is based upon the refusal 
of the trial court to decree specific performance of 
that contract, we here set the same forth verbatim: 


-.« 1c Th i s a ^ reement m ade this 20th day of July, 
19 15 , by and between George H. Chandlee, of 
Washington, in the District of Columbia, party 
of the first part, and Automobile Accessories 

to., of Baltimore, Maryland, party of the second 
part, 

“Witnesseth: That whereas the party of the 
,^ as ma de application for letters patent 
ot the United States, for improvements in piston 
rings by his application dated July 16, 1915, and 
whereas the party of the second part is desirous 
of acquiring all rights, title and interest in and 
to said application and letters patent thereon to 
issue, it is hereby agreed as follows: 

‘‘For and in consideration of the sum of one 
dollar each to the other in hand paid, receipt 
whereof is hereby acknowledged; 

‘ ‘ That the party of the second part shall pav 
all expenses that may arise in anv interference 
proceedings in which the said application mav 
become involved. 
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“That the party of the first part shall conduct 
the interference proceedings, upon the issue of 
the letters patent, the party of the second part 
shall pay unto the party of the first part the sum 
of One Thousand Dollars, after having deducted 
from such sum the full amount paid by him to 
the party of the first part covering the expenses 
of any interference proceedings referred to: and 
the balance after such deduction shall be paid 
by the party of the second part to the party 
of the first part in weekly installments of Ten 
Dollars each, payable on the last day of each 
week, unless otherwise mutually agreed; and 
when the party of the second part shall have paid 
unto the party of the first part the full and com¬ 
plete balance referred to, said application and 
letters patent to issue shall become the full 
property of the party of the seconl part; and the 
party of the first part hereby further contracts 
and agrees that he will upon fulfillment by the 
party of the second part of the terms of this 
agreement, execute any and all such further in¬ 
struments that the party of the second part may 
deem necessary to convey unto the party of the 
second part the full right, title and interest in 
and to said letters patent. 

(Sgd.) Geo. H. Chandlee. 

Witnessess: 

S. R. Brattan, 

I. D. Carpenter. 

AUTOMOBILE ACCESSORIES CO., 

(Sgd.) J. E. Norwood, 

. President. 

Witnessess: 

Myra S. Weber, 

L. M. Lowe.” 

In considering this contract, and all the matters 
preceding and following its execution, it is most im- 
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portant to keep in mind that defendant, George H. 
Chandlee, a patent attorney and member of the firm 
of Chandlee & Chandlee, of Washington, D. C., had, 
for many years, been the attorney in personal charge 
of the patent business of Mr Norwood, who was the 
president and principal owner of the plaintiff, Auto¬ 
mobile Accessories Company, later No-Leak-0 Piston 
Ring Company. As Mr. Chandlee wrote to Mr. Nor¬ 
wood on December 19, 1913, on the professional sta¬ 
tionery of Chandlee & Chandlee, Attorneys, U. S. and 
Foreign Patents: “I have had personal charge of your 
affairs for very nearly twenty years and in all that 
time you have never found anything in my dealings 
with you on which you could place the pin point of 
criticism. I think it best to let the contract remain as 
it is until the business has progressed to such a point 
as to acquaint both you and myself of what are fair 
modifications of the contract. I realize as keenly as 
do you that your prosperity in this matter is my pros¬ 
perity, and self-interest, if I had no other motive, 
would lead me to do everything that is conducive to 
the interest of the proposition.” (Rec., p. 33; see 
also pp. 35, 37-8, 68, 79-80 and 88.) 

If the other facts in this case are to be clearly 
understood, it is essential that they should be viewed 
and considered in the light of the fact, as stated by 
Mr. Chandlee in his letter, that he had been occupy- 
ing the personal relationship of attorney to Mr. Nor¬ 
wood and his business interests, as client, for many 
years, and continued to occupy that position until 
shortly prior to the granting to him of the patent 
which he had agreed to transfer to plaintiff, but there¬ 
after attempted to retain. (Rec., pp. 79-80.) 

In pursuance of the contract in question, Mr. Nor- 



wood, as president of the plaintiff company, paid Mr. 
Chandlee lor the interference proceedings to which 
the contract above quoted relates, and as required 
therein. (Rec., pp. 19 and 79.) This was all that Mr. 
Nonvood was required by the contract to do until a 
patent should issue to Mr. Chandlee on the applica¬ 
tion, dated July 16, 1915, and described in the con¬ 
tract. In addition to fulfilling this requirement, how¬ 
ever, and relying upon Mr. Chandlee, as his attorney, 
Mr. Norwood testified in the interference proceed¬ 
ings, in support of the Chandlee application of July 
16, 1915, to the detriment of his own application, 
above referred to, Serial No. 825,653, but in the in¬ 
terest of the Chandlee application. (Ree., pp. 80, 82- 
83, 88.) The result was an adverse decision on the 
Norwood application in the interference proceeding. 

Thereafter, Mr. Norwood^ as the president of the 
plaintiff company, having done all that was required 
or expected of him under his contract, awaited the 
outcome of the Chandlee application of July 16, 1915, 
relying upon the ability, zeal and good faith of 
George H. Chandlee as his and the plaintiff’s at¬ 
torney, who was to make over to plaintiff such patent 
as might issue, upon payment to him, the said Chand- 
lee, of the sum of $1,000.00. 

Matters would thus have proceeded smoothly but 
for the attitude of Mr. Chandlee as reported to Mr. 
Norwood, upon a visit of the latter on the 20th of 
November, 1920 (Rec., p. 80), to the Piston Ring Com¬ 
pany of Muskegon, Michigan, which manufactures all 
of the piston rings which are sold by the plaintiff 
company. Previously to this Norwood had no notice 
of Chandlee’s intention to disregard the contract, or 
that the patent was about to issue. Mr. Norwood 
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was then informed by Mr. Paul R. Beardsley, secre¬ 
tary and treasurer of that company, that Mr. George 
If. Chandlee had called at the office ot the Piston 
Ring Company about the middle of November, 1920, 
and informed that company that a certain patent 
covering piston rings would be issued to him, Onand- 
lee, on the 30th of that month, and that this patent 
when issued, “would cover practically all classes of 
grooved piston rings and also what is known to the 
trade as the tapered face ring.” (Rec., p. 76.) This 
statement of Chandlee ’b to Beardsley, which was 
promptly communicated to Norwood, was corrobo¬ 
rated in detail by Chandlee’s letter to Beardsley, 
which is set forth in the Record on pages 77 to 78, 
and which discloses a clear intention on the part of 
Chandlee to violate or repudiate his agreement with 
plaintiff and to endeavor to destroy plaintiff’s busi¬ 
ness and its connection with the Piston Ring Com¬ 
pany of Muskegon, Michigan, and to take away the 
business which had been built up by the plaintiff com¬ 
pany. 

Mr. Norwood knew that if the Patent Office were 
properly advised as to the prior state of the art, it 
could not and would not grant to Chandlee a broad 
patent of the character which he claimed he was about 
to receive. The allowance of such claims could only 
have been due to a mistake of fact on the part of the 
Patent Office. Plaintiff had a two-fold interest in 
this matter, namely, first, to secure the transfer to it, 
under the terms of its contract with Chandlee, of such 
patent as should issue on the aforesaid Chandlee ap¬ 
plication of July 16, 1915, and, secondly, to see to it 
that the patent, when issued, was valid and such a 
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patent as would stand the test of litigation, if neces- 
sary, and afford real protection. 

Chandlee’s evident intent, as communicated to 
plaintiff by Mr. Beardsley, to make improper use of 
the patent, which seemed about to be thus improvi- 
dently granted, caused Norwood, in discharge of a 
very proper duty to the public and to the Patent 
Office, as he was apparently in a position which en¬ 
abled him to prevent a harmful mistake of fact on the 
part of the Office, to file a petition for public-use pro¬ 
ceedings (Rec., pp. 39-41), the purpose of which was 
to place before the Examiner the prior state of the 
art which he considered relevant in connection with 
the broad claims thus fictitiously referred to by 
Chandlee. The Patent Office, however, declined to 
grant the petition for such proceedings, upon the 
ground that it already had before it art as close to 
the Chandlee disclosure as that offered by Norwood 
in his petition; and a patent was duly issued to 
Chandlee without any delay on account of this peti¬ 
tion, the patent being dated November 30, 1920, No. 
1,360,498, in which it was stated that the application 
therefor was filed July 16, 1915, Serial No. 40,318, and 
that this was a continuation of application, Serial No. 
766,801, filed May 10, 1913 (pages of Record interven¬ 
ing between pages 32 and 33). 

As thus issued, it appears that the patent was not 
the broad one which Chandlee claimed would issue; 
but, as the records of the Patent Office, prior to the 
issuance of a patent, are not open to public inspec¬ 
tion, this matter was not open to Norwood to 
investigate until the patent was issued, and even had 
it been, the only notice he received of Chandlee’s 
position and alleged broad claims was not in time to 
permit any such investigation. 
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The lower court, treating Norwood's conduct as 
though he and Chandlee were strangers instead of as 
though a confidential relationship of ajttorney and 
client existed between them, took the view that this 
action of Norwood's, in filing in his own name, a pe¬ 
tition for a public-use proceeding, was so inconsistent 
with the idea that plaintiff claimed any benefit of its 
contract with Chandlee, as to deprive plaintiff of any 
right to relief by way of specific performance of that 
contract, in spite of the fact that, after granting of 
the patent to Chandlee, plaintiff, through its repre¬ 
sentative, promptly made tender to Chandlee of the 
sum of $1,000, the payment provided by the contract, 
and placed before Chandlee an assignment and asked 
him to comply with the contract by executing the 
same. (Rec., p. 70.) Thus ignoring the confidential 
relationship of attorney and client existing between 
plaintiff and Chandlee, the lower court declined to 
grant equitable relief, by way of a decree for specific 
performance, holding that the only available relief 
was the inadequate one by way of damages at law, 
and offering either to dismiss the bill without prej¬ 
udice to an action a,t law, or to transfer the case to 
the law side of the court. (Rec., p. 28.) 

ASSIGNMENT OF ERRORS. 

Appellant's assignment of errors, three in number, 
is as follows: 

1. The Supreme Court of the District of Co¬ 
lumbia erred in dismissing the bill of complaint. 

2. The Court erred in not holding that a case 
cognizable in equity against the defendant was 
made out in the pleadings and the evidence. 




3. The Court erred in not entering a decree 
against the defendant for specific performance as 
prayed in the bill of complaint. 

Since, however, all three assignments are directed 
to the fundamental error involved in the refusal of 
the trial court to grant relief, by way of a decree for 
specific performance, as prayed in the bill of com¬ 
plaint, the three assignments can most conveniently 
be considered together in the argument which fol¬ 
lows. 

ARGUMENT. 

DISCUSSION OF THE FACTS. 

The Relations Between the Parties, 

George H. Chandlee, the defendant below, had acted 
for John E. Norwood, not only in connection with 
Norwood’s and Chandlee’s applications involved in 
this interference and in the interference itself, and 
the preparation of the contract in suit, but also as his 
attorney in other matters, for some twenty-five years; 
as evidenced by the letter, previously referred to, of 
Geo. H. Chandlee, written in 1913 to John E. Nor¬ 
wood (plaintiff’s Exhibit C, see pages 32 and 33 of 
the Record), wherein Chandlee writes: 

“I have had personal charge of your affairs 
for very nearly twenty years and in all that time 
you have never found anything in my dealings 
with you on which you could place the pin point 
of criticism.” 

This letter relates to a Chandlee contract (defen¬ 
dant’s Exhibit 1, pages 33 and 34), which preceded 




the one in litigation. The letter is dated Dec. 19, 
1913, and the contract in suit which appears on pages 

30 and 31 of the record, as Plaintiff's Exhibit B was 
dated July 20, 1915. 

The relations between the parties of attorney and 
client, however, containued up to the time of this liti¬ 
gation (Rec., pp. 77-80), the defendant having repre¬ 
sented John E. Norwood and the No-Leak-0 Piston 
Ring Co., then called Automobile Accessories Co., in 
the particular transaction which is the subject of this 
suit. Without notice to the plaintiff, defendant at¬ 
tempted to use the patent which he had contracted to 
sell to plaintiff, even before it actually issued, to ap¬ 
propriate plaintiff's business built up, supposedly 
under the protection of the prospective patent (Rec., 
p. 77), and failing in this, attempted to sell the pat¬ 
ent to plaintiff's rival for a much higher price than 
that fixed in the contract, plaintiff having in the 
meantime made the subject-matter valuable (Roe 
pp. 76-79, 80.) 

This Court recently expressed itself in no uncer¬ 
tain terms as to transactions between attorney and 
client and the duty of the attorney when business re¬ 
lations are thus assumed, as will be more fully dis¬ 
cussed hereafter. 

Incidents Leading Up to the Contract in Suit. 

In the spring or summer of 1913, John E. Norwood, 
the owner of the No-Leak-0 Piston Ring Co., for¬ 
merly the Automobile Accessories Co., being in con¬ 
sultation with his patent attorney, Geo. H. Chandlee, 
at the office of the latter, pursuant to a letter from 
Chandlee (Rec., p. 67), the subject of piston rings and 
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particularly grooved piston rings for internal com¬ 
bustion engines was discussed. In this connection it 
should be understood that as shown by the Ex&m* 
iner’s letters and the form of the claims finally al¬ 
lowed, the idea of the grooved piston ring for en¬ 
gines was not even then broadly new,—such rings 
having been in use for twenty or thirty years. 

It was then suggested that Norwood having been 
engaged in the manufacture and sale of certain ac¬ 
cessories, should undertake the sale of a grooved pis¬ 
ton ring; Norwood said that he had already consid¬ 
ered the design of a grooved ring, and later proved 
this in the interference, but Chandlee said he had an 
application for patent pending, and it came about in 
this way, that Chandlee and Norwood for the Auto 
and Accessories Mfg. Co. entered into the first or roy¬ 
alty contract (defendant's Exhibit 1, see page 34), 
for the sale of the particular type of ring disclosed in 
the Chandlee Application No. 766,801, filed May 10, 
1913, which preceded by over two years the date of 
the contract in suit. A few hundred of these rings 
were made and sold under the terms of the contract, 
but they were subject to certain disadvantages. 

Norwood’s Application. 

This enterprise and later this application were 
abandoned, and Norwood having had quite an ex¬ 
tended experience as an inventor, produced an im¬ 
proved ring on which he filed in his own name and 
through Chandlee & Chandlee, the firm of patent at¬ 
torneys, of which Mr. Geo. H. Chandlee was head, 
his piston ring application No. 825,653, dated March 
18, 1914. The plaintiff corporation, Automobile Ac- 
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cessones Co., was organized about this time to sell 
piston rings, particularly this improved ring. (Rec., 

p. 88.) 

Interference . 

An interference was, however, soon declared be¬ 
tween this application of John E. Norwood and an 
earlier application of one Rittenhouse, the interfer¬ 
ence being No. 38,384. (Rec., p. 15.) 

t 

Chandlee’s Application. 

Chandlee, as Norwood’s attorney, advised Nor¬ 
wood that his best chance to win the interference was 
through the filing of a second application in the name 
of Chandlee. This application was intended to be 
placed in the interference, making it possible to prove 
for plaintiff’s benefit, a date of invention earlier than 
could be proved on behalf of Norwood’s application, 
—Norwood being advised by Chandlee that certain 
experimental work in which Chandlee and Norwood 
had cooperated was a reduction to practice of Chan¬ 
dlee’s invention, which would be a sufficient basis for 
the claims in interference. (Rec., p. 16.) 

The Contract in Suit . 

The parties then entered into the contract (plain¬ 
tiff s Exhibit B, page 31, of the Record), which is the 
contract for the specific performance of which this 
suit is brought. This contract specifies that Chandlee 
will conduct the interference, to be paid for by plain¬ 
tiff, and that when and if a patent shall issue on the 
said Chandlee’s application, it shall be transferred to 
the Automobile Accessories Co. (now the No-Leak-0 
Piston Ring Company), for $1,000.00. 



There are no limitations in the contract as to claims 
or subject-matter, etc., and none were intended; the 
object was to get some protection for plaintiff in the 
business which Norwood was struggling to build up 
and which then promised so little, and that $1,000.00 
was a very acceptable payment for whatever piston 
ring patent could be obtained on this application. 

The business has since grown to large proportions, 
but this is due to Norwood’s improved design, his per¬ 
sonal efforts and the quality of the product. Taking 
defendant’s view of the situation, the Chandlee patent, 
with its early date of filing, must be treated as of 
vital importance to the plaintiff in protecting its 
product. Defendant claims that the Chandlee patent 
controls plaintiff’s product (see Chandlee’s letter to 
Beardsley, Rec., p. 77), and has threatened plain¬ 
tiff’s manufacturer with suit on this account (bottom 
of page 77). The written contract was dated July 20, 
1915, and the Chandlee application to which it relates, 
No. 40,318, was filed July 16th of that year. This ap¬ 
plication was immediately placed in the interference. 

Prosecution of the Interference . 

Subsequently to entering into the contract, testi¬ 
mony was taken on behalf of the Chandlee application, 
Norwood appeared and testified on behalf of Chandlee 
and against his own application. No testimony was 
taken on behalf of the Norwood application, and Nor¬ 
wood paid defendant’s firm, Messrs. Chandlee & Chan¬ 
dlee, for the prosecution of the interference. This is 
admitted in defendant’s answer; see also plaintiff’s 
Exhibit E, letter from John E. Norwood to Geo. H. 
Chandlee, December 1, 1915, showing the payment of 
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$100.00 on account of services in the interference 
c., p. 13), and Section 5 of the answer, bottom of 


Termination of Interference—Norwood Application 
Abandoned—Patent Issued to Chandlee. 

Judgment was entered in the interference against 
he Norwood application on account of failure to take 
testimony, and Norwood’s application was permitted 
to become abandoned for failure on the part of Chan¬ 
dlee, as Norwood’s attorney, to proecute the same. 
Later the interference between Chandlee and Bitten- 
house .was dissolved by the primary examiner, and 
Chandlee having abandoned his client’s application 
tor which his own had been substituted pursuant to 
the contract in suit, continued the prosecution of his 
application, a patent being finally issued to him on the 
30th of November, 1920, No. 1,360,498. The plaintiff 
had been in touch with the defendant as his attorney 
continually, and had written his attorney October 23, 
1919, referring to the terms of the contract and giving 
correct data regarding same. To quote from the letter: 

thll 1 ?/ 1 ?? Conver8at , ion 1 ha d mentioned to him 
that I felt you were doing all you could to get this 

aim through and that I had promised you $1,000 
if you could get a patent through with valuable 
claims, or to get my old claim through and that 
you thought it was best to work on your applica¬ 
tion. (See page 36 of the Record.) 11 


The defendant made no reply to this letter, and 
made no attempt to deny that the contract was still 
in force, but he continued the prosecution of his ap¬ 
plication, and in about a year after the date of this 
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letter he obtained the above-mentioned patent, No. 
1,360,498, which appears following page 32 of the rec¬ 
ord, the conveyance of which patent to the plaintiff 
is sought by the prayer for specific performance of 
the contract of July 20, 1915. 

Chandlee violates Contract, attempting to appropriate 
plaintiff’s business, and taking Norwood by sur¬ 
prise. 

The plaintiff received no notice from Chandlee of 
the issuance of this patent. He was advised of it in 
this way: The plaintiff’s piston rings are made by 
the Piston Ring Co., of Muskegon, Michigan. In No¬ 
vember, 1920, John E. Norwood attended a conven¬ 
tion of accessory manufacturers and dealers in Chi¬ 
cago, and on his way home he called at the Piston 
Ring Co.’s factory in Muskegon, to arrange for an 
increase in his product and was very much surprised 
to hear that Mr. Chandlee had been there within a few 
days, reporting that he was about to secure a patent 
covering grooved piston rings broadly (Rec., pp. 76- 
77, 80), and offering to go into business with the Pis¬ 
ton Ring Co., proposing to displace the plaintiff and 
appropriate his business and good-will. (See Chan¬ 
dlee letter to the Muskegon Piston Ring Co., Rec., p. 
77). This letter was written to Mr. Beardsley, Secre¬ 
tary and Treasurer of the Piston Ring Co., confirm¬ 
ing the substance of the interview. The proposition 
was, in effect, that the Piston Ring Co., on which the 
plaintiff in this case is dependent for its supply of 
rings, should drop the No-Leak-0 connection, and 
supply for Chandlee *s benefit, in order that he might 
take over the No-Leak-0 trade, a ring which Mr. 



Beardsley has stated in his deposition (see page 79), 
could not be distinguished from the No-Leak-O., i. e. } 
plaintiff’s ring. The conclusion of the Chandlee let¬ 
ter taken in connection with his reference to the No- 
Leak-0 shows his attitude. It reads: 

“In conclusion, the present appears to me to 
be an opportunity to take over a market that has 
been built by a rival concern, whose rights, as a 
matter of law and equity, terminated with the 
issue of the patent and whose rights as a matter 
of equity, terminated at the option of myself in 
1915 with its refusal to continue royalty pay¬ 
ments.” 

In this connection it will be remembered that the 
new contract was made in 1915, the old one (defen¬ 
dant’s Exhibit 1), was abandoned, and there is noth¬ 
ing in the contract in suit to the effect that the pay¬ 
ments provided for in the first contract should be con¬ 
tinued. (Rec., pp. 15-16.) The interview between 
Norwood and Mr. Beardsley, President of the Piston 
Ring Co. of Muskegon, took place November 20, 1920. 
(Rec., p. 80.) Mr. Beardsley was very much upset by 
the prospect of interference with his business on ac¬ 
count of a patent situation which he could not under¬ 
stand. Mr. Norwood was also very much startled be¬ 
cause he had never been advised previously that Chan¬ 
dlee did not intend to live up to his contract and be¬ 
cause of the effect of Chandlee’s threat on the Piston 
Ring Co.; for Mr. Chandlee’s threat of infringement 
proceedings in case the Piston Ring Co. continued to 
do business with plaintiff herein, had for the time 
being considerably impressed Mr. Beardsley, of the 
Piston Ring Co., who even intimated that he might 
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give up the No-Leak-0 business, and it will be further 
remembered (see Beardsley deposition, page 76, near 
the bottom of page), that Chandlee represented that 
he was about to be given a patent covering grooved 
piston rings broadly . 

Apparent Mistake of Patent Office—Public-Use 

Petition. 

Being well acquainted with the history of the piston 
ring art, Mr. Norwood knew that such claims could 
only be allowed by mistake . This would seriously af¬ 
fect the value of his patent, and Chandlee^ threats 
and false representation regarding it were seriously 
interfering with plaintiff’s business. He therefore at¬ 
tempted to give the Patent Office the benefit of facts 
showing that grooved piston rings not like Chandlee’s, 
but bearing a somewhat general resemblance thereto, 
had been manufactured more than two years prior to 
the second application. Had the situation been as 
Chandlee depicted it, and had the Patent Office ac¬ 
cepted Norwood’s offer, such proofs would have pre¬ 
vented further unwarranted interference with any pis¬ 
ton ring businesses on account of such invalid claims 
and would further have strengthened this patent to 
which Norwood was entitled and which he believed 
would at some time be his property or that of his 
company. His offer could only take the form of a 
public-use petition. 

Petition Immediately Denied . 

Such a petition was filed, but was immediately de¬ 
nied. No public-use proceeding was ever instituted. 

It was in the fullest sense only an offer to prove facts 
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regarded as necessary to the formulation of valid 
claims, which facts could not otherwise be placed be¬ 
fore the office. It would have been wrong for Nor¬ 
wood to withhold them when he considered them rele¬ 
vant. He did not know that the second application 
Lad been declared to be a continuation of the first. 
His petition was denied on the ground that the date 
set up in his affidavits was not early enough to meet 
the filing date of the first application, and on the 
ground, i. e., the Examiner’s opinion, that the prior 
art which Mr. Norwood was offering to prove was no 
better, i. e., no closer, than that already before the 
Office. Norwood was deceived, he had no time or op¬ 
portunity to investigate. The patent was about to 
issue when he received the information on which he 
acted. Apparently there had been a mistake on the 
part of the Patent Office. 

Petition drawn and filed in the light of Chandlee’s 

misstatement of claims. 

The petition was directed to the broad and appar¬ 
ently invalid claims which Mr. Chandlee asserted fic¬ 
titiously were included in his patent about to be 
granted, and it so specified. This petition, though 
necessarily in the form required by the rules, was 
merely an offer to give the Patent Office the benefit of 
certain facts which were considered relevant in con¬ 
nection with the claims which the defendant stated 
were in the patent about to be granted, it being obvi¬ 
ously difficult, if not impossible, for the office to re¬ 
quire that the claims be limited to what is new, in the 
absence of a fuller knowledge of the relevant art and 

the prior uses of devices similar to the subject of the 
claims. 
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The petition stated that the supposed to 

which it was directed were drawn to “ grooved piston 
rings broadly,’ 1 and further stated that it was di¬ 
rected against 4 4 such a patent, ’’ meaning one contain¬ 
ing the obviously unwarranted claims referred to as 
covering a grooved piston ring broadly. (Rec., pp. 
39-41.) 

The petition having been denied, the patent was 
issued without any delay and without any such pro¬ 
ceedings, it being understood that public-use proceed¬ 
ings are instituted by the Patent Office at the sugges¬ 
tion of some member of the public, and are conducted 
by the Patent Office, the said member of the public 
being merely allowed to produce witnesses and not 
being allowed to argue the case, and not being in true 
sense a party to the proceedings. 

Suit Brought . 

The patent was granted November 30, 1920, and 
Norwood, having been advised that the patentee was 
making numerous attempts to dispose of it regardless 
of the contract, and having mislaid his written con¬ 
tract, and located certain preliminary memoranda 
which showed a contract between Chandlee and him¬ 
self, based on a consideration of $2,000.00 for the 
transfer of the patent to Norwood, instead of $1,000.00 
for transfer of the patent to the Automobile Acces¬ 
sories Co., later the No-Leak-0 Piston Ring Co., filed 
a bill for specific performance of such contract in the 
Supreme Court of the District of Columbia on the 
17th day of December, 1920, having on the 16th day 
of December, about two weeks after the patent issued, 
by and through his attorney, duly tendered the consid¬ 
eration and demanded transfer of the patent. (Rec., 
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??' ' S ^ le negotiations between 

Chandlee and Norwood resulted in an agreement as 

set up in the bill filed December 17, 1920. However, 
when the contract was written, the parties agreed on 
a reduction of the consideration, and it was decided 
to be better to make the contract in the name of the 
Automobile Accessories Co., now the No-Leak-0 Pis- 
ton Rmg Co., than in the name of John E. Norwood. 
About the 31st day of January, 1921, Mr. Norwood 
succeeded in locating the written contract which it was 
thought might have been destroyed in a fire which took 
place m his office in the winter of 1917, and destroyed 
a great many important papers. (Rec., p. 82.) De¬ 
mand and tender in accordance with the written con¬ 
tract were duly made and the present suit was filed 
on the 4th of February, 1921. (Rec., pp. 32, 70.) 

Alleged Transfer. 

In the meantime, Chandlee claimed to have trans¬ 
ferred the title to the patent to the McQuav-Norris 
Mfg. Co., a manufacturer of piston rings of St. Louis, 
Missouri, plaintiff’s principal competitor. The al¬ 
leged assignment is embodied in two documents ap¬ 
pearing on pages 42 to 46 of the Record. It will be 
noted that the first paper appearing on page 42 says 
that it is subject to the terms and conditions of a sec¬ 
ond agreement made and entered into by and between 
the same parties on the same date, the 29th day of 
January, 1921, and that the second agreement is in 
fact a royalty contract with a remainder and reversion 

in and to Chandlee, and that it was never ackuowl- 
edged. 
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No Proof of Transfer , 

Under the statute, this agreement is not evidence 
of its own execution and therefore it is not evidence 
that it was executed at any particular time. No at¬ 
tempt was made to prove the instrument or the date 
thereof, so that so far as the records of the Court are 
concerned, the defendant, Chandlee’s executor, is still 
the owner of the entire right and interest in and to the 
patent, and if the conveyance were valid and had been 
proved , the defendant would, according to its terms, 
still hold an interest in the patent to a conveyance of 
which the plaintiff is entitled. Further, the assignee 
admits in the document (see last paragraph on page 
45 of the Record), full knowledge of Norwood 7 s claim 
as set up in his original bill of complaint and affidavits 
in support thereof, which papers appear at the bottom 
of page 70 et sequi of the Record. 

POINTS OF LAW. 

In the consideration of any such contract as that 
now in suit, the relation of attorney and client exist¬ 
ing between the parties must be of controlling impor¬ 
tance. 

The plaintiff, or the president and owner of the 
plaintiff company, John E. Norwood, had for twenty- 
five years prior to the bringing of this suit occupied 
this relation of client to defendant according to the 
defendant’s own statement as contained in his letter 
of December 19, 1913, written some six years before 
the bringing of the suit, which says, “I have had 
personal charge of your affairs for very nearly twenty 
years.” If this needs corroboration, it is fully cor¬ 
roborated by Norwood’s own testimony (Rec., pp. 



79-80) ; and the fact that Norwood depended upon 
Chandlee, believed in him and relied upon his advice 
is clear throughout the Record (Rec., pp. 35, 37-38, 68, 
88); otherwise Norwood would hardly have employed 
him repeatedly as he did and paid him for the con¬ 
duct of his, Chandlee’s application, in an interfer¬ 
ence, permitting his own (Norwood's) application to 
be set aside with the understanding that the resulting- 
patent would be conveyed by Chandlee to Norwood; 
and in view of this relation and the strenuous, pro¬ 
longed, and finally successful efforts of Norwood in 
building up a business on what Chandlee maintained 
to be the patented subject-matter, with Chandlee’s 
evident attempt, when the business had become valu¬ 
able and the patent was about to issue, to avoid the 
contract and incite Norwood to some act which would 
give Chandlee an excuse for breaking it, it is ex¬ 
tremely difficult to comprehend how any Court could 
for a moment consider any treatment of the case which 
would permit Chandlee or his estate to profit by his 
own wrong-doing and bad faith toward his client, 
particularly in view of the fact that, except for the 
actual payment of $1,000.00 and the transfer of the 
patent, the contract was executed on both sides. 
Chandlee filed his aplication and prosecuted the in¬ 
terference, and Norwood built up a business and paid 
♦for the interference, pursuant to the contract and 
supposedly under the protection to be obtained from 
the Chandlee patent, and both parties lived under the 
contract for five years, Chandlee finally breaking the 
contract just when the business became profitable and 
the patent protection had actually materialized. 




Specific Performance. 

The contract in suit is dear and free from any am¬ 
biguity, and the subject-matter, namely, the patent 
to which it refers, is definitely identified. 

That such a contract, made in reference to an ap¬ 
plication for a patent, to transfer the resulting pat¬ 
ent as and when issued, may be enforced in equity by 
a decree for specific performance, is too well estab¬ 
lished to be denied, and defendant has not in fact at¬ 
tempted any such denial. 

In support of this proposition, see Walker on 
Patents, 5th Edition, Article 286, page 345, where he 
states: 

In whatever way an equitable title to a pat¬ 
ent right may have arisen, it can be translated 
a legal title in a proper case, by means of a 
bill for specific performance of contract or other 
aotion in equity; and where no affirmative relief 
is sought by the holder of an equitable title to a 
patent, such a title will be upheld by a court of 

equity, as against all claims made under the 
naked legal title.” 

See also the cases of Jonathan Mills Mfg. Co. 
vs. Whitehurst, 72 Fed. 496; 

Kennedy vs. Haselton, 128 U. S. 667; 

Westinghouse Air-Brake Co. vs. Chicago 
Brakes Mfg. Co., 85 Fed. 786; 

Hapgood vs. Rosenstock, 23 Fed. 86; 

New York Paper-Bag Machine Co. vs. Union 
Paper-Bag Machine Co., 32 Fed. 783; 

Consolidated Fruit Jar Co. vs. Whitney 2 

Banning & Arden’s Patent Cases (U. S. Cir. 
Cts.) 375, 385; 

National Cash Register vs. New Columbus 
Watch Co., 129 Fed. 114; 

Electric Storage Battery Co. vs. Gould. 197 
Fed. 745; ' 
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Deuber Watch Co. vs. Dalzell, 38 Fed 597 (See 
also 149 U. S. 315); 

Brush vs. Ware, 15 Pet. (U. S.), 93,112,114; 

Oliver vs. Piatt, 3 How. (U. S.), 333, 410; 

Cordova vs. Hood, 17 Wall. (U. S.), 1. 

It will be readily apparent to the Court that no 
other remedy than that by way of a decree for specific 
performance would be adequate or any real protect- 
tion to the plaintiff. 

The remedy at law, by way of an action for dam- 
ages, would present the very real practical difficulty, 
if not impossibility, of determining the prospective 
benefits which plaintiff should have derived from the 
use of the patent, with the further uncertainty as to 
his recovery of such damages from the defendant 
executor, after recovery of judgment, as it is not at 
all certain that the patent, either in the hands of such 
executor, or in the hands of the attempted assignee 
of the defendant, could be made to produce a sufficient 
sum to put the defendant executor in a position to re¬ 
spond to- a judgment for damages in plaintiff's favor. 

Plaintiff has an established business, and by rea¬ 
son thereof is in a position to derive the utmost ad¬ 
vantage from the patent in question, so that only re¬ 
lief by way of a decree for specific performance can 
afford adequate protection. 

Alleged Transfer of Patent by Chandlee. 

The alleged transfer of the patent in suit by 
Chandlee to the McQuay-Norris Mfg. Co. (Rec., pp. 
42-46), placed no difficulty or obstacle in the way of 
granting the relief sought by plaintiff. 

In the first place, it is clearly understood that a 
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patent right is purely the creation of -tiie patent 
statute and has no existence independently thereof. 
The right to transfer a patent and the method of 
transfer are created and prescribed by statute, and 
will be found in Section 4898, U. S. Revised Statutes, 
as amended by the Act of July 8, 1870, 16 U. S. Stat. 
L. 203, and the Act of March 3, 1897, 29 U. S. Stat. L. 
692. As thus amended, this section provides: 

“ASSIGNMENTS OF PATENTS.—Every 
patent or any interest therein shall be assign- 
able in law by an instrument in writing, .and the 
patentee or his assigns or legal representatives 
may in like manner grant and convey an exclu¬ 
sive right under his patent to the whole or any 
specified part of the United States. An asign- 
ment, grant, or conveyance shall be void mb 
against any subsequent purchaser or mortgagee 
for a valuable consideration, without notice, un¬ 
less it is recorded in the Patent Office within 
thiee months from the date thereof. If any such 
assignment, grant, or conveyance of any patent 
shall be acknowledged before any notary public 
of the several States or Territories or the Dis¬ 
trict of Columbia, or any commissioner of the 
United States circuit court, or before any secre¬ 
tary of legation or consular officer authorized to 
administer oaths or perform notarial acts under 
section seventeen hundred and fifty of the Re¬ 
vised Statutes, the certificate of such .acknowl¬ 
edgment, under the hand and official seal of such 
notary or other officer, shall be prima facie evi¬ 
dence of the execution of such assignment, grant, 
or conveyance . 71 

As thus provided, the assignment of a patent, if 
acknowledged in accordance with the requirements of 
the statute, affords prima facie evidence of the exe- 
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cution of the assignment; but since neither of the al¬ 
leged assignments from Chandlee to the McQuay- 
Norris Mfg. Co. is acknowledged, even defectively, 
or in any way whatever, such alleged assignments do 
not, under the statute, which is, of course, controlling, 
afford even prima facie evidence, that they were exe¬ 
cuted, either on the date which they bear or at any 

other time whatever, and no proof of their execution 
has been offered. 

Both documents should, therefore, be treated by 
the Court as mere nullities. 

Even if we should assume, however, merely for the 
sake of argument, that there is any vitality whatever 
in either document, still, as the second of the so-called 
assignments shows, on its face (Rec., p. 45), that the 
alleged assignee knew of the above mentioned suit 
filed by Norwood , which was pending until after the 
filing of the present suit, that assignee must stand 
entirely subordinated to the rights of the plaintiff 
herein. 

In this connection, the case of Jonathan Mills Mfg. 
Co. vs. Whitehurst , 72 Fed. 496 (supra), in which the 
opinion was delivered by Judge (now Chief Justice) 
Taft, is of particular interest, in that it not only sus¬ 
tains the right to specific performance of such a con¬ 
tract as that now in suit, but also holds that such a 
conveyance as that attempted by Chandlee to the Mc- 
Quay-Norris Mfg. Co., notice being admitted therein, 
is void and of no effect. As stated by Judge Taft in 
his opinion (page 502): 


“It is well established that one who has rea¬ 
son to believe that another is offering property 
for sale which he holds either as trustee or agent 



for a third person, cannot become a bona fide 
purchaser of the property for failure by reliance 
on the statements of the suspected trustee or 
agent, either as to his authority, or as to his 
beneficial ownership of the thing sold. In such a 
case, inquiry must be made of some one other 
than the agent or trustee,—of some one who will 
have a motive to tell the truth, in the interest of 
the cestui que trust or principal .’* (Italics ours.) 

And he further says, on page 503: 

“ Certainly, it cannot be denied that Wardlow 
and the complainant are privies to Smith, and 
are bound conclusively by any decree rendered 
against him, in reference to this patent, and in 
favor of the Purifier Company, or its assigns 
upon proceedings begun before they acquired 
title from Smith. This need not rest alone on 
the naked doctrine of Us pendens, but it grows 
out of the fact that Wardlow and complainant 
were charged with notice of the litigation, be¬ 
cause diligent inquiry in respect to the title sug¬ 
gested by Mills’ assignment would have made 
them actually aware of it.” 

Should we assume, merely for the sake of argu¬ 
ment, however, that any right or interest actually 
passed to the McQuay-Norris Mfg. Co. under these 
alleged assignments, or either of them, still, neverthe¬ 
less, by the very terms of the document, a definite and 
valuable right and interest remained in Chandlee, and 
the unrecorded document, in addition, provides for 
its own possible cancellation, which would thus re¬ 
store the entire right, title and interest in the patent 
to Chandlee, or his executor. As stated by the plain¬ 
tiff's counsel, during the progress of the trial, the 
plaintiff seeks a decree requiring the assignment and 
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conveyance to it of Chandlee’s interest in the patent, 
whatever that may be, and stands ready to pay 
therefor the full consideration provided in its eon- 
tract with Chandlee. (Rec., p. 41.) 

Under no conceivable theory, therefore, can these 
two alleged assignments afford any obstacle what¬ 
ever to the granting of the relief sought by plaintiff. 

Identity and Indivisibility of Patent. 


main defenses set up in the answer to which 
the bulk of the material introduced into the record 
by the defendant is directed is that the Chandlee pat¬ 
ent, No. 1,360,498, did not in fact issue on the appli¬ 
cation No. 40,318 of July 16, 1915, referred to in the 
contract of July 20, 1915, but on abandoned applica¬ 
tion No. 766,801, and that the contract was limited 
8 “bj e ct-matter of the of the interference. 

Plaintiff s counsel has been wholly unable to find 

any such limitation in the contract. It relates to all 

right, title and interest in and to said application and 

betters Patent thereon to issue. While there is an 

agreement on one side to conduct and on the other 

mde to pay for the interference, there is no attempt 

to distinguish one part of the disclosure of the appli- 

cation from any other, and there could be no such 

separation of the patent into parts because a patent 

is indivisible except as to terrtorial rights, i. e. 

grants of the patent right limited to particular parts 

of the United States as distinguished from the whole 
country. 


A decision of the Commissioner of Patents on this 
point is found in the case of In re McCormick, 116 

1183 > where Commissioner of Patents Allen 
held that “part of the claims of a patent cannot be 




assigned /' relying, for this decision, upon the cae of 
Pope Manufacturing Company vs. Gormully, 144 
U. S. 248, which held (quoting from syllabus): 

“The monopoly granted by law to a patentee 
is for one entire thing, and, in order to enable an 
assignee to sue for an infringement, the assign¬ 
ment must convey to him the entire and un¬ 
qualified monopoly which the patentee holds in 
the territory specified. 

“A conveyance by a patentee of all his right, 
title and interest in and to the letters patent on 
velocipedes granted to him, so far as said patent 
relates to or covers the adjustable hammock seat 
or saddle, is a mere license.” 

In Speidel vs. Barstow, 243 Fed. 621, the Court 
held that a cause of action for infringement of a pat¬ 
ent is indivisible, and that the monopoly granted by 
letters patent is one entire thing and cannot be divided 
into parts, except as authorized by the patent laws. 

See also Waterman vs. Mackenzie, 138 U. S. 252, 
255, and Foltz Smokeless Furnace Co, vs. Eureka 
Smokeless Furnace Co,, 256 Fed. 847, in which latter 
case the Court said: 

“The rejection by the Patent Office of all the 
claims occurred in April, 1915, and up to the 
time of the assignment, nearly a year later, the 
file wrapper does not show any further proceed¬ 
ings. The application is of value only as it may 
form the basis for a patent grant thereon. Surely 
it was contemplated that something was here as¬ 
signed, and plainly it must have been the right to 
present further claims under the application; for 
without claims there would be no patent.” 
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The only possible construction is that defendant 
agreed to assign whatever patent might issue on the 
application filed by him July 16, 1915, No. 40,318. De¬ 
fendant does not deny that the contract relates to an 
application of this number. 

Regarding the question which the defendant at¬ 
tempts to raise as to the identity of the patent, the 
patenc on its face states that it issued on application 
No. 40,318, filed July 16, 1915, and the drawings oi 
the patent and substantially the entire specification 
are those filed with application No. 40,318 (Rec., pp. 
32 et seq., 53, 54). The fact that this application was 
declared to be a continuation of abandoned applica¬ 
tion No. 766,801, is wholly immaterial, except that it 
had the effect in the opinion of the Board of Ex- 
aminers-in-Chief of establishing a filing date of the 
subject-matter claimed earlier than the dates of cer¬ 
tain supposedly prior patents cited in the record. No 
room for doubt on this point is apparent. The pat¬ 
ent, No. 1,360,498, issued on application No. 40,318, 
the date being carried back to antedate certain refer¬ 
ences by virtue of the earlier filing date of No 
766,801. (Rec., p. 65.) 

Public-Use Petition. 

A defense upon which a considerable amount of 
emphasis has been placed, the importance of which is 
not apparent in the light of the actual facts, is de¬ 
fendant's petition for public-use proceedings filed im¬ 
mediately after he had received notice of Chandlee's 
interview with the Piston Ring Co. of Muskegon, 
Michigan, which manufacturers plaintiff's piston 
rings, at which interview defendant represented that 
his patent which he said was about to issue contained 



. 
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claims covering grooved piston rings broadly. De¬ 
fendant admits in his letter of a few days subsequent, 
that he made, at this same interview, an attempt to 
use the prospective patent as a means for appropri- 
ating plaintiff’s piston ring business. Defendant’s 
proposition was that the manufacturer of plaintiff’s 
rings should sever its connection with the plaintiff 
and manufacture rings for the defendant herein, 
which rings were to be of a pattern which was indis- 
tinguishable from plaintiff’s product. (See conclusion 
of Chandlee letter to Beardsley, and Beardsley’s de¬ 
position, Rec., pp. 77-79.) The possibilities of such a 
move can hardly be overestimated. The Piston Ring 
Company, of Muskegon, had made plaintiff’s rings 
ever since plaintiff started in business and the excel¬ 
lence of the product has much to do with plaintiff’s 
success, also the reputation of manufacturer and plain¬ 
tiff are closely connected. Plaintiff would have been 
cut off from its supply, and defendant would have ad¬ 
vertised that his rings were made by the same manu¬ 
facturer as plaintiff’s No-Leak-0 ring, and it would 
have been unnecessary to advertise that they were 
just like plaintiff’s ring because this would have been 
obvious, also defendant planned to use much of de¬ 
fendants’s advertising. If plaintiff’s source of sup¬ 
ply had thus been cut off, and plaintiff’s manufac¬ 
turer had entered into combination with Chandlee to 
manufacture and sell such a ring, plaintiff’s good will 
would have been lost to him. There is no reason to 
doubt that if the Piston Ring Company had accepted 
Chandlee’s overtures of 1920, plaintiff’s business 
would have been almost completely destroyed. 

When he received word of this attempt, as to the 
success of which he could not at this time be advised, 
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Norwood, knowing that the claims which Oliandlee 
uuu outlined, which it was sale to assume were not 
the only claims in the patent, would, if allowed, as' 
stated, be wholly unwarranted, decided to place be- 
lore the Patent Office such information regarding 
prior public-uses as he had at his disposal. This 
could do no harm to the future owner oi tne patent 
and would save the piston ring business much im¬ 
mediate embarrassment . Apparently the Patent 

Office was about to commit an error which could be 
prevented. 

In this connection it must be borne in mind that the 
confidential relation of attorney and client had ex¬ 
isted between the defendant and the president of the 
plaintiff corporation for more than twenty years, 
making this a transaction between attorney and 
client; that the contract was drawn by the attorney in 
favor of himself; that for obvious reasons he was 
struggling for a pretext to break it; and that there 
were other equities in favor of the plaintiff, particu¬ 
larly the relation of defendant’s patent application to 
Norwood’s application, and the setting aside of Nor¬ 
wood’s application and his payment for the prosecu¬ 
tion by the defendant of this interference in favor of 
defendant’s application; and that the petition was 
after all only drawn to such claims as Chandlee had 
described as covering grooved piston rings broadly 
to prevent what seemed to be an obvious error on the 
part of the Patent Office 

The importance of having before the Examiner all 
the prior art which is relevant in connection with a 
patent application, so he can cite it in the record or 
file of the application, is quite generally recognized 
by those familiar with the patent practice. In fact, 
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attorneys not infrequently call to the attention of the 
Examiner acting on their client’s cases, patents which 
they consider of interest in this connection and which 
the Examiner has for some reason failed to cite. 
This is done in order that they may be included in the 
record or file of the application, giving the claims 
which are allowed over the prior art thus cited, the 
benefit of the presumption of novelty, in view of these 
prior patents or other prior art thus cited which ordi¬ 
narily goes with the grant of a patent. Prior uses 
have no different status except in the greater 
difficulty of placing them before the Examiner and 
placing them in the record. 

Importance of having Prior Art in Application File. 

Regarding the failure of the Examiner to include 
in the record of a patent application a full citation of 
the relevant art, U. S. District Judge Mayer, of the 
Second Circuit, stated, in a discussion of Patent 
Office conditions, at a meeting of the American Pat¬ 
ent Law Association of January last: 

“If when the case come to Court it appears 
that there were several references of importance 
absent from the file wrapper, the presumption of 
validity amounts to merely a phrase.” 

See also In re Henry, Jr., 140 O. G., 508, in which 
Commissioner Moore quoted, with approval, the fol¬ 
lowing, from the case of Ex parte Hartley, (89 M. S., 
Dec., 152): 


“The question of the patentability of an in¬ 
vention to any applicant is one which must be 
considered in the light of patents, publications 
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and any other evidence which would tend to es¬ 
tablish a statutory bar to the grant of his patent . 
The evidence which is presented in public use 
proceedings consists of facts which must be con¬ 
sidered by the Primary Examiner in determin- 
mg the patentability of the applicant’s inven¬ 
tion. (Italics ours.) 

^ In American Soda Fountain Co. et al. vs. Sample. 
130 Fed. 145 (Third Circuit, Court of Appeals, opin¬ 
ion by Judge Gray), the Court said (page 149, near 
the bottom): 


f ..if wu n °L agree ^ the contention, that the 
tact that the file wrapper discloses the patent to 

have been granted as first applied for, without 
any references, adds any force to the presump¬ 
tion of novelty arising from the grant. On the 
contrary we think the force of that presumption 
is much diminished, if not destroyed, bv the lack 
of any reference by the Examiner to, or consider- 
ation of, the Clark’ patents. It does not seem 
likely that an expert Examiner would pass them 
oy, without notice or consideration, if they had 
been called to his attention. We feel compelled, 
therefore, to the conclusion, that the first and 
fifth claims of the patent in suit are invalid for 
want of patentable novelty.” 


In Westinghouse Electric & Mfg. Co. vs Toledo 

etc. Ry. Co.. 172 Fed. 371 (Cir. Ct. ipp., Sixth Circuit" 

opinion by Judge Cochran), the Court said (bottom of 
page 392): 


It should be noted that it appears from the 
record that neither Wightman nor the Potter pat¬ 
ent was cited to the Examiner in the Patent Office 
and were overlooked by him. This circumstance 
aflects the presumption in favor of the validity 


of the patent from its issuance. Cleveland 
Foundry Co. vs. Kauffman (C. C.) 126 Fed. 658; 
American Soda Fountain Co. vs. Sample, 130 

Fed. 145,64 0. C. A. 497.” 

In Elliott & Co. vs. Youngstown Car Mfq. Co., 181 
Fed. 345 (Cir. Ct. App., Third Circuit, opinion by 

Judge Archbald) the Court said (page 349, near the 
middle of the page): 

“Nor is the ordinary presumption to be in¬ 
dulged in favor of the patent, because of the ac¬ 
tion of the Patent Office in allowing it; the Urie, 
Schwartz, and Suter patents, as it appears, not 
having been referred to, as they have been here.” 

Taking Chandlee *s statement made at Muskegon, 
Michigan, in November, 1920, as true, the Examiner 
was apparently about to grant broad claims as the re¬ 
sult of a mistake of fact. Norwood offered to place at 
the disposal of the Examiner such facts in the way of 
prior uses as were necessary for a proper treatment 
of the claims, which facts, if they should prove rele¬ 
vant, and the Examiner must judge of this, it was to 
the advantage of all concerned that the Examiner 
should have before him for this purpose. The law 
presumes the Examiner is fully informed; and the 
placing of such facts at the disposal of the Examiner 
cannot in the final analysis reduce the actual scope of 
the claims, because the claims can, as finally con¬ 
structed, cover only what is new, whether or not the 
prior existing structures are before the Examiner to 
enable him correspondingly to limit the claims as al¬ 
lowed. It is of the greatest importance to the appli¬ 
cant to have all the art in the record, otherwise the 
claims, as allowed, are apt to be so worded as to be 
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mvalid and to lose the benefit of the presumption of 
validity. 

Effect of Public-Use Petition. 

A set of facts interesting in this connection was in¬ 
volved in the case of the Comtograph Co. vs. Bur¬ 
roughs Adding Machine Co., 175 Fed. 792, 796, which 
was a proceeding to cancel a license contract under a 
patent on the ground that licensee filed a brief in one 
of the United States Crcuit Courts of Appeals which 
resulted in having the patent held invalid, the licensee 
having agreed to pay a greater license fee if the pat¬ 
ent was sustained. The Court said: 

“But the defendant did not prevent the com¬ 
plainant’s winning the Universal Case. The ad¬ 
verse decision was because the record showed the 
patent void. Defendant helped to procure that 
result, but the proximate cause of that conse¬ 
quence was the state of the record, not the brief 
and argument of defendant. Even though it 
were demonstrable (though it cannot be in the 
nature of things) that the decision would have 
been otherwise but for the defendant’s action, 
still that result was the proximate legal conse¬ 
quence of the record, by which the adverse judg¬ 
ment was compelled. Suppose the Universal 
Company had defaulted in the Court of Appeals, 
and that affirmance would have resulted but for 
defendant getting heard and showing the state of 
the record. Even then the result would be 

clearly traceable to the record, and to that alone 

********* 

(p. 798) “Certainly a cancellation cannot be 
made by reason of an act expressly authorized by 
a court of last resort and thus leagalized in the 
clearest and most emphatic way . 99 
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We will go further in analysing the situation than 
the Court has attempted to go in the above case by 
saying that the true reason for holding any claim in¬ 
valid for anticipation, and the true reason for limit¬ 
ing the terms of any claim or refusing to allow it, is 
the fact that part or all of the subject-matter is old, 
similar subject-matter being actually or constructively 
known to the public before the invention. The true 
cause is therefore the fact of such anticipation rather 
than the record or argument against the claim. 

A public-use petition is still less in the nature of 
an attack on the claims than is a brief on behalf of the 
defendant in an infringement suit, because there can 
be no appeal or oral argument on behalf of the peti¬ 
tion, i. e., opposing a decision favorable to the claims. 
It is in fact only an offer of assistance to the Exam¬ 
iner in his search, and it would be absurd to main¬ 
tain that under the provisions of this contract the 
plaintiff would have committed an inconsistent act 
in protesting against the grant of a patent without a 
search and insisting that a search be made, or in pro¬ 
testing against the omission of any necessary step in 
the prosecution of the application. The proceeding 
which Norwood suggested is not a contest, as the party 
offering the evidence is not permitted to appear in 
the case nor to argue it by counsel. 

As to the intent of public-use proceedings viewed 
in this light, see In re Henry, Jr,, 140 0. G. 508, supra, 
opinion by Commissioner Moore: 

41 This is a motion by the protestant, Henry, 
that he be granted the i privilege of being present 
and represented by attorney at the hearing’ be¬ 
fore the Primary Examiner in the above-entitled 
public-use proceeding. 
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u Under the existing practice the question of 
whether the evidence tiled by the protestant in a 
public-use proceeding establishes a bar to the 
grant of a patent to the applicant is considered 
an ex parte matter.” 

Commissioner Moore then quotes with approval the 
following from the case of Ex parte Hartley , 89 M. S., 

Dec., 152: 

‘ 4 Public use proceedings are ex parte in their 
nature, the only question being the right of the 
applicant to a patent. 

4 4 The question of the patentability of an inven¬ 
tion to any applicant is one which must be con¬ 
sidered in the light of patents , publications and 
any other evidence which would tend to establish 
a statutory bar to the grant of his patent. The 
evidence which is presented in public use proceed¬ 
ings consists of facts which must be considered 
by the Primary Examiner in determining the pat¬ 
entability of the applicants invention.” 

Commissioner Moore then continues: 

4 4 Protestant contends that the motion should be 
granted, since, if permitted to explain the testi¬ 
mony he has taken to the Primary Examiner , it 
will assist the latter in promptly and expeditiously 
ascertaining the facts. 

4 4 The Office recognizes that this contention is 
not without force, and it is for this reason that a 
protestant is permitted to file a brief. 

********* \ 

Ordinarily the protestant is ignorant to a 
greater or less extent of the contents of the appli¬ 
cant’s case, and the Office is not warranted in giv¬ 
ing the protestant information of the applica- 



f 


yf 





41 

tion or in offering him an opportunity to gain 
such information. In the present case, although 
the parties were at one time involved in an inter¬ 
ference proceeding and protestant knew the con¬ 
tents of the application as it existed at that time, 
he does not claim to have any knowledge of the 
claims at present in the application. Obviously 
the applicant could not at an oral hearing discuss 
the relevancy of the evidence to the invention 
claimed without disclosing the substance of the 
claims. Moreover, there appears to he no more 
reason for granting protestant an oral hearing 
before the Primary Examiner than before the 
various appellate tribunals that may be called 
upon to consider the case. If the protestant were 
permitted to argue the matter on appeal, it would 
be necessary for the Office to inform him of the 
filing of an appeal by the applicant and to fur¬ 
nish him with a copy of the decision below. The 
privilege of filing a brief with the Primary Ex¬ 
aminer is believed to offer the protestant an ade¬ 
quate opportunity to discuss the nature of his evi¬ 
dence and what it establishes, and it certainly 
gives to the protestant all the privilege to which 
he is entitled. 

“The motion is denied.” (Italics ours.) 


The distinction between Norwood’s petition and an 
actual public-use proceeding is brought out in the case 
of Schrum vs. Baumgarten, 104 O. G., 577, which was 
an appeal on motion to dissolve based solely on the 
ground that the invention had been in public use for 
more than two years before Schrum’s application. 
The Commissioner said: 


“In the present case the allegation of public 
use is based solely upon ex parte affidavits, and 
it is well settled that claims cannot be rejected 










or held unpatentable upon such affidavits alone. 
(Hefner van Alteneck, 23 O. G. 269.) It is only 
when established by evidence conforming to the 
rules of evidence that the Office can reject claims 
on the ground of public use.” 

In the present case the allegation of public use is 
based solely upon ex parte affidavits, and it is well 
settled that claims cannot be rejected and held un¬ 
patentable upon such affidavits alone; therefore, the 
claims in Chandlee’s application could not have been 
rejected on this public-use petition. 

See also Ex parte Hartley, 136 0. G., 1767, in which 
Commissioner of Patents Moore said: 

\\ hile it is the practice to permit one of the 
general public to file a protest and to take testi¬ 
mony ih behalf of the Patent Office upon this 
question, such party has no rights in the contro¬ 
versy other than those authorized by the Commis¬ 
sioner. When the evidence presented has been 
submitted to the Primary Examiner for consid- 
eration and in his opinion this testimony does not 
establish a statutory bar of public use, there is no 
greater warrant for a review of his decision upon 
this question than from a decision by the Exam¬ 
iner that references in his possession, whether ob¬ 
tained by search or upon motion for dissolution 
in an interference, do not anticipate, the claims of 
an application.” (Italics ours.) 

. If it can be supposed that claims covering grooved 
piston rings broadly had been granted to Chandlee in 
his application and that public-use proceedings had 
been instituted by the Office, the fact remains that 
such proceedings would not have prevented the issu¬ 
ance of a patent, first, because the petition referred to 



the alleged broad claims and was directed at such sup¬ 
posedly broad and invalid claims only, and second, be¬ 
cause the prior use cited was not exactly like Chan- 
dlee’s ring. In fact, the Examiner held that the prior 
uses cited did not meet any of the claims, so that it 
was not necessary to prove them. 

That a public-use proceeding may be directed 
against part only of the claims is clearly established 
by various Patent Office decisions. 

See Moss vs. Blaisdell, 113 0. G., 1703, Decisions of 
the Commissioner of Patents of 1904, pp. 519-20, in 
which Commissioner Allen said: 

‘‘Blaisdell has made a motion to suspend pro¬ 
ceedings in the above-entitled case and to insti¬ 
tute public-use proceedings against the party 
Moss. 

‘ ‘ The affidavits on behalf of Blaisdell alleging 
public use of the invention for more than two 
years before Moss’s filing date were referred to 
the Primary Examiner for consideration, and he 
reports that the affidavits cover the subject-mat¬ 
ter of some of the counts of the issue, but not 
others. Even if the alleged public use was estab¬ 
lished, therefore, it would be necessary for the 
interference to proceed as to the counts which are 
not met by that use.” (Italics ours.) 

See also Patee vs. C,ook, decided by Commissioner 
of Patents Allen and reported in Gourick’s Washing¬ 
ton Digest, Vol. 16, No. 1, p. 2, in which it appears 
that: 

I 

“In an interference between P. and C. the Ex¬ 
aminer of Interferences called attention to the 
fact that in his opinion the evidence showed that 
Count 5 of the issue was in public use for more 






44 


th f l n rn ‘ wo . years before P.’s application was filed. 

Ine issue included five counts, and the sug¬ 
gestion of public use applied only to one.” 

From the wording of the petition, from comparison 
of drawings of the patent with the petition for pub¬ 
lic-use proceedings and of the latter with the claims 
of the patent, it is apparent that the petition was not 
directed against the entire application and might 
easily have been maintained against a single claim of 
the application without affecting the entire applica¬ 
tion. It was not therefore an attempt in any sense 
to prevent the issuance of a patent with claims worded 
to cover the novel features of Chandlee’s invention. 

In the final analysis, Norwood’s petition was noth- 
ing more than an attempt to prevent a prospective 
error on the part of the Patent Office. The Exam¬ 
iner decided it could not affect any of the claims. In 
other words, he decided there was no error on the 
part of the Office to be corrected. This decision was 
final. Public-use proceedings if instituted could not 
have interfered with the actual grant of a patent, and 
the Examiner decided that this petition could have no 
bearing on the subject-matter of the claims allowed, 
even though a sufficiently early date of the public uses 
set up in the petition were proved. 

Confidential Relation of Parties. 

In considering this case, the Court below seems to 
have failed almost completely to grasp the importance 
of the relation existing between the defendant and 
the plaintiff, of attorney and client. This relationship, 
the defendant freely admits in his letter previously 
quoted, had been maintained for some twenty years 
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prior to 1913, or twenty-six years prior to the culmina¬ 
tion of the events which resulted in this suit. Not 
only does the defendant admit this relation, but refers 
to it as one which has never been violated and cites 
it to Norwood in this letter as a reason for increased 
confidence in the defendant which should cause the 
contractual relation set up in the first contract (de¬ 
fendant’s Exhibit No. 1, pages 33 and 34 of the Rec¬ 
ord), which preceded the contract in suit, to be con¬ 
tinued, though Norwood was dissatisfied with it and 
free to break it; and he did continue it until, guided 
by this same confidence, he entered into the contract 
now in suit. 

The effect of this confidential relation upon the con¬ 
duct of the parties and therefore upon the equities in 
this case cannot be too greatly emphasized. It is of 
controlling importance. It seems absurd to say when 
attorney and client have entered into a written contract 
prepared by the attorney and duly signed that it can 
be altered, i. e., limited to the interference issue, by 
construction in favor of the attorney, or after both 
parties have partly executed it by acting according to 
its provisions for several years, the plaintiff herein 
as client having waived other rights in favor of the 
contract and paid defendant for the prosecution of 
the interference and spent years and finally been suc¬ 
cessful in building up a business pursuant to the con¬ 
tract, that the defendant herein as attorney can be 
permitted to profit by breaking the contract the mo¬ 
ment it became profitable for him to disregard its 
provisions, i. e., the moment the subject-matter of the 
contract is made tangible, valuable, salable and ef¬ 
fective to protect the client’s business by the grant¬ 
ing of a patent; the defendant’s attempt to break the 
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contract being based upon a technical ground, appar- 
ently created by himself by his own misstatement. 
If this can be done, “courts of justice will have ceased 
to function, as this Court so well said in a case in- 
volving a transaction in which an attorney assumed 
an antagonistic position toward his client, Goodrum 

vs. Clement, 277 Fed. 586, 591, 592;_App. D. C. 

As there stated by Associate Justice Robb: 

thlwt r t 1 ? ti0r ! of attorney and client is one of 

nt m no? heSt con fidence, and demands the 

° st i S +-° d faith 0n the P art of the attorney, 
ihis relation is not only highly confidential, but 

presents so many opportunities for the reapina 
of special benefits at the expense of the client by 
an attorney so disposed, that Courts will closely 
scrutinize any transaction in which the attorney 
has assumed a position antagonistic to his client. 
And where, as here, the evidence shows that as 
a result ot assuming such a position, the attorney 
has gained an advantage, the burden is on him 
to prove good faith, rather than on the client to 
prove the absence of it. 


If such conduct on the part of an attorney, 
and particularly a patent attorney, whose oppor¬ 
tunities for personal gain as the result of the re¬ 
lation, are perhaps even greater than those of a 
general practitioner, may go unrebuked, and the 
attorney be permitted to profit thereby, courts of 
justice will have ceased to function.” (Italics 
ours.) 

On this subject of attorney and client, the American 
<& English Encyclopedia of Law, Vol. 3, p. 332, says: 



4 4 In all dealings with his client, the highest de¬ 
gree of fairness and good faith is required by the 
attorney; the Courts view all such transactions 
with suspicion and examine them with the utmost 
scrutiny, and if they present even a suggestion 
ot unfair dealing, the burden of proof lies on the 
attorney to show the honesty and good faith of 
the transaction, and that it was entered into by 
his client freely and understandingly.’ ’ 

In United States vs. Coffin et al. t 83 Fed. 337, 344, 
regarding such a transaction, the Court said: 

“The law is well settled that, in all transac¬ 
tions between an attorney and his client, the at¬ 
torney, in a matter of advantage to himself, is 
bound to show that the transaction is fair, just 
and equitable; that his client was fully informed 
of his rights in the subject-matter of the transac¬ 
tion, its nature and effect; and that he was placed 
in such a position as to be able to deal with his 
attorney at arm’s length. 

********* 

“The burden of proof is always upon the at¬ 
torney to show the absolute fairness of the trans¬ 
action.” 

The transaction which is the subject of this litiga¬ 
tion has never been completed, it rests with the Court 
to complete it. The plaintiff has permitted his pat¬ 
ent application in interference to be set aside in favor 
of defendant’s application. Norwood has testified on 
behalf of the defendant’s application in interference, 
permitting judgment to be entered against his own 
application, because he took no testimony on his own 
behalf, and he has paid defendant for the conduct of 
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defendant's own application in the interference, and 
he has further built up a business, which defendant 
says is based on the subject-matter of the application 
in interference, thus making it valuable. The ques¬ 
tion to be decided by the Court is, shall the defendant, 
who was plaintiff's attorney, be permitted to appro¬ 
priate his client's business, as he admits he has at¬ 
tempted to do, and otherwise to profit by taking ad¬ 
vantage of his former client and refusing to com¬ 
plete the execution of the contract at the very last 
minute, and at the plaintiff's very first opportunity 
to get anything of value out of the transaction/ 
Would such a decision be within the meaning of the 
law which says: 

“The burden of proof is always upon the attor¬ 
ney to show the absolute fairness of the transac¬ 
tion," 

which also means that such transactions must, when 
they come before the Courts, be so treated, in view 
of the confidential relation, that they will in all in¬ 
stances be fair to the client. 

This Court, speaking through Justice Van Orsdel, 
recently passed upon another case involving an at¬ 
torney who assumed an antagonistic attitude toward 
his client, this case being entitled Baumgardner vs . 

Hudson, and reported in 277 Fed. 552, 554, 555;- 

App. D. C.-. Justice Van Ordsel said: 

“Appellant assigned a one-half interest in his 
patents to Hudson and Hoyt. It therefore ap¬ 
pears that at this date appellee held toward ap¬ 
pellant the double relation of attorney and busi¬ 
ness associate. 

• •••••*#* 





“The fact that appellee, at the time he claims 
to have conceived the idea of using oyster shell 
as a filler for rubber, no longer occupied the re- 
lation to appellant of attorney or business asso¬ 
ciate (unless the assignment of one-half inter¬ 
est in the Baumgardner patents still existed), is 
beside the case, since the information which en¬ 
abled him to apply it to rubber was acquired in 
his fiduciary capacity. * * * 

“* * # An attorney cannot avail himself of in¬ 
formation thus acquired, to the damage of his 
client, though the relation of attorney and client 
has ceased.* ’ 

The Court then quotes from a previous case, Milton 
s. Kingsley , 7 App. D. C. 531, as follows: 

“It might be a question under some circum¬ 
stances whether the employee or person in a fidu¬ 
ciary relation to the original inventor should not 
be regarded in a technical sense under the terms 
of the law, as being Entitled to have letters pat¬ 
ent issued to him in his own name for improve¬ 
ments devised by him, subject to the processes of 
equity to compel an immediate assignment thereof 
to the original inventor. But we understand the 
jurisdiction of this Court in the premises to be 
of an equitable as well as of a purely legal and 
technical character; and that circuitous course, 
under the circumstances, w^ould seem to be wholly 

unnecessarv. ” 

* 

And Justice Van Orsdel then further says: 

4 4 The relation of an attorney to his client is too 
sacred to admit of even the shadow of abuse. 
Courts will not only closely scrutinize such trans¬ 
actions, but will resolve every doubt in favor of 
a client whose confidence has thus been betrayed / 9 
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Under the doctrine above laid down, this plaintiff is 
clearly entitled to relief by a decree for specific per¬ 
formance of the contract of July 20, 1915. Defendant 
has no right in the patent other than that to compen¬ 
sation from the plaintiff as provided in the contract, 
and that has been, and is still, offered hi™ 

CONCLUSION. 

At the beginning of this transaction in 1913, Nor¬ 
wood and Chandlee were practically partners, both 
experimenting on the ring of application No. 766,- 
801, both seeking orders for it, and attempting to have 
it made. They were not wholly successful. There 
were some sales. Only a few license fees could be 
paid. The application was registered and they de¬ 
spaired of getting a patent. Norwood improved the 
ring, filing through Chandlee application No. 825,653, 

A new company, the plaintiff herein, was formed 
to market the new ring. Chandlee had no interest in 
it except as attorney. When Norwood’s application 
was placed in interference, Chandlee filed his second 
application, agreeing to transfer it to Norwood and 
probably intending to do so. $1,000.00 was a large 
price for his services and whatever might be obtained 
in the way of a patent, viewing conditions from the 
sales and prospects of 1915. 

These conditions might still exist but for Nor¬ 
wood’s efforts in introducing the grooved ring to the 
trade and improving it. In 1916 Chandlee’s first ap¬ 
plication, No. 766,801, was abandoned. No further 
move was made in connection with it until 1920, when 
Chandlee sought to use it and did use it to carry back 
the date of application No. 40318. He could not have 
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gotten a patent on it or made any use of it in any 
other way. 

The contract is clear, and it clearly relates to the 
patent No. 1,360,498, issued on application No. 40,318, 
hied pursuant to the verbal contract reduced to writ¬ 
ing July 20, 1915. Plaintiff has lived up to the con¬ 
tract, paid for the interference; Norwood further sup¬ 
ported the application with his testimony and per¬ 
mitted his application to be set aside for the benefit of 
Chandlee’s, which was to be plaintiff’s, and plaintiff 
has further succeeded in building up a business, rely¬ 
ing upon the contract, supposedly protected by the 
claims. Defendant says plaintiff’s product is covered 
by the patent and threatens suit on it. 

Chandlee came to realize the value plaintiff had 
created and desired to seize it. Instead of notifying 
plaintiff that the patent was about to issue, and that 
he intended to respect the contractual relation to 
which plaintiff’s president had referred in a letter a 
few months before as still existing and which state¬ 
ment Chandlee never denied, he went to plaintiff’s 
manufacturer and did his best to appropriate plain¬ 
tiff’s business on the strength of the prospective pat¬ 
ent which he at the same time so misrepresented as 
to deceive plaintiff. Plaintiff’s president promptly 
tendered the consideration and demanded a convey¬ 
ance and brought suit. Defendant. claims to have 
transferred his patent to a third party, but this al¬ 
leged conveyance, by its own terms, is conditional and 
provides a remainder and reversion in Chandlee, leav¬ 
ing an interest to which plaintiff is entitled. Further 
the pretended transferees admit on the face of the 
alleged assignment full notice of this claim; and the 
document is neither proved nor acknowledged, so it is 
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not evidence and can have no legal effect in the record. 

Plaintiff has not violated the contract. It has been 
guilty of no breach of good faith and the only act 
which was regarded as inconsistent by the Court be¬ 
low was one which in fact proved wholly without ma¬ 
terial result. But even if this act had effected any 
change of conditions prevailing in the case by further 
enlightening the Examiner, this must have been re¬ 
garded as beneficial to all concerned. 

On the other hand, the equities are such that neither 
the contract, nor plaintiff's acts, nor those of its 
president, can be strictly construed against plaintiff. 
Such a construction, permitting defendant to profit 
largely by his own wrong in breaking his contract 
with his client, would under the circumstances be con¬ 
trary to the spirit of all the cases treating this sub¬ 
ject. If defendant's successors and assignees are to 
be permitted to proceed with the attempt so promptly 
and so craftily instituted by defendant to appropriate 
plaintiff's business regardless of the very clear exist¬ 
ing contract and of the relation between these parties 
and the circumstances under which plaintiff's business 
was created, then “courts of justice" will, in the 
words of Justice Robb, most truly “have ceased to 
function." 

On the whole record, we respectfully submit that the 
judgment of the Court below should be reversed and 
the cause remanded with instructions to that Court 
to enter a decree in accordance with the prayers of 
the bill of complaint. 

Edwin F. Samuels, 
Stanton C. Peelle, 

C. F. R. Ogilby, 

Attorneys for Appellant . 
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IN THE 

tart of Appeals of the District of Columbia 


No. 3829. 


NO-LEAK-O PISTON KING COMPANY, A COR¬ 
PORATION OF MARYLAND, APPELLANT, 

VS . 

EDWARD I. BURNS, EXECUTOR OF THE 
ESTATE OF GEORGE H. CHANDLEE, 

DECEASED. 

I — 

I 

PETITION FOR REHEARING. 

To the Honorable Judges for the Circuit Court 
of Appeals for the District of Columbia: 
The Petition of George H. Chandlee, appellee 
herein, respectfully shows that he is advised and 
verily believes that there are good and sufficient 
reasons why the above-entitled case should be re¬ 
heard by the Court of Appeals of the District of 
Columbia and the Decree of Justice Bailey affirmed. 

Your petitioner avers and shows that this Court 
has apparently been misled by the confusion thrown 
about the complicated proceedings in the Patent 
Office, resulting in the granting of a patent to Chand¬ 
lee which the Court has thought should be the prop- 
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erty of the plaintiff under the contract of July 20, 
1915, between Chandlee and the predecessor of this' 
plaintiff. Therefore, your petitioner respectfully 
submits that the Court should grant a rehearing of 
this esse for the following rensons: 

1. The decree which the Court directs would work 
an injustice on Chandlee because it would cover and 
include the independently-owned invention of the 
Chandlee 1913 application, whereas the contract in 
issue refers ONLY to and includes the invention of 
the Chandlee 1915 application which was for a dif¬ 
ferent subject-matter. 

N °j® : Tlle executor of the deceased defendant, 
Chandlee, has taken steps to place the parties in 
the statu quo which they occupied at the time of the 
making of the agreement of July 20, 1915. That 
procedure will be to surrender the present Chandlee 
patent and to apply for two reissue patents, one of 
which will be confined to the invention of the Chand¬ 
lee 1913 application which belongs to the Chandlee 
estate and the other of which reissue patents will be 
confined to the invention of the Chandlee 1915 appli¬ 
cation which was the subject of the contract in issue 
and which according to the ruling of the Court is 
assignable to the plaintiff appellant. It is submitted 
that this is doing exact justice and equity to all 
parties involved because nothing could be more 
equitable than placing the parties exactly in the 
position which they occupied at the time of making 
the said agreement of July 20, 1915. 

2. The 1913 application subject-matter was not 
added to the 1915 application until several years 
after the date of the contract, and it is believed that 




3 




the Court has been misled into taking a position 
which infers that the 1913 application had been added 
to the 1915 application before the making of the con¬ 
tract which refers exclusively to the 1915 application. 

3. The contract is ambiguous, and therefore re¬ 
quiring a construction according to the surrounding 
circumstances and facts, because it refers only to a 
certain application for patent filed July 16, 1915, 
whereas the Chandlee patent in controversy on its 
face refers to and is based upon an application filed 
May 10, 1913. The said application of May 10, 
1913, is not referred to in any way in the contract 
and was and is today the subject of a separate roy¬ 
alty agreement between Chandlee and the party 
Norwood, who is the real plaintiff in this case. (See 
Royalty Agreement printed on page 34 of the Rec¬ 
ord, and Norwood’s testimony, pages 68-87.) 

4. The Court in its opinion erroneously refers to 
a “favorable decision’’ having been obtained in the 
interference proceeding in which the 1915 applica¬ 
tion was involved. The fact is that the decision in 
that interference case was unfavorable to all of the 
parties involved, because the interference issue was 
declared unpatentable by the Law Examiner and 
the interference dissolved. (Record, pages 69-70.) 

5. The intended and legal effect of the Public Use 
proceedings which were petitioned by Norwood on 
behalf of the plaintiff appear to have escaped the 
notice of or to have been misapprehended by the 
Court. In his original petition for Public Use pro¬ 
ceedings Norwood asserted that the invention of the 
patent to be issued to Chandlee belongs to the pub¬ 
lic, stating: 
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to 1 8 L Chandlee is not in fact entitled 
ff ® P at ent, that is, on his said 1915 applica- 
tion Serial No. 40,318. 

t -^ urt „ he , r ’ N ° r 7 00d in his request for reconsidera¬ 
tion of his Petition for Public Use proceedings 

poins out that the Chandlee 1915 application, to 

Z \ T Ct in i8SUe refers was fi] ed in order 
that Chandlee might enter the interference because 

the Chandlee 1913 application did not disclose the 
issue of he interference. The admission of Nor¬ 
wood of that fact is stated in his Petition for Public 
Use proceedings in the following language : 

(b) ‘‘That the Chandlee application (1915) 
Senal No. 40,318 is not in fact a continuation 

No 77ai U m P Tu eS ,°! a PPiication (1913) Serial 
No 7y 6 ,801, the later application having been 

filed m order that Chandlee might entfr the 

interference, Chandlee vs. Norwood vs. Rit- 

tenhouse because the earlier application did 

not disclose the issue of the interference.” 

Th ® Court is in error in believing that Norwood 
did not have access to the Patent Office record of the 
andlee application, to determine how broad a pat¬ 
ent would issue. As a matter of fact, he did have 
such access at the time he brought the Public Use 
proceedings and for a long time prior thereto. A 
power of attorney was, for that very purpose, given 
by (Mee t0 Norwood’s attorney as earty as 
October 17, 1919, m order that he might determine 
whether or not he desired to purchase the applica¬ 
tion. (See page 35 of Record.) P 



Explanation of Points. 

The foregoing points or reasons upon which this 
petition is based are believed to clearly show that 
Chandlee is entitled to equitable relief from a de¬ 
cree which would be broad enough to include the 
subject-matter of his 1913 application which was in 
no way considered a part of the 1915 application at 
the time of the making of the contract in 1915, and 
which was not alluded to in the slightest way in the 
said contract. Therefore, brief explanation of these 
points or reasons in their relation to the actual facts 
involved will be helpful to the Court in its considera¬ 
tion of this Petition. 

First, it will be seen that the plaintiff’s Petition 
for Public Use proceedings and his request for re¬ 
consideration thereof, pages 39-40 record, show that 
the plaintiff requested the Patent Office to withhold 
the Chandlee patent because the invention thereof 
belonged to the public, and NOT TO ANY INDI¬ 
VIDUAL. At the same time the Plaintiff herein 
asserted that the 1915 application to which the con¬ 
tract in issue relates, is not a contination of the 1913 
application Serial No. 776,801. Thus, Norwood, who 
was in fact the plaintiff herein declares to the Patent 
Office that the 1913 Chandlee application, and the 
1915 Chandlee application are for separate and in¬ 
dependent subjects of invention. Consequently, 
since the serial numbers of both of said applications 
appear on the face of the issued Chandlee patent, 
one having been included several years after the 
date of the contract, it is apparent that the contract 
of 1915 is ambiguous, requiring a full consideration 
of all of the surrounding circumstances to properly 
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determine its meaning and to save to Chandlee his 

independent ownership of the invention of his 1913 
application. 

At the time of the making of the agreement of 
July 20, 1915, based on the Chandlee 1915 applica¬ 
tion, the earlier Chandlee 1913 application was still 
pending as an independent application. It was not 
until several years later, namely, on June 8, 1920, 
that the subject-matter of the said 1913 application 
was added to the 1915 application, the said date of 
June 8,1920, being the time when one case was made 
the continuation of the other. At that time the in¬ 
vention on which the 1915 application was filed, 
namely, the issue of the interference referred to in 
Norwood s Petition for Public Use proceedings had 
been rejected and the interference dissolved, thereby 
dissolving or dissipating the subject of and reason 
for the contract of 1915. 

Referring to the statement of the Court in its 
opinion that Norwood, that is the plaintiff, assisted 
Chandlee in obtaining “a favorable decision” in 
the interference proceeding, this error in statement 
of fact is probably due to the intricacy of the Patent 
Office proceedings and the Court not understanding 
therefrom that it was actually Chandlee who as¬ 
sisted Norwood in defending himself against the ap¬ 
plication of Rittenhouse by filing the 1915 applica¬ 
tion on an invention represented by the two claims 
of the interference issue which the Court will now 
recall Norwood stated were not disclosed in the 
earlier 1913 application of Chandlee. It is really 
that fact or circumstance to which the contract of 
July 20, 1915, is addressed because that contract 
merely refers to the 1915 application, and Norwood 
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says that application was filed only on the interfer¬ 
ence issue and not on anything in the earlier 1913 
application. 

The Court will now appreciate the fact that the 
subject-matter of the Chandlee 1913 application has 
never been surrendered or waived by Chandlee, and 
that at the time of making the 1915 contract and 
subsequent thereto Chandlee was in complete pos¬ 
session of the invention of the 1913 application and 
had a perfect legal right to proceed independently 
to obtain a patent thereon, or he could have aban¬ 
doned the 1913 application and made a new applica¬ 
tion thereof under an entirely new and different 
serial number. A patent issuing under either of 
these courses would not have the filing date men¬ 
tioned in the contract of 1915, and therefore accord¬ 
ing to the Court’s opinion could not have come un¬ 
der that contract. For the same reasons any patent 
issuing on the invention of the Chandlee 1913 appli¬ 
cation could not come under the contract of 1915. 

The Court will now see that there are two inven¬ 
tions here involved just as much so as if one inven¬ 
tion was for an engine valve and the other for a 
piston ring. That is to say, the Chandlee 1913 ap¬ 
plication covered one invention and the Chandlee 
1915 application covered a second invention distinct 
and apart from the said first invention and it is be¬ 
lieved that the Court will not desire to do the injus- 
tice to Chandlee of depriving him of the invention 
ot his 1913 application since the contract of 1915 re- 

fers only to another invention, namely, that of the 
1915 application. 

It will now have been observed by the Court that 
its first conclusions expressed in the present opinion 
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have resulted from a misunderstanding of certain 
facts which probably were not brought out with suf¬ 
ficient clearness in the briefs or at the argument, 
and that the effect of a decree in accordance with the 
present opinion would be to permit the plaintiff to 
acquire and appropriate an invention which it never 
claimed, and in fact disclaimed by the Public Use 
petition; furthermore an invention not referred to 
in any way in the contract in issue. 

WHEREFORE, your petitioner respectfully 
prays for the foregoing reasons that a rehearing of 
the appeal be granted. 

Your petitioner will ever pray. 

Edward I. Burns, 
Executor of the estate of 

George H. Chandlee , deceased . 

D. P. WOLHAUPTER, 

Attorney for Appellee . 

Certificate of Counsel. 

I, David P. Wolhaupter, attorney for appellee in 
the above entitled cause, do hereby certify that I 
have read the foregoing petition and believe the 
cause proper to be reheard upon the points set forth 
therein; that the reasons therein given for a rehear¬ 
ing or reargument of this appeal are, in my opinion 
well founded in point of law, and that the relief 

prayed for is proper and equitable to be granted 
therein. 


H* P. Wolhaupter, 
Attorney for Appellee. 

















